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‘BrickitL e al. ». Crry oF HARTFORD ¢ al.
(Circutt Court, . Connecticut. February 9, 1802.)

1 PA'mms FOR INVE\ITIONS—UNCERTAINTY orF CLAm—WuER HEA'nm FoR FIRE-EN-
GINES.

Letters patent No. 81,132, issued August 8, 1868, to- William A. Brickill, consist
of a water heater connected with the boiler of a steam fire- -engine by two detacha-
ble pipes, one carrying the cold water to the heater and the other returning it,
heated, to the boiler, thus “maintaining a free circulation between the boiler and
heater, "and keoping the water in the boiler always hot, 80 as to expedite the gen-
eration of steam on a fire-call. Pipes controlled by cocks connect the heater with
a water-tank, and when the engine is away the same circulation is established and
maintained between the heater and the tank, “the object being to preserve the coil
or heater.” The claim is for the “combmatmn, with a steam fire-engine, of a heat-
ing apparatus, constructed substantially as described,! for the purposes fully set
forth.” Held, that it sufficiently appears that the tank is a part of the heater,
and not a separate element of the combination, and the pagent is not void onits face
for uncertainty.

2. 8AME—COMBINATION.

Construing tlie tank as'part of the heatirig apparatus; the claim cannot be said to
“ghow on its fice only an unpatentable aggregation of - parts; since thereis a joint
and co-operating action between the heater and the boiler, and the action of sach
influences the action of the other.

8 SaMEC-LIMITATIONS—STATE STATUTES. :
State statutes of limitation are not applicable, éven in the absende ofa federal stat-
- 1ité, to actions at law in the tedera.l courts to recover damages !or infrmgement of
patents. . ; ) ,

At Law. Action by William A. Brickill and-others against the city
of Hartford and others to recover damages for the infringement of & pat-
ent. Heard on demurrer to the complaint., Overruled.

Raphael J: Moses, Jr., and James A. Hudson, for plaintiffs, -

szothy E, Stecle, City Atty., and Albert H. Walker. for defendants

SHIPMAN, Dlatrlct J udge. Thls IS an actlon at. ]aw to recover damages
for the alleged infringement of letters patent No. 81,182, dated August
18, 1868, to William A, Brickill, for an improved ,feedﬁ water heater for
steam fire-engines. The present hearing is upon ademurrer to the plain-
tiffs’ complaint. Before the date of the alleged invention, or of any
similar device, the only method of keeping the water in a steam fire-engine
in readiness to be immediately converted into steam when the summons
came to extinguish a fire was by placmg and keeping fire in the engine.
That it was desirable to have the engine in readiness for immediate serv-
ice is self-evident. That keeping a continuous fire in the engine was
expensive, and-might also be otherwise injurious, is also manifest. . The
object of Brickill’s improvement. was to have a detachable heater, which
would continuously be in use, and supply the engine with:hot water
while it was iin- the engine-house, and could be detached when the en-
gine was summoned to extinguish a fire. . The specification says:. .

“The nature of the present invention consists in combining with a steam
fire-engine a water heater, 8o constructed and connected to the boiler of a
steam fire-engine that the water in the same is made to pass through the

heater, and become heated, so that steam may be more rapidly generated than
if my invention were not used in connection with the engine. The object of
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the invention is to expedite, in a. great measure, the extinguishing of fires, .
by supplying water, heated to very nearly the boiling point, to the boilers of
steam fire-engines.”

The heater is connected w1th the hoiler of the engine by two detacha-
ble tubes, one of which receives the cold water and conveys it to the coil
of the heater, aund the other receivesand conducts the water, when heated,
from the heater to the boiler; “thus establishing and maintaining a free
circulation between the heater and the boiler.,” Pipes, which are opened
and closed by cocks, connect the heater and a water-tank. When an
alarm- of fire has been given, and the engine is away, communication
between the water-tank and the heater is established by opening the.
cocks, and the heater is snpplied with water from the tank, which, when
heated, is returned to it, as in-the case of the boiler, “the object being
to preserve the coil or heater.” The claim is for “ the combination, with
a steam fire-engine, of a heating apparatus, constructed substantially as
deseribed, for the purposes fully set forth.” The demurrer specified five
particulars in which the complaint was defective or showed no cauge of -
action. The first was removed by an amendment, and need not be con-
sidered. :

The complaint did not set out in words a desonptlon of the mventlon, :
but stated it by reference to-and a profert of the patent. The ground
of the second and third causes of demurrer is that the letfers patent are
on their face void, because they donot point out and distinctly.claim the
part, improvement, or combination which the patentee claimed as his
invention; the particular fault being, as alleged that it cannot be ascer-
tained whether the tank or its equivalent is a part of the invention, as.
claimed. There are not three members of the combination,~—the heater,
the tank, and the engine. There are only two members,——the heating
apparatus, of which the tank is a part, and the engine. The tank is
particularly described as a part of the heating apparatus, and is to be
used in the absence of the fire-engine, and is not to be used when and
80 long ag the engine is again in the house. It is included in, and is
pointed out with sufficient distinctness as a part of, that apparatus.
Whether the omission of the tank and the use of the rest of the appa-
ratus would constitute infringement is a question which does not arise
on this demurrer. The omission to state in the specification the effect
which the non-user of the tank would have upon the apparatus, or that
the tank'is a vital part of it, does not ereate an ambiguous statement of
what the patentee claims to have invented.

The fourth ground of demurrer is that the patent is void, because
it appears on its face to claim only an unpatentable aggregation of a
steam fire-engine and of a heating apparatus, . If the claim should be
.construed to consist of a combination of three distinct elements;. heater,
tank, and engine, the defect upon the face of the patent, whichis pointed
out in the demurrer, would exist, because there i8 no joint and co-oper-
ating action between such three separate elements. The services of the
tank are only called into requisition during the absence of the engine,
.and cease upon its return. - The joint action of heater and tank did not
and could not affect the action of: the boiler. The situation wonld.be.
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sitnilar to that which, in the view of the supreme court, existed in Beecher
Manuf'y Co.'v. Atwater Manuf’g Cos;114 U, 8.523,5 Sup Ct. Rep. 1007.

But, construing the claim to be a combination of heatmg apparatus, of
whlch the tank is merely a ‘part, and steam-engine, the vice does not, in
my opinion, exist, because there is a joint and co-operating action be-
tween the heating apparatusand boiler, and the action of each influences
and affects the action of the other.

It will be observed that the question of patentable invention, as affected
by the use of mere mechanical skill, does not arise upon this demurrer.
It will also be observed that the invention consists merely in an econom-
ical and efficient method of preparing the engine for immediate use at a .
fite. The conversion of hot water into steam, and the discharge of cold
water upon a fire, are effected by a different set of instrumentalities.
This preparation of the engine does not consist simply in the injection
of hot water into the boiler, but' cold water is constantly received from
the boiler and conveyed to the heater, while another pipe conveys the
water, when heated, from heater to boiler, and a free circulation between
the two is thus maintained. : Boiler and heater are jointly acting, each
to receive and each to discharge; the result being that the engine is con-
stantly prepared for immediate efficiency.

The fifth cause of demurrer is that .so much of the plaintifis’ alleged
right of action as arose between June 22, 1874, the date of the repeal of
the federal statute of limitations, and- July 22, 1885, six years before
the date of the comnmencement of the suit, is barred by the statute of
limitations of the state of Connecticut, which provides that no action
founded upon a tort, unaccompanied with force, and where the injury
is consequential, shall be brought but within six years next after the
right of action shall acerne. -The patent expired August 18,1885, The
complaint alleges a continuous- mfringement from the date of the patent
during its life. ~ This cause of demurrer raises the frequently discussed
question of the effect of a state statute of limitations upon actions at law
for the infringement of a patent during the period not covered or pro-
vided for by a federal statute of limitations. It is well known that this
question has never been directly passed upon by the supreme court, and
that it has been frequently discussed and decided, or left undec1ded by
the circuit courts, and that at the present time the number of decisions
in favor of the position that a state statute of limitations has no effect
upon the limitation of suits in the federal courts for the infringement of
patents, largely exceeds the number of those which take the opposite
view. ‘In considering the decisions upon this question, the line of
thought and reasoning which was adopted by Judge SHIRAS in May v.
Buchanan Co., 29 Fed. Rep. 469, as well as by other judges who pre-
ceded him, seenis to me to lead the mind to the more satisfactory con-
clusion. It is'plain that congress has the power to enact its own stat-
ute of limitations for actions:upon patents,"and it may also be consid-
ered as reasonably certain. that it could, if it chose, adopt the state
statutes, and declare that they expressed its own legislative will. The -
question is whether section 34 of the original judiciary act, now repro-
duced in section 721 of ithe Revised Statutes, which provides that “the
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laws of the several states, except where the constitution, treaties, or
statutes of the United States otherwise require or provide, shall be re-
garded as rules of decisions in trials at common law, in the courts of the
United States, in cases where they apply,” was intended to make state
statutes of llmltatlons, which might be passed from time to time, appli-
cable to rights of .property which are exclusively within federal control,

and are apart from the jurisdiction of a state legislature. If congress
intended this result, it follows that the states could, during the time
when no federal statute exists, attempt to limit very serxously, by amend-
ments to. theit own statutés, the duration of the right of action for in-
juries to patents, and thus indirectly: accomplish that which they had
no power to legislate upon directly. “Inasmuch as the states cannot leg-
iglate upon matters which ‘are without state jurisdiction, a construction
of section 721, which declares that congress has placed the subjects of
exclusive federal control within the control of state legislation, is not to
be presumed unless it is imperatively requlred by the terms of the sec-
tion. That it'is not absolutely required-is implied in the clause which
limits the effect of laws of the states to “cases where they apply.” A
natural and reasonable construction of the section is-that, when actions
are brought in the United States courts with respect to rlghts of prop-
erty of which the states:have.control, the: statutes which had been en-
acted in the respective states with respect to such rights should also be
controlling ;. otherwise legislation in: respect to such rights in the United
States courts would be in a chaotic state, but that such statutes are not
applicable to rights over which thé state legislatures have no control,
except as they relate to procedure, practice, or.rules.of evidence. ... Schrei-
ber v. Sharpless, 17 Fed. Rep. 589. It has been sufficiently decided that
in actions at law upon lettéry patent the:tules of evidence which are cre-
‘ated by statute in the respective states apply, (Vance v. Campbell, 1
Black, 427;) .and this appears to be necessary, for otherwise rules of ev-
idence in patent cases would be in a staté of great uncertainty. While
this exceptioni must be made in order to create exactitude in the law so
far as-is possible, the conclusion by no means follows that the important
right of protection to property in lettérs: patent, so. far as the protection
ig afforded by the ability to bring an aetion at law or in equity, was in-
tended to be:or has been controlled by state legislation. Such a con-
clusion seems to me to be at variance with the entire dual system of
state and federal control under which we live. The conclusions upon
this part ofithe demurrer are stated by Judge SHIRAS as follows: : That
section 721 declares that the laws of ‘the state shall be followed as rules
of decision “in cages whers.they apply;” that is, in cases which involve
matters or rights within the legislative jurisdiction of the state. That,
a8 the subject of letters patent and authorizing actions to be brought for
the protection of rights thus created is wholly. without state control, the
general statute of limitations of the state does not,; ex proprio vigore, apply
thereto, and, not applying, is'not:made a rule of decision governing; the
United States court by the prov1sxons of section:7 21. ‘The demurrer: is
overruleds - - .- . bk R
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. MienaNo ¢ al. v. MACANDREWS ¢ al.
CALIFANO # ‘al. v. SAME,

(Distﬂ}ct Court, 8. D. Ne'w ‘York. February 1, 1802.)

1. CHARTER-PARTY—To “REPORT AT CusroM-House™ DoEs Nor INGLUDE R1GHT 70
SHIP's INWARD BUSINESS,
A clause of a charter providing that the vessel is to be “reported at the custom-
house” by thé charterers or their appointbe does not give the charterers the right
to do tha inward businéss of the ship. .
8. SaME—“INWARD BUSINESS” OF SHIP-—STATEMENT OF CASR.
. A charter provided that the vessel should be reported at the custom-house by the
" charterers or their appointee, or pay £20 liguidated damages., The master reported
to the charterers.on the dageof arrival, but the latter an their appointee declined
to enter theé ship unless they should be allowed to do the ship’s inward business,
’ .which the sheitf refused. On libel filed by the ship-owner to recover freight, char-
- terers claimed to deduct the £20. Held, that the right to do the inward business
" of the shl.g could not be allowed the charterer unless plainl: (f indicated in the éhar-
1 ter, and that the phrase “to report at the custom-house” did:not include the hand-
lin%lof such jnward business; hence the ship, in reporting to the charterers, had
fulfilled her pait of the cha.rter. a.nd the oharr.erers could not'be penmt.bed to deduot
the £30 from the freight.

In Admlralty leels in personam by Andrea Mignano and others
against ‘Robert MacAndrews and. others, and Gaspare -Califano and
others against the same,-to recover a. balance of charter hue of two ves-
gels. Decree. for libelants. - L :

Wing, Shoudy & Putnam, for ]1bela.nts.

Wilcoz, Adams & Green, for respondents.

- BrowN, District Judge. In June, 1891, two vessels of 508 and
607 tons respectively were chartered by the owners to the respondents.
at Smyrna for a voyage thence to New York. - Both charter-parties were
‘in the same form, the concluding paragraph of which provided that the
‘vessels ‘were “to be reported at the custom-house by MacAndrews &
Forbes, 56 Water street; or:their appointee, or pay £20 liquidated dam-
ages.” The vessels wereloaded with the charterers’ own goods, and bills of
lading issued-for cargo deliverable to-themselves at New York. As the
respondents did not do shipping business themselves, they appointed
John C. Seager, a ship-broker, to attend to this business. On the day
of arrival, the master of each vessel reported to Funch, Edye & Co.,
who had long acted as agents of the owners in this city, and who were
-understood to be the consignees of the ship. Their clerk at once went.
‘with the miasters to confer with Mr. Seager in reference to reporting the.
-veéssel, and on the same afternoon and the next morning they had sev-
‘eral convarsations with Mr. Seager and with Mr. Cuthbertson, one of:the
‘respondents’ firm; the:-result of which was that Mr. Seager, under re-
gpondents’ direction, refased to enter..the vessel at the -custom-house,
eithier upon the ordinary custom-house brokerage fee of three dollars,
orupon -the compensation of five cents per:ton, unless he was also to.
have what is called “the inward buginess of the ship;” that is to say,



