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1. Pu*nxh i'qn Imzmom—vassvn—-ENmannum or Cmm
.1 The olaim of thé originkl'patent was: ‘“A% & new arti¢leof mHnufa.cmre, a non.
conducting covering composed of layers ?p wrappings of: paper seturated with ads
besive material, an compressed while being formed xhto tubular sections of athick-
- ‘nase bf onethalf mch 61‘ fore, substantially s shown'and déderibed.”  In the reis.
. ;- 88, the, worts,: #of g thickness of one-half inch or,ppire, ” were omitted; but.it
) p eared that a cover ng "for the designated purpose, lass thickness than one-half
; would lack thé non-dénduetingpro . and wotlld'be indperative and useless;
‘that, inithe practics of the invention the covering is always of greater thickness,
and miist be; and the 'infringing article bxceeded that thickness. Held that, as
the okiission did nobreally enlarge the pstentee’s righﬁd ’t:he chauge was 1inmw
terial, and did not aveid the patent. - .
2. SAME,
> ""1n the clalm of the reissue, the words “o¥ doatel” were insei-ted after the word
- “satnrated.” - Held, that the two words were used evidently as alternative expres-
siqns, t.o denote the saame, thmg. and the claim Was not. broadened. :

CTn Equity Suit for ‘infringement of & patent Decree for plamtlff'
James 1. Kay and W.’ Bakewell, for compIamant L ,
W. L. Pigrce, for defendant. , U T

Before Acnnson and REED JI.

'vfi

ACHESON, J." The plaintiff, the assignee of rexssued letfers patent No.
8,752, dated June 10, 1879, issued to the inventor, John C. Reed, as-
lsxgnor, etc., sues’ the. defendant for the’ mfrmgement thereof. The in-
vention, whlch is an improvement in coverings for steam-boilers and
pipes, ‘consists of a n(m-conductlng covering, conqposed of layers or wrap-
pings of paper saturated or coated with suitable adhesxve material, and
compressed while being, formed into tubular eeotlons, and capable of be-
‘ing d1V1ded longltudmally, 80 as fo be placed around the pipes or other
‘'surfacés to be covered. The specxﬁcat;on thus’ descnbes the method of
" making the covering:

“I prepare the non-conducting covering from pa er, tor which pnrpoae I
refer, and 'generally’ employ. what is'termed ¢roofing paper,’ though other
kinds of papet: may be used.” Upon a revdlving mandreél of suitable'size, reg-
ulated fotthe purpose for which the covering is intended, and generallya sece
-tion of pipeof the same diareter as the pipe to which the covering i5 to be
applied, I wind. or wrap the roofing -or other paper;at the same time apply-
ing some adhealye mixture to the layers to cause adhesion, and making trac-
‘tion on the free end of the paper, so as tolay the wmppmgs ﬁrmly and smoobhly.
‘In addltlon ‘Yo the traction, which will'compaet the’ covermg, I make use of
‘pressure by ineans of weighted friction bar or plate, or in other suitable man-
‘ner, so usto’ insure a dense, firm structure throughoat: This operation is
-continued until a covering of sufficient thickness has been applied to the pipe,
.when, if the covering has. been formed on this pipe, (taking the place of a
mandrel,) upon which it is to remain, the covering may be finished by apply-
ing asujtable coat of paint, which can be readily and rapidly done by revolys
ing the pipe before its removal; but, If' the covermg has been formed on'a
mandrel or pipe with which it is not intended to asé it, it may be co:ited with
paint at the time, and then withdrawn from the mandrel, to be afterwards
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slipped upon, the tubing upon which it is to remain, or it can be cut longi-
tudinaily.into wctmns, and applied as 111ustrated in the drawings, and coated
with. paint, afterwgrds.”

The proved advantages-of this covering are that it is tough and strong,
composed of & fibrous material compressed so as to form a dense, firm
structuie throqghout is a thorough, non-conductor; can be made at one
place, and transported without. packing or boxing to the place where it
is to be used; is not liable.to. breakage by falling or any ordinary blows;
can be ent by tools-in common use by mechanics;j can be easily applied
by persons of little or no mechanical skill; can be removed and replaced
at will for the examination and repair of the tubing; is neat in-appear-
ance, and will not soil or damage the finest machinery or tubing to
which it may be applied; and can be produced at much less cost than
other covermgs for the like purposes.

The claims of the reissueare two, namely: - :
- *f1) A non-conducting covering for boilers, pipes. and other’ surfaces, com-
posed of layers or wrappings of paper saturated or coated with suitable adhe-
sive material, and compressed while being formed into tubular sectlons, sub-
stantially as described.. (2) As a new article of manufacture, & non-con-
ductmg\comring for boilers, pipes, and other surfaces, composed of layers or
wrappings of paper saturated’or coated with snitdble adhesive material, and
compressed. while being formed: into tubular sections:divided longitudinally,
30 as.to be placed around the pipes or other surfaces to be covered, substan-
tially aspet orth.” .

Defense is made thab Reed’s nnprovement was destitute of patentable
novelty.. To sustain'this position, a great number of prior patents were
introduced; which we have carefully examined. To discuss them in de-
tail wonld unduly extend this opinion and subserve no good purpose.
The previous state of the art.is fairly disclosed in the specification of the
reissued patent. We content ourselves, then, with saying that, in our
judgment, none of the prior patents contains or suggests the Reed inven-
tion. . The proofs entirely satisfy us that Reed’s improvement was novel
in a patentable gense, and of, great. utility., It was, indeed, a meritorious
invention, and the: patent should be dealt with in a liberal spirit.

.. Upon the question of infringement, the case is. free from any donbt
whatever. The defendants make and sell the identical covering described
in the reissue, and made by the described method.’ The only difference
in the methods practiced by the parties is that, whereas the plaintiff ap-
plies the liquid flour-paste .to one side only of the paper, thedefendant
applies it to both sides;:but the result is-the;same, and. the difference in
the manner of applymg the adhesive mixturé is wholly immaterial.
Furthermore, it is perfectly-clear that the'defendant’s covering would
have.infringed ithe original patent equally. ag:it infringes the reisssue.

But the validity. of the reissued patent is contested, the defendant in-
sxstmg that.its cl,auns are broader than the ¢laim of the original patent,
and that the reissue was applied for too late to warrant such an expan-
sion, the original letters patent, No. 171,425, having been granted ‘De-
cember 21, 1875, and theapplication for the reissue not: ﬁled unt11 Apnl
b, 1879. . The -original patent had.one claim,. as follows: ;
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“As'a new articleof manufacture, a non-conducting covering composed of
layers of wrappings: of:’ ‘paper saturated with adhesive material, and com-
pressed while being formed into tubular sections of & thickness of one-half
inch or more, substantially as shown and described.” o

The alleged undue broadening of the patent consists in two particu-
lars, namely— First, in that the words, “of a thickness of orie-half inch
or more,” which were ih the original ¢laim, aré omitted: from the reis-
sue; and, sécond, by the insertion of the new words “or coated ” after
the words,“ layers or wrappings of paper saturated.” Under the rule as
now firmly settled, it must be conceded that the reissue of a patent for
the-gole purpose of enlarging the original claim miust"be applied for
promptly, and that'an unexplained delay of three years‘and three months
would be unreasonable and indefensible. Millér v. Brass 'Co., 104 U. 8.
850. The open question here is whether, in fa¢t, the effect "of tHe reis-
sue was to broaden the original dlaim; for, if this was not so, then the
reissue igivalid. Gage:v. Herring, 107 U. . 640; 2 Sup. Ct. Rep. 819;
Reed v. Chase, 25 Fed. Rep 94; Eginesv. Andrews, 122 U. 8. 40, 7 Sup.
Ct. Rep. 1073.

. Now, if we were shut up to a comparlson of what, merely appears on
the face of the orlgmal patent and ‘on the:face of the reissue, it might
seem that the omission from the latter of the words, “of ‘a thickness of
one-half inch or more,” was a material change, and one prejudicial to
the public. But the proofs bring us to a different conclusion. It is
most clearly shown that a covering for the desired purpose, of less thick-
ness than one-half inch] would lack the necessary non-conducting prop-
erty, and would be useless, and that in the actual practice of the inven-
tion the covéring is always of greater thickness. The defendant’s cov-
erings, as well as the plaintiff’s, exceed that thlckness, and must do so
for any beneficial use: "A one-half inch:covering is too thin to retain the
heat and prevent radiation. The thickness actuaflly ‘employed- ranges
from one inch to one and a half mches, in rare cases' exceeding the lat-
ter thickness. . When, therefore, we ‘consider the art to which the inven-
tion relates; and the requirements of that art, we find that' the mention
inthe original patent of “a thickness of one-half irich or more » was merely
of a feature essential to-a non-conductmg covering. In'the nature of the
case, it would have been implied, in the absence of express statement.

Observe, the original spedification spoke of the covering as a “ thorough
non-conductor;” described: the method of manufacture “to instre a firm,
dense structure throughout;” and directed that the winding operation be
continued until a covering “of sufficient: thickness” has been obtained.

Mamfestly, this meant a sufficient thickness to obtain the non-conduct-
ing property, and to any one skilled in the art it would 'be obvious that
for this a thickness of at least one-half inch was necessary. A change in
the form of expression which possibly might be interpreted as extending
the:scope of a patent to inoperative and useless things ¢ould scarcely be
deemed a broadening of the claim. -But such a construction is rather to
be.avoided. The equity of the case requires the court to regard practi-
cal results, and, if these are to control, then plainly the omission
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from the reissue of the Words “of a thickness of one-half inch or more,”
did not really enlarge the nghts of the patentee, or abridge the rights of
the public. Hence the caseis without the reason of the rule which pre-
vailed in Miller v. Brass Co., supra, and other like cases. Undoubtedly
the invéntion described in.the reissue igthe same invention described in
the original patent, and: we. think;the claim of the original and the first
claim of the reissue are substantially identical, notwithstanding the
omission in the iatter of any reference. to the thickness of the tubular
scetions,  This view, it seems to us, is fully warranted by the reason-
ing and conclusion of the supreme court upon the subject of reissues,
as expressed in Eames v. Andrews, supra.

© With respect to the introducti‘on into the claims of the words “or
coated,” we have no difficulty. Evidently “saturated” and “coated ” are
used as alternative expressions, to designate the same thing. To under-
staid the meaning which the patentee attached to the word “saturated,”
wé are to look into the specification, which, both in the original and the
reissue, directs the “applying some adheswe mixture to the layers to
cause adhesion.” Beyond any question, it is to this application or coat-
ing the patentee refers by the term “saturated.” “Saturated with ad-
besive material” is the exact language. Possibly he might have chogen
a more apt word; but, if he made a wrong selection, the slip is not fatal.
No one readlng the specification can fail to discern his meaning. How-
ever, it is satisfactorily shown that while the gluten and starch of the paste,
applied as directed by the patent, do not penetrate through the paper,
the moisture does permeate it. So: that there is saturation resulting
from the application of the adhesive mixtureand the compression which
fo]lows. , U

'As to the second claim of the relssue, little need be said. If no ex-

pansmn of the ongmal claim is to be found in the first claim of tke re-
msue, surely there is none in-the second claim, for it contains a limita-
tion not.in the original claim, by reason of the introduction of the words
“divided longxtudmally” after the words “tubular sections.” Let a de-
cree be drawn in favor of the plamtlﬂ'

NorrrROP'S EX'RS v. RASNER ¢ dl.
(Céreutt Court, W. D. Penmyivqnia. December 10, 1891,)

1. PATENTS POR INVENTIONS—INVENTION—M®EPALLIO CEILINGS.

} Letters patent No. 830,916, issued November 24, 1885, to Albert Northrop, is for
& metallic céiling, composed of panels having curved mouldings on the sides which
interlock with each other, the mouldings at the corners being cut away, leaving an
opening which is filled with arosette, the panels being secured to the furring strips
by fastenings passed through the curved mouldings, and these mouldings also
forming channels for discharging any water which may leak through from above,
Held, that the device shows patentable invention.

9. BaME—EXTENT 0F CLAIME—PRIOR ART.'
But, in view of the prior state of the art, the.claims covering this invention must
be st.nctaly construed.
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