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SHA’W S'rocxmd Oof v PEARSON.

(Circuit Oourt, D. Mamachusetts November 10, 1891)
i 12

1. P_vr TS FOR INVnxnoxs—lnrmnemm——Wun-Homnns FOR KNIT’I‘ING—MACHINES

ytters . patent. 0. 218,460, issued Avgust 12, 1879, to the Shaw Stocking Com-

. pany, n.é aasi of Benj amin F. . Shaw, for 1mprovements in web-holding mechanism

B (i) 4] -machlnea, the claim being,. among other things, for web-holders with

“downwar curved tail-pieces,” is not. infringed by & machine in some respect.s
similar, but having web-holders with straight tail-pieces.

3. SAME~AMENDING CLAIM~—~WAIVER, =~ :
.. When a broad claim js.rejected .by the pntent-ofﬂce because of anticipation b
cértain other patents, and, thereupon the applicant amends his specification an
- lclaim; and accepts a pabent thereon; he waives the broad invention, and cannot
,afterwards, in an action for infringement, claim that his invention was really made
betore t.he anticxpating patent.é were issued

In Equlty. Bill for mfr,mgem&nt of patent. Di}smissed. .
"' Frederick P. Fish, for comp]amant. i
.. Joshua Pusey, for defendant

Com‘, .T Thls ball in: equlty is founded upon the alleged infringe-
ment .of letters - patent No. 218,460,.granted August 12, 1879, to the
complainani, as -assignee of - BenJamm F. Shaw, for improvements in
web-holding. mechanigm for knitting:machines. . For a number of years
Shaw. was engaged: in the production.of a, machine for knitting seamless
stpckmgs, and his-inventions are covered by several patents. The pat-
-ent.in; guit; ig for a part of this mechamsm, and- relates to devices for
holdmg down the fabric during the operation of the needles. In the.old
circular knitting-machines, the requisite tension waa brought to bear on
the web. by means of weights hanging upon it, and these answered the
purpossg;for plain tubular work, In.the production af the heel of a
seamless stocking, however, it is necessary to run only a part of the
needles, while the rest remain stationary. : Under. $hese conditions, the
weights might pull effectively on the side of the web where the needles
are: at rest, but they would. not. produce the proper tension during the
widening. and narrowing operation on the side of the web which is being
lengthened. - To: meet. this ‘difficulty Shaw substituted what he calls
“mweb-holders” in place . of the -weights; . The web-holder is-made of a
thin, flat strip of metal,.and it has a turned down. tail-piece at its for-
ward,.z;,_end,%and, an overhanging hook or finger on its upper gide. The
tail-pieca:is downwardly curved or made blunt, so that it may not pene-
trate or. hpld. the web as it is: moved over the end of thetail, and through
the. hallow needle-bed. or cylinder. . A& web-holder is ‘inserted between
each pair of adjacent needles. . The.tail-pieces alwaysremain in the rear
of the needles, near the upper edge of the. web, where the knitting takes
place, and the projecting fingers, co-operating with the-.needles; press
upon the edge of the web, and hold it down during the operation of
knitting. .
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These web-holders have a forward and. back movement, caused by
lugs upon their under side engaging with a rotary cam, and they are
fitted in radial grooves in an annular web-holder bed attached to the
upper part of the needle-bed. ' As the needles rise through the fabric,
the web-holders move forward, their downwardly curved tail-pieces
bearing upon the fabrie, and the web-holders continue to advance until .
the overhanging fingers on the top engage with the edge of the web on
each side of the needle. By this means also theloop held on the needle
is drawn back away from the open or latch side of the needle, thus in-
suring that the needle shall carry its shank through' the loop in its up-
ward passage, instead of permitting it to slip off the latch side, as it'
might if not so held back. As-the needle continues its upward move-
ment through the loop, preparatory to taking the yarn for a new loop,
it tends to lift the fabric with it, owing to friction, but the overhanging
fingers of the web-holders rest above the edge of the web on each side of
the needle, and thus prevent it from being lifted up by the needle.
About the time the needle has reached its descent, or before it begins to
ascend, the web-holders are retracted or moved outward, so that they may
be again moved inward to engage with the web and co-operate with the
needle. The specification declares that the invention has special ref-
erence {o a combination, and the elements of the combmatlon are seb
forth in the claim of the patent, as follows:

“In a circular knitting machine, a cylindrical, hollow,. unobstructed needla- ;
cylinder, adapted to permit the free passage down through It of a knitted
web and a series of latched needles, a separate web-holding ‘bed provided with
- radial grooves, and a web-holder operating cam, combined with longitudi-
nally reciprocating web-holders placed and made movable within the grooves of .
the web-holder bed, the said web-holders being provided with points, g, and
downwardly curved tail-pieces, %, adapted to remain always within and at
the rear of the series of needles, and to press against, but not penetrate, the
web as it is drawn over the said web-holders and out through the hollow .
eylinder, the cam to move the web-holders being shaped to operate as and
for the pufpose described.”

This case turns upon the construction which should be ‘given to the
claim, and especially to the words, “downwardly curved tail-pieces,” as
apphed to the web-holder. It is important in this connection 'to ex-
amine the file-wrapper and contents of the patent. In his first applica-
tion Shaw claimed broadly the combination of a series of independently
acting web-holders with a series of independently acting needles adapted
to co-operate together to knit the web, and hold it down; also a series
of web-holders notched to hold the web down, in combination with &
series of needles adapted to be actuated independently, and: with-a eam
to retain the web-holders forward during the time that thé needles rise"
and fall adjacent to the web-holders. This application was rejected by
the Patent Office on the ground that the invention was anticipated by the
Burson and Nelson patent of November 80, 1875, the Hollén patent of °
October 10, 1876, and the English patents granted to White, May 16, -
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1863, and to Mellor, November.7, 1863. Shaw thereupon amended
his spemﬁpauon and claims, but the patent Was again refused. After
further amendments, the patent was finally allowed in its present form.

By these proceedlngs Shaw waived the broad invention covered by the
claims in his first apphcatlon and limited his invention to the combina-
tion of elements found in the claim of the patent. I am aware that the
complamant seeks to cut under to a great extent the prior art, as ex-
hibited in these patents, by proving that Shaw made his invention in
1867, or 10 years before he filed his application. The difficulty with
this posmon is that, having acquiesced in the decision of the Patent
Office, and, obtaining his patent on that condition, it is now toolate to try
and broaden its scope by showing that his mventlon antedated some of
the patents cited by the examiner. Whatever the date of the invention,
it must be construed with the limitations imposed by the Patent Office
as a condition of the grant or, in other words, it must be limited to the
comblnatmn set forth in the claim of the patent; and, so interpreted, I
agree with the statement of complainant’s expert, Mr. Livermore, that
all the elements composing the claim of the Shaw. patent were old at the
date of the, patent, and that the only new and patentable feature lies in
the« speclﬁc construction of some of those elements.”

The Inquiry remains, does the defendant’s machine embody this com-
bmatlon? The defendant uses a web—holder having a. straight tail-piece
rounded at the end, but not downwardly curved. If the downwardly
curved: featare’of the Skiity tall-plece is‘immaterial, so far as the success-
ﬁﬁ ‘s’vt;ﬁ'kmg of the machine is concerned, and was so regarded by the
mv ntor, it might be’ that the court should con51der the defendant’s tail-
piece .83, the equivalent of Shaw’s, and so within the patent; but if it
should turn.out that this pecuhar construction of the tail-piece was:
necessary: to the practical operation of the Shaw machine as organized,
and was o regarded by the inventor, then the absence of this feature in
' the defenidant’s web-holder has a very, important bearing on the question
of ‘infrifigement, especially in Vview of the scope of the Shaw _patent as
shown by the file-wrapper and contents.

. Turnipg to.the record in this case, we find in the affidavit of Henry
P Hardy, (the mechanic who built the first machine covering this in-
vention .under.the direction of Shaw,) filed in the Patent Office in con-
nectmn with the Shaw application, the following language

“Though l'.'here is apparent sumlarlty in outline, the omission in the En-
glish :device'0f that which in Mr. Shaw’s constitutes the difference between
them (p()slt,lon and modes of operation being not consmered) is of the utmost
significance, for. the drooping edge constituting what is called the « tail”’ of
tha .web-lolder is indispensable to its use as a practical device for holding the
web during.the process of knitting.”

‘To the sqme )'effect is the language used by the solicitors of Shaw in.a -
commumcatlon addressed o the commissioner of patents pendmg his
apphcatlon . ‘ C
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“%The particular construction. of the Shaw tail-piece is, in practice, a matter
of very great importanee, the perfect operation of the machine largely depends
upon it, and such novel web-holder and tail-piece is certainly patentable,”

‘Further, Hardy testifies in this case, and it is not denied, that the
web-holder first tried in the Shaw machine had a straight tail-piece
rounded at the end, and that it did not work well because the end would
penetrate the fabric, and sometimes tear a hole in it, and that, there-
fore, Shaw suggested to make the web-holders witha downwardly curved
tail to keep the points from penetrating the web and making torn work,
and that by so doing the machine worked first-rate. These facts ex-
plain why Shaw was so particular to state in the specification and claim
of his patent that the tail-pieces should be downwardly curved. In his
view, as demonstrated by actual ‘experiment, the machine would not
produce a merchantable product without this specific feature, and was
thérefore worthless. It results from this that Shaw-has made the pecul-
iarly constructed tail-piece a materlal and necessary element of the com-
bination claim of his patent.

But the ‘question may' be asked, how does ltf happen that, 1f Shaw
could tot'produce satisfactory work on & wachine having a web-holder
with 4 straight tall-pleee, the defendant ean do it'on his machine? The
answer lies, 1 thinkj in ‘the soméwhat different organization of the.two
machinés, * In the defendant’s mac¢hine:the cariis 8o consttucted: that
the webtholders are drawn back:from the knitting operation just:as the
needles begin to descend, and consequently the web hangs loosely or is
not drawn down taut in front of the web-holder as it advances on the
rising of the needle, and so the end of the tail-piece will push the web
away rather than penetrate it. In the Shaw machine the web-holder
remains in its advanced position upon the web, thereby keeping it taut,
until the needle has about completed its descent, when the holder is
withdrawn only to be immediately advanced again as the needle begins
to rise. The degree of the effect produced upon the looseness of the
web at the end of the advancing tail-piece, owing to this difference be-.
tween the two machines, I do not know, because the complainant has
not introduced in evidence any model of the Shaw machine; but, what-
ever this difference may be, an inspection of the working model of the
defendant’s machine in evidence shows that the fabric hangs loosely in
front of the end of the tail of the advancing web-holder, and that, there-
fore, there is little danger from penetration; and this position is fortified
by the successful operation in the presence of the court of one of de-
fendant’s machines, in which a portion of the tail-pieces have a round
end, another portion a square end, and another portion a beveled end.

It is urged by the complainant that the Shaw tail-piece is narrow,
while that used in defendant’s machine is broader, and that consequently
one would penetrate the web while the other would not. There may be
some truth in this, but it only goes to show another difference in the
orgunization and construction of the two machines. Upon the descent
of the needle in the Shaw machine, as the web-holders are still in their
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advanced position, the loop carried by the needle is drawn across the
wider 'part of ‘the “web-holder ‘or-‘back of the overhanging finger, and
therefore 'the loop would be too'long except for coarse work, tnless the
web-holdet. was narrow; while in the defendant’s machine, owing.to the
earlier retraction of the web-holder, the loop on the descending needle
is drawn over the, tail-piece, and this enables the defendant to use a
broader web-holder without injuriously affecting the size of theloop. I
do:-not think there is'any infringement in this case,—First, hecause the
downwardly curved, tail-piece of the web-holder is. made a pecessary and
fundamental part of the combination described in the first claim of the
Shaw 'patent, without which the machine would be practically inopera-
tive; 'and, second, because the defendant has:so changed the -organization
of some. pf the parts in his machine as to permit of the successful work-
mg of a straight taxl-pzece.

As to the second defense, of pubhc use, I need only say. that, in my
oplmom it. is not made out upon theevidence. The first Shaw knitting-
machine, made in 1877, was never put into public use, or its products sold,
for the:reason that it was defective, It was not until about 10 years later
that a working machine was completed, and all previous efforts were ex-
penmenml‘ While there.was a long delay largely caused by the pecun-
Jary embarrassments of Shaw before the machine was perfected, it does
not appearithat he ever ahandoned the invention... Upon the ground of
-non-infringenient, and for the reasons given, I must dismiss the bill.

[}
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Coor et al. v. Dr. Bavace Prysicar Deveropment Inst., Limited.

wre (VR
A :

(Cireuit Court, S, D. New York. November 47, 1801.)

Parexnts POR INVENTIONS—INPRINGEMENT—INTERROGATORIES AKD ANSWER.
* Where'a bill for infringing's patént for an improvement inh walking tracks for
. gymnasiums propounds interrogatories as to whether defendant is using a track
of a particular construction, and, if not, of what construction, they must be an-
swered by stating the facts, and g general denial of ;pf:iﬁ'g mt is insufficient,

(4

3

In Equity. Bill by William L. Coop and others sgainst the Dr. Sav-
age Physical Development Institute, Limited, for infringement of a pat-
‘ent. "' On exceptions to answer. Exceptions sustained. - o

Fowler & Fowler and Chdrles N. Judson, for plaintifis, '

h

’ A D. Kiddle, for déf"énd'anﬁs’.‘i;“"v

" 'WaerLER, J.  This suit is brought upon letters, patent No. 358,483
for_an-improvement in walking tracks for gymnasiunis, and interroga-
fories a8 to whether the deferidant has made, or caused to be made and
used, walking tracks of'a particular construction, and, if any not of that, of
‘what Other, construction, were annexed to the bill, and required to be an-
swered. ~‘The defendant has answered, denying the infringement gener-
‘ally, without otherwise answering the interrogatories, and the answer is
eexcepted to for this lack., The exceptions. have now been heard. The
interrogatories have been approved on demurrer, heard by Judge SHre-
‘MAN,  Coop v.  Institute, 47 Fed. Rep. 899. The denial of infringement
'i8 & ¢onclusion, and hot an answer of factg from which it is drawn. The
conclusion may not follow from the facts when ' given, and whether it
‘does or not may be a question in the case. The plaintiffs seem to be
entitled to the facts, and not to'be bound, by 'the conclusion; or to over-

come it, S .
~ Excéptions sustained, "0 '
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STREET ¢t al. v. THE PROGRESSO.

(Distriet Court, E. D. Pennsylvania. September 21, 1801.)

1. WITNESSES—FEES AND MILEBAGE IN ADMIRALTY CASES.

In admiralty causes in the eastern district of Pennsylvania, mileage will not be
allowed to witnesses brought from beyond the district, except as to 100 miles of
the distance.

2. SaMe—FEES AND MILEAGE OF PARTY.

A party is not entitled to either witness fees or mileage when his preseuce has

not been required by the opposite party.



