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“(Sranparp OiL Co. v. SOU;PHERN Pac. R. Co. ef al.)

‘Cireuit Courty, N. D. California. October 12, 1891.)

PATENTS FOR INVENTIONS—COMBINATION—OIL-CARS,
Letters patent No. 216,508, issued June 17, 1879, to M. C, Brown, for an improve-
-ment in cars, consisting in a division of the car into two or more parts, some of
which shall be constructed as tanks for carrying oil, whils others are fitted for or-
dinary merchandise, the object being to earry such merchandise on the return trip,
and thus obviate the necessity for haulng empty oil-cars for long distances, are
void for want of patentable combination.

In Equity.
Pillgbury & Blanding and Langhorne & Miller, for complainant.
John'S. Boone and 8. 0 Denson, for regpondents.

‘H&WLEY, J. Thisisa bﬂl in equity for the mfnngement of letters
patent"No. 216,506, granted to M. Campbell Brown, June 17, 1879,
and assxgned to complalnant for “ improvement in oil-cars.” The speci-
fication in the patent recites as follows:

“My invention relates to.cars, and especially. to that class of cars. designed
for transporting merchandise and oil or'other liquids, and it consists in the
parts and: eombination of parts hereinafter described and claimed, whéreby
oils orother liguids may be safely transported in-the same car with miscellane-
ous merchandise. * ¥ -.* Theobject, as brieflyabove stated, of my device,
is to produce an improved form of car for the transportation of oils.and liquids
in bulk, and which shall also be adapted for the transportation of ordinary mer-
chandise on roads where a load of oil or liquid cannot be obtained on return
trip, thus obviating the necessity of haulmg empty tank-cars over long dis-
tances, as is now commonly done; and to this end the construction of the or-
dinary freight-car is modified as follows: The car space'is divided into two
or more compartments; but, for the purpose of the present specification, we
will suppose it to be'divided into three. The central compartment, as shown
in the drawings, would embrace about two-thirds of the entire length of the
car, and is designed and adapted for oxdinary storage, and for this purpose
may be constructed in any proper manner., The two end compartments oc-
cupy each about one-sixth of the entire length of the car, are located in the
ends thereof, over the trucks, and are designed and constructed'to contain
metallic'tanks, * * * which tanks are adapted for safely containing and
transporting oil or other liquid. * * * T am aware that the several feat-
ures embodied in my improvenient are not independently new, and I restrict
the invention to the specific combination of parts set forth in the claim.
‘What I claim is: A car subdivided into two or more compartments, each end
compartment containing an oil-tank; said tank constructed with an inclined
or self-draining bottom, and resting upon a floor, formed in counterpart
therelo; said tank also having a tapering or inclined top, with a filling open-
ing placed at or near its highest point, and in line with a filling opening in
the car-top, and there béing a removable partition, separating said tank from
the next adjacent compartment, all combined as substantially set forth.”

' Is this invention a mere'aggregation, or iz it a patentable combination?
‘What is the distinction between mere aggregationand a patentable combi-
nation?- A combination of ‘well-known separate elements, each of which.
when combined, opcrates separately and in its old way, and in which-no
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new result is produced which cannot be assigned to the independent action
of one or. the other ‘of the separate eléments, is an aggregation of parts
merely, and is not patentable. But if to adapt the several elements to
each other in order to -efféct their co-operation in one organization de-
mands the use of means without the range of ordinary mechanical skill,
then the invention of such means to éffect the mutual arrangement of
the parts would be patentable. The parts need not act simultaneously,
if they agt wnitedly to produce a common result. It is sufficient if all
the devices co-operate with respect to the work to be done, and in fur-
therance thereof, although each device may perform its own particular
function only.

In Hailes v. Van Wormer, the court said: :

“It must Be conceded that A new combination, if it produces new and use-
ful results, is patentable, though all the eonstituents of the combination were
well known and in common use before the combination was made. But the
results must be.the product of the combination, and not a mere aggregation
of seyeral results, each the complete product of one of the combined elements.
Combined, resiilts are not Jreoessarlly a novel result, nor are they an old re-
sult'obtdined in'a new and improved manner. Merely bringing old devices
into juxtaposition, and there allowing ‘each to work out its own effect with-
out the production of somebhing novel, is not invention. .: No one, by bring-
ing together several old devices without prodncing a new-and: useful result,
the joint. product of the eleménts of the combination, and something more
than an aggregate of old résults, can acquire a right to prevent others from
using the same devxces. either singly or in other combinations; or, even if a
new and ‘useful result is obtained, can prevent others from using some of the
devices; omitting others in the combination.” 20 Wall, 868,

In Reckendm ofer v. Faber, the court said:

“The combmatton. to be patentable, must produce. a different force or effect
or result in the combined forces or processes from that given by their sepa-
rato parts, . There must be a new result produced by their union. —If not so,
it is only an aggregatlon of. separate elewents,” 92 U. S. 3.57.

*In Pickering v." McOullough the court said:

“Ina patemahle combination of old elements all the constituents must so
enter into it is that each qualities ev ery other,. * * * It must form either
a new machine'of a distinet character and fnncnon, or produce a result due
to the joint and’ €O~ operdting action of all ‘the elements,. auc] which is not the
mere addmg toget.her of separate contributions.” 104 U. S. 818.

Numerous pther authorities might be cited, substantlally to the same
effect. - The law iz well settled, the pnnuples clearly defined. The di-
viding line beiween mere dggregation and patentable combinations is
well established “Every case must fall upon one side’or the other.” No
case stands diréctly on the pivotal line. - But the facts are often of such
a chara.cter as to,make it. difficult, to determme upon, which side of the
border line the case should 'be classed... This difficulty arises in the ap-
plicatiofi 6f thiéifncts to the: principles of the law so: frequentl y-announced
by the suprema ¢ourt:-of the United, States. .. If the question is considered
doubtful,: the court should overrule a.demurrer to- the bill, in order to
have the guestion fully. presented upon the final hearing,... Smnda,rd Ol
Co.: v Southern Pac. Ca.; 42 Fed. Rep. 295, opinion by Judge SAWYER.
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And'in such'a case the court for like reasons would be justified in cases
of great hardsh1p to refuse an injunction, or dissolve a restraining order
if one.is temporarily issued. Standard O Co. v. szthem Pac Co.,
deeided by Judge HorrmaN. But when the case comes up on final
bearing it is the duty of the court to assume the responsibility of
actually determining upon which side of the border line the case falls..
To properly decide this question the court should constantly bear in
mind not only the principles of law applicable to such cases, but must
keep in view the reasons for the rule upon which said principles were
founded.: -

The several features embodled in oomplamant’s 1mprovement are ad-
mitted not to be independently new. The contention is that new and
useful results are reachéd that were not hitherto attainable under the
prior state of the art. - The result claimed to be new is the cheaper trans-
portation of oil in bulk ever long hauls; that is, by the combined use of
the patented car complainant is enabled to save the expense of $95 hith-
erto paid for the expense of the return of .an empty car. Tt is-not
claimed ‘that the cartying-of oil one way co-operates directly with-the
perfonnance of carrying.dry merchandise the:other way, but the point
relied uwpon is that the two co-operate directly in the performance of car-
rying terchandise both ways, thereby producing a common result, viz.,
a reduction of the cost of transportation of. oils by successive acts per-
formed in different parts of the service of the car; this result being, as
before stated, in saving the dead loss of hauling empty cars one way.
If - this contentlon is sound, then the patent must be maintained, .. Is it
tenablé? - I am of opinion that it is not. .. The construction of :this pat-
ent, 'as contended for by complainant, would, in my judgment, be ex-
tending the principle of patentability of inventions beyond the rules laid
down by the supreme court of the United States in its recent decisions
apon this subject. The patentee admits that the several features in his
iniprovement “are not independently new.” Upon the hearing prior
patents were introduced, which emibodied the genetral feature of carrying
oilg' or liquid and dry freight at the same time, or “for liquid freight in
one direction and dry freight in the other.” Do the elements of the car
and’ of7the oil-tank combined so co-operate as to produce a new result
by their joint union? Successive action of old parts, where they all re.
late to each other, and all work to a‘common end to perform a.common
result; if the result is new, are patentable, but in all cases it inust be a
result which is due to.the successive action of thege parts. In Recken-
dorfer v. Faber, supra, numerous illustrations are made. There the coms-
bination relating to the manufacture of combined  pencils and erasers
consisted only of the application of a piece of rubber to oné.end of the
same plece of wood which makes a lead-pencil. The court sald-

“It is asifa pat.ent should be granted for an article * % x conslstmg
of a stlck, twelve inches Iong, on one end of which is an ordinary hammer,
and on the other end is a screw-driver or a tack-drawer. '* * % Itisthe
‘case of a garden-rake, on the handle-end of which should: be placed a hoe; or
‘on the other side of the same end of which should. be placed a hoe. In all
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these cases there might be the advantage of carrying about one instrument
instead of two, or of aveiding the liability to loss or migplacing of separate
tools, [and the ecourt might have added that the cost of manufacturing the
articles would be much less, and that the combined :articles could" be sold
cheaper that the deparate articles conld.] The instruments placed upon the
same rod might be' more convenient for use than when used separately.  Each,
however, performs its own duty, and nothing else. No effect is produced—
no result follows—from the joint use of the two.” ,

Now, in the case of the lead-pencil and eraser, the hammer and screw-
driver, and with'the garden-rake and hoe, there was not only a conven-
ience and cheapness in the manufacture of the articles, as combined,
but in: their-use.. Time would be saved:in the work to be performed by
having the articles in the combined instriment; and, if the sole question
of cheapness in the use was to govern, then the decision in the Faber Cage
should have been the other way. The patent should have been sustained.
The new result to be accomplished, in-order to take the case out of the
rule of aggregation of separate elements as laid down by the supreme
court, must be a result produced by the manufacture of the article or
machine itself, its operation; union, and effect. Such illustrations are
made in' the case already cited, as, for-instance, the frame in a saw-mill
which advances the log: regularly to ‘meet the saw, and the saw which
saws the log.” The two co-operate.and are simultaneous in their joint
action of sawing throughi-the whole log. Or in the sewing-machine,
where one part-advances the cloth and another part forms the stitches,
the action being simultaneous in catrying on a continuous sewing. A
stem-winding watch-key is another instance. The office of the stem is
to hold the watch or hang the chain to the watch; the office of the key
is to wind it. When the stem is made the key, the joint duty of hold-
ing the chain and winding the watch is performed by the same instru-
ment. A’ double effect is produced, or a double duty performed, by the
combined result. In these and numerous like casés the parts co-operate
in producing the final effect; sometimes simultaneously, sometimes suc-
cessively, The result comes from the combined effect of the several
parts, not simply from the separate action of each. In this.case there
18 no joint operation or effect in the construction of the railway car and
the oil-tank combined which is in .any manner due from the simulta-
neous or successive action of ‘the two as combined. It is a mere aggre-
gation of old elements, producing no new result by the combination.

T deem it unnecessary to notice the contention of complainant’s coun-
sel relative to the peculiar construction of the car, further than to say
-that I have carefully examined this question, and, while it may be ad-
4hitted, for the purpose of this decision, that the construction is such as
‘to distinguish this case in some respects from Densmore v. Schofield, 102
U. 8. 875, which it is contended was for a claim for “the combination
of a tank and a car, however united,” it is not sufficient, in my opinion,
‘to take this case out of the'tule as stated in the other cases to which I
‘have referred. I have not, in the consideration of this case, overlooked
the fact so frequently announced that patents for inventions should al-
‘ways be liberally construed, and all doubts, if any exist, should be
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golved in favor of the patentee. I realize to the fullest extent the im-
portance and necessity of upholding, sustaining; and encouraging the
inventive skill and genius of the country. To quote the language of the
supreme court of the United States:

“Patentees, as a class, are public benefactors, and their rights should be
protected. But thepublic has rights also. The rights of both should be up-
held and enforced by an equally firm bhand whenever they come under judi-
eial consideration.” - - '

" The bill is dishissed.

Morss v. Domestic Swine-Mach. Co.
o (Cireuit Court, D, Massachusetts. November 9, 1801.)

PATEXTS FOR INVERTIONS—INFRINGEMENTS—EQUIVALENTS—DRESS-FORMS,

Claim 1 of letters patent No, 283,239, granted October 12, 1880, to John Hall, foran
improvement in dress-forms, whereby they may be made more readily adjustable to
the varying styles and sizes of dresses, was for “the combination, with ribs, ¢, of
the springs, h, each pair of springs having their upper ends secured to a single
rib, and their lower ends to the two ribs next the said single rib, substantially as

. and-for the purpose specified. ” ' The specifications show the ribs to be divided into
. sections, with the two springs attached to t e upper section, and spreading down-
‘wards to the adjoining ribs; and expressly disclaim as néw the stretchers, blocks,
rests, and band, and their operation to expand and contract the dress-form at pleas-
ure. Held, that the patent was limited to the specific device, and that the equiva~
lent thereof was not contained in the patent of November 29, 1887,"t6 William H.
.. Knapp, having double ribs composed of a single U-shaped wire extending in an un-
broken piece their entire length, and rigidly attached to a segmented walst-band.

In Equity. Suit for‘in_fringement of patent.
Charles F. Perkins and Payson E. Tucker, for complainant.
John Dane, Jr., for defendant,

Covrr, J. This is a suit brought for infringement of letters patent No.
233,239, granted to John Hall, October 12, 1880, for a new and useful
improvement in dress-forms. Hall was also the inventor of an adjusta-
ble dress-form, embodied in a patent of the same date as the one in suit.
The patent in suit is for an improvement on this prior invention, whereby,
by means of springs attached to the ribs, the form is made more adjust-
ble. The specification says: '

“This invention relates to improved means for providing theribs.of a dress-
form with the desired spring and elasticity necessary in ordér to make the
dress-form adjustable, so as to conform to varying sizes, styles, ete., of dresses.
#* %" % 'The ribs, ¢, ¢, instead of extending each in an unbroken piece for
the entire length of the skirt, are provided with springs, A, ; Both ribs and
springs being preferably of wood. Each rib, ¢, is provided with two springs,
2, extending to the next adjacent ribs; the rib being beveled, so as to allow
the springs to set at the angle shown. * * * It will benoticed that in the
rear portion of the dress-form the springs, A, are cut off immediately after
extending a trifle below the lower bands, %, while in front they are allowed
to extend down while the ribs, ¢/, are cut off. The effect is the same in either

v.48f.n0.1—8
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case; as below the lower! bands, %, thé spt!iﬂgs, h, cease to be springs,-and
pelform the function only of ribs. . * % [* By .means of the applicalion of
the'springs, &, to the ribs; stren gth ang: nrmness gre.gsecured, and much bet-

. ter elasticity and spring are produced than when the dress-form relied enurely
upon the elasticity of an unbroken rib,” - -

- The first claim, which is ‘alone in. controvetsy, 18 as follows:

(1) ~Ifi & dress-form, the combinationy with ribs, ¢;.of the springs, &, each
pair of springs having their upper ends secured toasinglerib, and their lower
ends to the two ribs next the said single rib, subst‘mtially as and, for the pur-
pose specified.”

The patentee expressly disclaims in his specification, as not new in
this invention, the stretchers, blocks, rests, and band, and their opera-
tion to expand and contract the dress-form at pleasure; in other words,
he expressly limits - himself to certain.specific improvements in an ad-
justable dress-form. The improvement covered by the first claim is
therefore limited: to the combination of ribs having springs so arranged
that each pair of springs have their upper ends secured to a single r1b
and their lower ends spread out to the two ribs adgommg

The dress-forim of the defendant is constructed aceording to letters pat—
ent granted November 29,'1887, to William H. Knapp. - A comparison
of the Knapp dress-form mk‘h that described in the Hall patent fails to
digclose the employment-of such a 0ombmatlon of ribs and springs as
embody the invention of Hall. .The ribs in defendant’s dress-form 'are
composed of & single wire in: such munner as'to form a double rib, being
U-ghaped af the lower, ends, and extending in an unbroken piece their
entire’ Ieugth “The ribs,aré supported in position by being rigidly at-
tached to a waist-band divided into ségments; this segment waist-band

serving the purpose of the band, g, of the Hall patent. In the Hall
patent the ribs are divided into. sec’uons, and two spnngs are attached to
the upper séctions.  This form of ribs, with the spnngs attached, is not
found in the defendant’s device. Thers is nothing in defendant’s struct-
ure which corresponds, or which is the equivalent, within the meaning
of the patent law, of the eg\iliarly constructed ribs and springs of the
“Hall patent, ''Tt Certamly requires all the ingenuity of the comp]amant’s
‘expert to show that the unbrokeén wire rib of the Krapp dress-form is
the sami& or the fair equivalent of the 'rib split into sections, and the
spnngs attached thereto of the Hall patent. The ribs in defendant’s
“form are continuous from ' waist-band to base. They have no springs con-
necting sectionsof ribs.  If theribs, or any portion thereof, are to be con-
‘sidered - as ‘springs, they have no connéction with tibs on either side.
"Bearing in mind that the Hall patent is only for an improvement in ad-
.justable dress-forms, I am_of opinion that the defendant does mot in-
;fmnge the first claim of the patent and that. the bxll muat be dismissed.

B111 dismissed. e

. ’,
oy
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Brown et al. v. YEATS ¢f al.l
(District Cowrt, S. D. New York. November 8,1891.)

DEMURRAGE—BROKERS' COMMISSIONS—GR0SS AMOUNT OF CHARTER.

‘Where a charter provided for a commission to'the ship-brokers of 5 per cent. “on
the gross amount of charter,” and also contained a stipulation allowing a certain
sum daily for any detention by default of charterers, held, that commissions were
due the brokers on demurrage collected under.the détentionclause of the charter,
as well as on the freight.

‘In Admiralty. Suit to recover shlp-brokers’ commissions.

Owen, Gray & Sturgis, for libelants. '

Wing, Shoudy & Putnam, (C. C. Burlingham, of counsel,) for respond-
ents. °

,BRQW,N, J. The libelants, as ship-brokers, effected in behalf of the
respondents a charter of their ship the Alex. Yeats, which contained a
clause providing that “a commission of 5 per cent. on gross amount of
this ¢harter ” should be due on the signing thereof. The charter was for
& 'voyage from Manilla to New York, and contained a stipulation allow-
ing 45 lay days for loading, and for customary dispatch on discharge;
and for any detention by default of charterers, $106.40 per day. The
demurrage collected under this clause of the charter at Manilla amounted
t0'$24,046.40, and the freight collected amounted to $15,308.11. The
libelants, havmg agreed to'allow two-thirds of their commissions under
the charter to the respondents’ agents, now claim their one-third of the
stipulated commissions on the whole amount of freight and demurrage
collected under the charter. The respondents paid into court the pro-
iportxon of the commissions on freight, butcontest their liability for com-
misgions on the amount collected for demurrage.

" T cannot sustain the defense. The ¢harter expressly provides fnr coni-

‘missions “on the gross amount of this charter ¥ That expression fairly
and naturally imports commissions- upon the gross amount earned by
the ship ,under the provigions of the charter. The word “demurrage”
is not used in the charter. But the provision for the payment of a spec-
‘ified sum per day for any detention of the ship, though in the nature
of demurrage, is one of the express contract stipulations of the charter,
just as explicit as the provision for the payment of freight at a specified
rate. The sum collected for detention is not by way of damages or pen-
alty, but for the possession and use of the ship at a rate speciﬁcal]y
agreed on. So far as I can see, there is no reason for diseriminating, as
respects the right to commissions, between any of the provisions of the
charter under which the vessel obtains compensation. So far as the lan-
guage of the charter goes, freight or dead freight might be excluded as
well as demurrage.

The main consideration urged against this view is the further provis
ion of the charter that the commissions were due “on the signing hereof;”

1Reported by Edward G. Benedict, Esq., of the New York bar,



