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ELECTRICAL ACCUMULATION CO. V. JULIEN ELECTRIC CO. et ale

(Circuit Com·t, S. D. NwYork. November 3,1891.)

PATENTS FOR OF
The owner of a patent, after long and expensive litigation, secured an injunction

against infringement, and afterwards the defendant was allowed to amend his an-
swer by setting up that the invention was covered by a Spanish patent, and that,
the same bad recently expired, which allegation, if proved, invalidates plaintiff's
patent. Plaintiff denied both allegations. Hel,d, that defendant was not entitled
to a dissolution of the injunction pending the bearing on the issues thus raised.

In Equity. Suit for infringement of patent. On motion to dissolve
an injunction.
Frederic H. Betts, for complainant.
Thomas W. Osborn and W. H. Kenyon, for defendants.

COXE, J. This is a motion to dissolve an injunction issued pursuant
to an interlocutory decree, on the ground that the complainant's pat-
ent is invalidated by the expiration of a Spanish patent for the same
invention. At the oral argument it was decided that the questions
presented were too important to be determined on affidavits, but that
the defendants should be permitted to amend their answer and set up the
expiration of the Spanish patent as a defense, and that the proofs pro
and can upon the issue thus raised should be taken in the usual way.
The only question reserved for further consideration was whether, pend-
ing the taking of the proofs, the injunction should be suspended. It
is unnecessary at this time to allude to the questions which this new
defense will present further than to say that the complainant denies
that the Spanish patent has expired, and insists that it is not for the
same invention as the patent in suit. It must be remembered that the
complainant obtained a decree after an unusually long, arduous and ex-
pensive litigation. This decree was upon one claim only, and that
claim was restricted within narrow limits. 3,8 Fed. Rep. 117; 39 Fed.
Rep. 490. A judgment so obtained should not be lightly set aside. To
suspend the injuriction is tantamount to vacating the decree. It would
seem unjust to the complainant to overthrow, even temporarily, a judg-
ment reached after years of toil upon ex parte and, possibly, incorrect
statements. In a matter of such importance the complainant should
retain its rights until deprived of them by testimony presented in the
usual course of equity proceeding. With ordinary diligence the ques-
tion can be determined in the course of a few months. The defend-
ants cannot be seriously injured by the short delay, especially in view
0: the fact that they have at all times contended that thl-'re is nothing
novel or desirable in the complainant's patent as limited by the de- .
cree, and that a Faure electrode has no advantages over electrodes other-
wise mechanically coated. It is thought that the safer, wiser and more
orderly way is to permit the decree to stand until the proof regarding
the Spanish patent is presented. The questions can then be carefully
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considered and decided with deliberation without recourse to presump-
tion, and without danger of injustice to either party. If complainant
unreasonably delays the taking of proofs, the motion may be renewed.
Motion denied.

ECAUBERT v. ApPLETON et al.

(Oircuit Oourt, S. D. New York. November 2,1891.)

PATENTS FOR INVE)lTIONS-INFRINGEMENT-PLEADING-SCANDALOVS ANSWER.
In a suit for infringement of a patent, an answer which alleges that complain-

ant's patent was obtained by trick, artifice, and deception, and without the knOWl-
edge of the commissioner, after a judgment in defendant's favor in interference
proceedings concerning the same invention, is not scandalous or impertinent, since
Rev. St. U. S. § 4920, authorizes the defense that the patentee "had surreptitiously
or unjustly obtained the patent for that which was in fact the invention of another,
who was using reasonable diligence in adapting and perfecting the same. "

In Equity. Bill for infringement of patent. On exceptions to an-
swer.
Francis Forbes, for complainant.
Church & Church, for defendants.

COXE, J. The answer alleges that one Hofmann was the first inventor
of the improvement covered by the complainant's patent, and that the
defendants are the owners of a patent granted to Hofmann after a decision
by the commissioner in his favor, and against the complainant. The
portions. of the answer excepted to describe in detail the interference pro-
ceedingsbetween Hofmann and complainant, the final judgment in Hof-
mann's favor and the granting of the patent to the defendants, as his
assignees. The answer further alleges that, pending the interference
proceedings, the complainant by trick, artifice, and deception, and with-
out the knowledge of the commissioner, obtained another patent-the
one in suit-for the identical subject-matter involved in the interference
proceedings. In short, it alleges that the complainant has obtained by
deception a patent for an invention which the patent-office has adjlldged
to belong to the defendants. The exceptions proceed upon the theory
that the allegations which describe the interference proceedings are scan-
dalous and impertinent. This position is not well founded. One of the
defenses permitted by section 4920 is:
"That he [the patentee] had surreptitiously or unj uBtly obtained the patent

for that which was in fact invented by another, who was using
diligence in adapting and perfecting tile same."
The defendants rely upon the facts surrounding the interference pro-

ceedings to establish this defense. They cannot prove these facts with.
out alleging them. The exceptions are overruled.


