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don or claims of the original patent, and because said claims cover pat-
entable inventions which were not embodied or intended to be embodied
in the original patent, but are for new and distinct devices, which formed
the subject of separate or distinct patents.
3. That if said claims 3 and 4 constituted valid reissues, the device

they describe and seek to have patented was first invented-that is, con-
ceived and reduced to successful public practice-by A. H. Hebbard,
prior to the date at which Stock invented his pivotal device, and conse-
quently no valid patent thereon could be issued to said Stock either un·
der the original or reissue application.
It therefore follows that complainant is not entitled to the relief

by its bill, and that its suit should be dismissed, with costs to be taxett.
It is accordingly 60 ordered and adjudged.
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(Circuit Court, S D. New York. November 12,1891.)

REMOVAL OF CAUSES- FEDERAL QUESTION-ASSIGNMENT OF PATBNT-BmI'.A. FmB
PURCHASERS.
On a bill in equity brought in the state court by the equitable assignee of the pat-

ent-right under an agreement executed many months before the patent was applied
for, against the subsequent assignee of the patent after it was issued, to compel
an assignment of the patent to the complainant, the defendant obtained a removal of
the calise to the circuit court upon a petition averring that the defendant was an ae-
signee for a valuable consideration and without notice, and invoking for hisprotee-
tion section 4b98. Rev. St. U. S., the complainant's agreement not having been re-
corded. Held, on motion to remand, that section 4898 was designed for the protection
of bona fide purchasers, and that the question of the construction, application, and
enforcement of this statute in favor of bona fide purchasers, as against prior eq-
uitable assignments, was a federal question, and the motion was denied.

In Equity. Motion to remand.
Rowland Cox, for complainant.
Witter & Kenyon, for defendant.

BROWN, J. The defendant is the holder, through several mesne assign-
ments, of a patent on a leather furniture nail head, applied for Novem-
ber 2, 1881, and issued September 27, 1887, to J. Wilson McCrillis,
assignee of the inventor, Thomas F. N. Finch. The complainant claims
to be the equitable owner of the patent by virtue of a written agreement
made by its assignors on February 1, 1881, with Latimer B.N. Finch,
a son of the inventor. rfhe action, originally brought in the supreme
court of this state, was instituted in order to compel the defendant to
assign the patent to the complainant, and to enjoin the defendant from
instituting suits to obstruct the plaintiff's customers in their use of the
patent. 'fhe complainant alleges that the defendant and its assignors,
at the time of taking their several assignments, had notice of the com-
plainant's prior rights. The cause, beiore answer, was removed to this
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court, upon the petition of the defendant, alleging that the matter in
dispute exceeded $2,000; that the complainant's agreement had never
been recorded in the patent-office; that the defendant had no notice of
the complainant's rights or claims, but was a purchaser of said patent
for a valuable consideration without notice; and that the complainant's
claim was void as to the defendant, under section 4898, Rev. St. U. S.,
because the defendant, as a bona fide purchaspr for a valuable consider-
ation, without notice, Wr1S within the protection of that statute. A
motion to remand is made on the ground that no federal question is in-
volved.
Upon examination of the elaborate briefs submitted, I remain of the

opinion, expressed at the hearing of the motion, that the cause should
not be remanded, for the reason that the defendant invokes in its defense,
or as a part of its defense, the provisions of Rev. St. U. S., above stated,
and because the decision of the cause will involve a construction of that
statute. No doubt the mere fact that a patent or patent-rights are the
subject-matter of the action is not of itself a sufficient ground for removal
to a federal court, where no provision of the United States Constitution
or United States statutes is invoked or brought in question on either side,
as in actions on a contract in relation to the use of a patent, the validity
of which is not questioned, where the relief sought is simply in respect
to the performance or violation of the contract. Albright v. Teas, 106
U. S. 613, 1 Sup. Ct. Rep. 550; HarteU v. Tilghman, 99 U. S. 547;
Trading CO. v. Glaenzer, 30 Fed. Rep. 387; Wren v. Annin, 34 Fed. Rep.
435; Williams v. Star Sand Co., 35 Rep. 369. This action is not
of so limited a nature.
Section 4898, which the defendant invokes, provides as follows:
"Every patent, or any interest therein, shall be assignable in law by an in-

strument in writing. * * * An aSSignment, grant, or conveyance shall
be void as against any SUbsequent purchaser or mortgagee for a valuable con-
sideration without notice, un less it is recorded in the patent-omce within
three months from the date thereof."

The complainant contends that this section has nothing to do with the
case, inasmuch as the assignment under which it claims is contained in
the provisions of an agreement made before the patent was applied for.
It is said that this agreement could not be recorded, or, if recorded,
would be without effect, because the statute does not cover merely eq-
uitable transfers, but applies only to assignments of the legal statutory
title, after the patent has been granted. Wright v. Randel, 8 Fed. Rep.
.591-599; New York Paper-Bag JlJach. Co. v. Union Paper-Bag Mach. Co.,
32 Fed. Rep. 783-788. But the statute is not so broadly expressed. The
supreme court has not, so far as I know, passed on the question; and I
cannot say, therefore, that the defendant has not a right to raise that
question and have it passed on in the case. But, assuming that an equi-
table transfer before the patent is granted cannot be effectively recorded,
still I do not perceive how the complainant's position is improved by
that circumstance. Is a merely eqnitable title, which cannot even be
legally recorded, better than a legal assignment of the statutor.)' title which
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can be recorded? The statute declares patents assignable in writing, and
that any assignment not recorded within three months after its date shall
be void as against a subsequent purchaser for a valuable consideration
without notice. This section is not a mere recording act. It differs
from the act of 1836. 5 St. at Large, 121. It does not require any-
thing to be recorded. It first declares a patent, or "any interest" in it,
assignable; and it then plainly intends to provide protection to the public
in acquiring any such interest, by declaring void prior unrecorded assign-
ments under the conditions specified. Pitts v. Whitman, 2 Story, 617;
Gibson v. Cook, 2 Blatchf. 148.
If a party takes an assignment of any interest which for any reason

cannot be recorded, it is the same as if he had failed to record one that
might have been recorded. The protection of the statute to subsequent
purchasers applies in both cases alike. If it makes void a legal assign-
ment of the patent itself, much more, it may be urged, should it be
held to cover, by necessary implication, a merely equitable transfer, as
the greater includes the less. The fact that the complainant chose to
take, and to rely on, a merely equitable assignment, not capable of being
legally recorded, if such is the fact, cannot deprive the statute of its
intended efficacy as a protection to the public against prior unknown
transfers. This has been, in effect, repeatedly adjudged in decisions
holding that prior equitable assignments are not valid, as against subse-
quent purchasers and assignees of the legal title for a valuable considera-
tion and without notice. Wright v. Ra.ndel. supra; Davis, etc., Wheel Co.
v. Da.ms WrO'nght Iron Wagan Co., 20 Fed. Rep. 699.
Even if the general rule of equity law would be the same without the

aid of this statute, that circumstance does not make the statute inappli-
cable, nor weaken its force, or the guaranty it is designed to afford to
the bona fide purchaser without notice; nor does the averment in the
complaint that the legal of the patent had notice, which the de-
fendant denies, alter the case. The guaranty iuvoked by the defendant
is not a mere rule of decision in equity, but a federal statutory guaranty,
by neceilsary implication positively establishing that rule; and the de-
fendant has, I think, a right to the application, the construction, and
the enforcement of that guaranty in the federal tribunals.
Motion denied.
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TUEHuNTER.

(Distr'ict Oourt, D. Cal:ijornia. January 22, 1886.)

1. SEAlIIAN-" LAY " ON WHALER-EvIDEKCE.
A shipwrecked seaman was taken on board a whaler in the Arctic ocean. Tb"

master did not putthe seaman's name on the shipping articles, as he was requested
to do, and he testifies, without corroboration, that the lay allowed the seaman was
1-170. The latter told the master that his lay on the wrecked vessel was 1-100, when
it was in fact 1-125; but he testifies that the master believed bim, and allowed him
1-100, which is corroborated by tbe engineer of the wrecked vessel. It was admit-
ted that shipwrecked seamen taken on board in the Arctic ocean usually receive a
higher lay than tbose shipped at tbe commencement of the voyage. Held, that
the seaman was entitled to a lay of 1-100.

2. SAMB-OFFSET-EvIDENCE.
In a libel of a whaling vessel for a seaman's lay in tbe bone and oil taken, the
master sought to establish an offset for a pair of boots furnished libelant. He pro-
duced no books of account containing entry thereof, and his evidence was uncor-
roborated, whie libelant denied that the boots were furnished him. Hd<1, that
the claim should be disallowed, as it was in the nature of a counter-claim, and re-
qUired a preponderance of proof to establish it.

3. SAME-DISCHARGE.
Wheu a seaman was not discharged or expelled from the vessel against his pro-

test, but left it under a mutual agreement with the master in consequence of their
disagreement, he is not entitled to share in oil and bone taken after he left the ship.

In Admiralty. Libel in rem by a seaman to recover his lay in the oil
and bone taken by a whaling ship.
J. D. Sullivan, for libelant.
Wm. H. Cook, for claimants.

HOFFMAN, J. The proofs, I think, show that the libelant WIlS en-
gaged at a lay of the 1-100. He so swears himself, and he is corrobo-
rated by the testimony of Mr. Russell, who was engineer on board the
ship-wrecked vessel Rainbow, from which they were received with oth-
ers of the crew of the latter.. At the time of his shipment, in ans,,'er to
the master's inquiry, he said that his lay on board the Rainbow was the
1-100 lay. In fact it was the 1-125 lay, but the master believed hisstate-
ment, and agreed, as he alleges, to· take him on the same lay. It is ad-
mitted that shipwrecked seamen taken on board a ship in the Arctic
ocean usually receive a higher lay than that allowed to crews shipped at
the commencement of the voyage. The master swears the lay was the
1-170 lay. He is wholly uncorroborated. The preponderance of proofs,
therefore, as well as the probabilities of the case, indicate that the lay
was the 1-100. All doubt, however, might have been removed if the
master had put the man's name on the shipping articles, which he omit-
ted to do, though, as the libelant says, he often requested it.
The" hail" of the master on his arrival, stating the catch to be 280

barrels of oil, is proved to be erroneous. The oil actually taken was 30H
barrels. The libelant is, of course, entitled to have his account settled
upon the basis of the actual catch of the vessel. As far as I can ascer-
tain from the testimony, the crew are not entitled, unless specially stip-
ulated for, to any lay in the "trade bone;" that is, bone obtaineu. from
the natives by barter.


