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ufacture” deseribed in the specifications, but should be limited and con-
fined to the “method of manufacture;” that this “method of manufact-
uring,” in view of the state of the art and of prior letters patent, (English
and American,) is without novelty, and not the subject of a patent-
able invention; that if the “article” of manufacture was covered by the
claims, and valid to that extent, the defendant’s “article” of wall coping
does not infringe complainants’; and that complainants’ bill should
therefore be dismissed, with costs to be taxed; and it is accordingly
so ordered.

WaIrcoMB et al. v. GiraBp CoaL Co. Same 2. Mr. Onive Coarn Co.
SaME v. WoLr Coar, & Min. Co. SaME ». GLENDALE CoAL & MIn.
Co. SaMe ». Mapison CoaL Co.

, (Circuit Court, S. D. Illinois. June Term, 1891.)

1. PATENTS FOR INVENTIONS—ACTION FOR INFRINGEMENT—INJUNCTION.

A Dbill for an injunction alleged that complainants were the owners of certain
patents on coal-mining machines, and entitled to the exclusive right of sale there-
of; that defendants were using machines which were of the same pattern as com-
plainants’ machine, without a license from complainants; and that such use was
an infringement of complainants’ patent. Held, that complainants were not enti-
tled to a preliminary injunction, where it was shown that defendants were solvent.

2. SaME—FoRMER DECREE.

The fact that a court in another district in the same circuit has decreed a machine
of the same style an infringement of complainants’ patent will not warrant the court
in granting a preliminary injunction, where the validity of complainants’ patent is
guestioned in this court.

In Equity. Motion for preliminary injunction.

C. W. Thomas and J. M. Thacher, for complainants.

C. K. Offidld, Paul Bakewell, M. H. Phelps, R. A. Bakewsll, Rinaker &
Rinaker, and Conkling & Grout, for defendants.

ArLEN, J. The bills in these cases were filed by George D. Whit-
comb, a resident and citizen of the state of California, and the St. Louis
Coal & Machine Mining Company, a corporation formed and existing
under the laws of the state of Illinois, and having ils principal office in
East 8t.. Louis, St. Clair county, in said state, against the above-men-
tioned coal companies, corporations organized and existing under the
laws of the state of Illinois. The cases are alike in their legal features,
differing only in the names of the parties defendant, and will therefore
be treated as one case. It is alleged in the bill that Whitcomb is the
owner by purchase from the inventor, Jonathan W. Harrison, or his as-
signees, of patents 9,408 (reissue) and 9,439, (reissue,) for improvements
in coal-mining machines, and that he is the original inventor of another
new and useful improvement in coal-mining machines; that, on his ap-
plication, letters patent for said last-mentioned invention, in due form
of law, were granted him on the 7th day of November, 1882, from the



316 FEDERAL REPORTER, vol. 47.

United States patent-office, being numbered 267,047; that the invention
of said Whitcomb is an improvement upon the mining-machines de-
scribed in said reissue patents No. 9,408 and 9,439, and is capable of
conjoint use in one and the same mining-machine with the inventions
described in said reissue patents. It is further alleged that one of the
complainants, the St. Louis Coal & Machine Mining Company, by virtue
of a deed of assignment, became empowered and entitled to sell, use, and
operate in the counties of Williamson and Macoupin, in the state of Ili-
nois, any and all improvements upon any mining-machines made under
said reissue patents Nos. 9,408 and 9,439, which might, after the date of
said assignment, be owned or controlled by said Whitcomb; that said
Whitcomb is now manufacturing the said machines for use in the said ter-
ritory, and that the St. Louis Coal & Machine Mining Company has used
and is now using said machines, so manufactured by said Whitcomb, in
said territory, and has licensed others to use the same there. The bill
further alleges that the Chouteau Manufacturing Company, a corpora-
tion of the state of Missouri, having its principal office in the city of St.
Louis, is and has been, since the fall of 1887, manufacturing and selling
in said territory the machine known as the “Chouteau Coal-Mining Ma-
chine,” and that the infringement complained of consists in the use by
the defendants, in the said territory, of the said machine and other ma-
chines of like pattern, and embodying the inventions protected by said
reissue patents Nos. 9,408 and 9,439, and said patent No. 267,047, and
that the defendants, without the license or consent of complainants, and
against their will, have used and operated, and still use and operate, in
said terrilory, the coal-mining machines manufactured by the Chouteau
Manufacturing Company. The bill also alleges that these reissue patents
Nos. 9,408 and 9,489, as well as the third claim of patent No. 267,047,
were by decree of the circuit court of the United States for the northern
district of Illinois, in January, 1891, declared valid, and that the Chou-
tean mining-machine was an infringement of said patents, and the de-
fendant in said suit, the Spring Valley Coal Company, was enjoined from
its further use. The bill asks for a decree for profits, and “prays that
the defendant, and all of its servants, ageats, and employes, and each
and every one of them, may be, both preliminarily and permanently,
enjoined by an injunction issued out of this honorable court from using
in the said territory the sald machines manufactured by the said Chou-
teau Manufacturing Company, its successors or assigns, known as the
‘Chouteaun Coal-Mining Machine,’or any machine made substantially upon
the pattern thereof, and containing any of the inventions set forth inthe
said third claim of said patent No. 267,047, or the first three claims of
said patent No. 9,408, or the first three claims of said patent No. 9,439.”
‘The bills were answered by a denial of the material allegations, and the
defenses are urged that reissues Nos. 9,408 and 9,439 are void, because
frandulently obtained and granted without authority of law, and also be-
cause of having been anticipated by prior patents; and this last-men-
tioned defense is sought to be made applicable also to the Whitcomb
patent. The rule of stare decisis invoked by the bill as to some of the
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patents is answered by the statement of new and different proof in sup-
port of some of the defenses. Replications were filed, and the present
hearing is upon the motion of complainants for a preliminary injunction.
Much evidence in the form of affidavits has been taken by complainants
and defendants, intended and doubtless tending to establish complain-
ants’ bill, as well as the various defenses interposed.

If this was upon final hearing, it might be necessary to discuss many
questions now omitted, and others much more fully than is deemed im-
portant here. Although there may have been adjudications in this cir-
cuit sustaining these patents, still their validity is now assailed; and
while the fullest faith and credit are due and most heartily extended to
such decrees, and the very highest respect entertained for the eminent
jurist who passed them, yet it does not necessarily follow that the mo-
tion should be sustained. There may be questions of nicety, and yet
of importance, involved in the assailment of these patents, creating and
leaving some reasonable doubt of their validity, and thus rendering it
proper that their decisicn should be suspended till a final hearing. The
present situation of the parties is made very clear from the pleadings and
the evidence. The St. Louis Coal & Machine Mining Company, as as-
signee, it may be conceded, have the right to sell, use, and operate, in
Williamson and Macoupin counties, any and all improvements upon any
mining machines made under the reissue patents Nos. 9,408 and 9,439.
Whitcomb manufactures the machines in Fast St. Louis, and his co-
complainant uses and licenses others to use the same. An offer is made
in the bill to license any one, for a reasonable license fee, to use the ma-
chines; and in support of the motion the following affidavit was read:

“Charles Ridgely, of lawful age, being first duly sworn, says, upon his oath,
that he is the president of the complainant the St. Louis Coal & Machine Com-
pany; that said company has heretofore licensed various persons and corpo-
rations operating coal mines in the counties of Macoupin, Madison, St. Clair,
and Williamson, in the state of Illinois, to use in said territory the miuing
machine known as the « Harrison Macline,’ covered and protected by and de-
scribed in letters patent of the United States No. 9,408 (reissue) and No.
9,439 (reissue) and No. » (original,) and is willing to license any per-
son or corporation to use said machine in said territory during the life-time of
said patents upon payment of a reasonable license charge.”

The Chouteau Manufacturing Company, a Missouri corporation, hav-
ing its principal office in St. Louis, has been, since the fall of 1887,
manufacturing a machine known as the “Choutean Coal-Mining Ma-
chine,” and the infringement complained of consists of the use by the
defendants in the territory of said Chouteau coal-mining machine and
other machines of like pattern, embodying the inventions protected by
said reissue patents Nos. 9,408 and 9,439 and said patent No. 267,047.
The defendants, in addition to questioning by their pleading and evi-
dence the validity of complainants’ patents, insist that the Chouteau ma-
chine, and its use by them, is no infringement of the same. Admitting,
for argument’s sake, that it does so infringe, ought this motion to prevail?
I incline strongly to the opinion it should not. Coal mining is a most
important industry in the district covered by complainants’ patents, and,
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should the court grant the harsh remedy asked in this case, that of sud-
denly stopping mining operations.in all the mines of the district where
_ the Chouteau machines are in use, it might cause great, if not irrepara-
ble, injury, not only to the defendants, but to the public. If complain-
ants’ right to the patents be fully recognized, they can be fully com-
pensated by damages. The proof iz ample. Indeed, it is conceded,
that defendants are solvent; able to respond in damages to any amount
suffered by complainants on account of the infringement. Complainants’
interest would seem to be that defendants use the Harrison machine if
they pay for such use. The license fee is the full right claimed, and,
while this may have not been definitely fixed, the amount is of easy as-
certainment. The severe remedy of a preliminary injunction might
therefore be out of all proportion, in-its injury to the defendants, to the
benefit accruing to the complainants. It may be that complainants’
counsel underestimate, in their brief, the possible, if not the probable,
consequences of a decree such as they ask; for they say:

“The granting of the motion for injunction will not necessarily result in
damage to the defendants; it will not result in stopping their mining opera-
tions for asingle day; for they can arrange to put into immediate use the Har-
rison-Whitcomb machine, if they so desire, or, if not, they can return to hand
mining, which is still very largely used in coal-mining operations.”

This is a view in which the public interests are not at all considered.
Not doubting that patents create a property interest in the invention
which the courts will always properly protect, it does not follow that the
general public have no interest in the manner in which this property in-
terest may be used. The controlling fact in this case, however, and one
rendering a discussion of disputed questions of fact and law unnecessary
till a final hearing, is that complainants are not threatened with irrepa-
rable injury. The defendants are responsible, and complainants can be
adequately compensated. - Irreparable damage is an indispensable ele-
ment in an application for a provisional injunction. New York Grape
Sugar Co. v. American Grape Sugar Co., 10 Fed. Rep. 835; Sanders v. Lo-
gan, 2 Figh. Pat. Cas. 167; Morris v. Manufacturing Co., 3 Fish. Pat. Cas.
67; Pullman v. Rairoad Co., 5 Fed. Rep, 72; Zinsser v. Cooledge, 17 Fed.
Rep. 538; Smith v. Sands, 24 Fed. Rep. 470; Keyes v. Refining Co., 31
Fed. Rep. 560. Application for preliminary injunction denied.
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DrckersoN v. MAaTHESON ¢ al.
(Circuit Court, S. D. New York. May 25, 1891.)

PATENTS FOR INVENTIONS—INFRINGEMENT—INTERLOCUTORY INJUNCTIONS.

Where the question whetheror not complainant can treat defendants as infringers
of his patent depends on whether the latter purchased goods covered by the patent
from a foreign corporation, operating under the same patent as comnplainant, with
notice of a restriction against its resale in the United States wheu they paid the
purchase price, and the evidence on this question is insufficient, no interlocutory
injunction against the resale of the goods in the United States will issue.

In Equity. = On motion for an interlocutory injunction.

Defendants, William J. Matheson and James N. Steele, purchased 2,000
pounds of benzo-purpurine from a German corporation in Berlin, which
had the right to make and sell the same under the German patent of the
complainant, who also owned the United States patent in suit. The sale
was affected through Domeier & Co., of London, England, and the Ger-
man company had no notice that the goods were intended for the United
States. The goods were marked with the following label: “The impor-
tation in the United States of North America is forbidden.” The invoice
algo contained a similar restriction. Albert Domeier, who made the pur-
chase, deposed that he was ignorant of the restriction, and that on the
same day that the invoice was sent he delivered his check against it.

Dickerson & Dickerson, for complainant,.

Henry P. Wells, for defendants.

Warracg, J. I have held the motion for an interlocutory injunction
in this cause undecided for several months, upon the supposition that
the complainant proposed to apply for leave to submit supplemental
depositions, or to dismiss his motion. In my judgment the right of the
complainant to treat the defendants as infringers hinges upon the ques-
tion of fact whether Domeier paid or sent his check for the benzo-pur-
purine bought by him for the defendants of the London agent of the Ber-
lin company before he received the invoice which gave notice that the
patented article was sold on condition that it was not to be used or sold
in the United States. I am unable to determine this question upon the
depositions which have been submitted. The motion ought to be disposed
of; and, as the complainant has not applied to dismiss it or reopen it
for further depositions, and as the caseé made does not satisfy me that
the goods were not paid for or a check given for them before Domeier
received the invoice, the motion is denied.



