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ATLANTIC GIANT POWDER Co. v. HOLINGS.
SAME v. BARR AND OTHERS.
SAME v. HOWE AND OTHERS.

Circuit Court, W. D. Pennsylvania. July 28, 1884.

PATENTS FOR INVENTIONS—CONSTRUCTION
OF PATENT.

Letters patent No. 50,617, granted October 24, 1865, to

2.

Alfred Nobel, do not cover a capsule or percussion cap as
a means of exploding nitro-glycerine.

SAME—REISSUE.

After a reissue of said patent, which in terms embraced a

3.

capsule or percussion cap as a means of exploding nitro-
glycerine, a disclaimer of so much of the specification
as described that method was filed. Held that, although
the reissue, after being thus amended, might still bear an
interpretation which would include the use of a capsule or
percussion cap, yet such construction ought not to prevail
in the face of the express disclaimer.

SAME-DISCLAIMER.

A construction of a patent amended by a disclaimer which

would render the disclaimer altogether nugatory, must be
essentially wrong, and cannot be accepted.

In Equity.

D. F. Patterson and Bakewell & Kerr, for
complainant.

James G. Boyce, for respondent.

ACHESON, J. On the twenty-fourth day of
October, 1865, Alfred Nobel obtained letters patent
No. 50,617, relating to the use of nitroglycerine as
a substitute for gunpowder. On April 13, 1869, the
patent was reissued in several divisions, one of which,
No. 3,377, was for an improved mode of exploding
the liquid. After two other surrenders and reissues,
on March 17, 1874, reissue 5,798 was obtained for
improvement in methods of exploding nitro-glycerine.
On June 14, 1881, a disclaimer was filed, by which

certain portions ot this last reissue were disclaimed



and stricken out. The present suits are upon reissue
No. 5,798, as modified by the said disclaimer. The
plaintiff charges the several defendants with the
infringement of the second claim of the reissue, which,
in it spresent form, is as follows:

“2. The mode of utilizing nitro-glycerine as an
explosive by elfecting an impulse of explosion by the
detonation of an explosive substance, communicated
to the mass under such condition as to produce an
instantaneous  explosion of the whole mass,
substantially as described.”

From one of the disclaimed paragraphs of the
specification we learn that by the term “impulse of
explosion” is meant “motion produced to effect the
explosion by suddenly communicated force.” The
specification declares that “there are many ways of
obtaining this impulse of explosion;” and, as it stood
before the disclaimer, it particularized six different
methods for accomplishing the result, the fourth
thereof being in the following words:

“4. Still another method is by means of a capsule,
(more commonly termed in military art a percussion
cap,) which, being exploded in any convenient manner
gives, by its detonation, the requisite impulse to
explode the charge of nitro-glycerine.”

This paragraph, however, was embraced in the
disclaimer of June 14, 1881, and was thereby stricken
out bodily. Now, the only mode of exploding nitro-
glycerine practiced by the defendants was by means
of a percussion cap. Their use of the material was
in oil wells, and their method this, viz.: The charge
was put in a tin shell, within the body of which,
and in contact with the nitro-glycerine, was placed a
percussion cap, which was exploded by dropping a
weight, the explosion of the cap causing the explosion
of the nitro-glycerine. The plaintiff, however, earnestly
contends that such wuse of a percussion cap,
notwithstanding the said disclaimer, is covered by the



amended patent. The plaintiff's position, in effect, is
that the construction of the claims is to be the same
whether the discarded paragraph just quoted is in
or out of the specification. Stress is laid upon the
assigned reason for making the disclaimer found in the
following clause thereof, viz.:

“That your petitioner is advised and believes that
there is described and claimed, in said reissue, matter
which the said Nobel or his assigns had no legal or
just right to describe or claim, because the same was
not described in said original patent.”

This shows, it is said, that the act of disclaimer was
not because Nobel was not in fact the inventor of the
method in question of exploding nitro-glycerine, but
because it was not described in the original patent.
And then it is alfirmed that the mode of exploding
nitro-glycerine by means of a capsule or percussion
cap is within the specification and claims as they
stand after striking out the portions disclaimed, and,
furthermore, that it is within the scope of the
specification and claim of the original patent. Upon
these assumed premises, and invoking the
principle that the construction of a patent after
disclaimer is to be the same as if the disclaimed matter
had never been included in the description or the
claims of the specification, (Dunbar v. Myers, 94 U.
S. 194,) the plaintiff urges the conclusion that the
explosion of nitro-glycerine by means of a percussion
cap, as practiced by the defendants, infringed the
amended patent.

To test the soundness of this reasoning, it will be
necessary, in the first place, to resort to the original
patent, granted to Alifred Nobel on the twenty-fourth
of October, 1865. In the specification of that patent
Nobel defines his invention in these words:

“My invention consists in the use, as a substitute
for gunpowder, of nitro-glycerine, or its equivalent,
substantially in the manner described hereinaiter, so



that the said liquid, which, when exposed, cannot
be wholly decomposed and exploded, shall, by
confinement, be subjected to heat and pressure, by
which its total and immediate decomposition and
explosion is effected.”

He proceeds to explain that while, upon the
application of {lame, gunpowder or gun-cotton,’
whether under pressure or unconfined, is
instantaneously decomposed in the whole mass, only
that portion of nitro-glycerine when unconfined is
decomposed which is directly acted on by the heat or
flame. He then states that he has found that when
nitro-glycerine is confined and a portion of the same
is heated to decomposition, the gases evolved are
at such an intense heat and subject the material to
such an excessive pressure that the whole mass is
decomposed almost simultaneously. He enumerates
and particularly describes four different methods of
exploding the material when confined, and concludes
with the following claim :

“I claim as my invention, and desire to secure
by letters patent, the use of nitro-glycerine, or its
equivalent, substantially in the manner and for the
purpose described.”

This patent was before the supreme court in
Powder Co. v. Powder Works, 98 U. S. 126, a case
which, it is true, did not involve reissue No. 5,798, but
in which the court was called upon to determine the
scope of the original patent. And it was there declared
that notwithstanding the claim in technical form might
appear to be for the use generally of nitro-glycerine as
an exploding agent, yet that upon a proper construction
it was limited to the methods or processes of exploding
the substance described in the specification. Id. 134,
135.

Do, then, these described methods or processes,
singly or combined, embrace a capsule or percussion
cap as a means of exploding nitroglycerine? Most



clearly the second, third, and fourth methods do not,
for they, respectively, provide for the explosion of the
material by an electric spark or current, by inserting
in the liquid a thin case containing lime and water, or
any substances which in combining evolve heat, or by
a fuse. If a capsule or percussion cap is covered at all,
it must be by the method first stated, viz.:

“Firstly. By exploding a quantity of gunpowder,
or other substance, in contact with the liquid, (the
powder being confined in a water-proof tube or
case,) the heated gases evolved from the powder,

being distributed throughout the mass of the liquid,
raise the temperature of the latter sufficiently to
decompose the same. When powder is used for this
purpose, the case containing it may be immersed in the
liquid, the powder being ignited by means of a fuse, or
by an electric spark. If desirable, however, the liquid
may be placed in a tube, and inserted in a mass of
powder, which is then ignited in any suitable manner.”

Now, it is very certain that neither here, nor in
any part of the specification, is there any express
mention of a capsule or percussion cap; nor is anything
said concerning, or the faintest allusion made to, an
explosion to be effected by suddenly communicated
force, or by an impulse of explosion by the detonation
of an explosive substance. On the contrary, the one
idea pervading the entire specification—and, as we
have seen, entering into Nobel's definition of his
invention—is the total and immediate decomposition
and explosion of nitro-glycerine, when in a condition
of confinement, by subjecting it to heat and pressure.
By the plaintiff's own confession, contained in the
quotation already given from the disclaimer, explosion
by means of a capsule was not described in the original
patent. Equally clear is it that it is altogether outside of
the principle of that patent, which is explosion of nitro-
glycerine, in a condition of confinement, effected by
heat and pressure; whereas the capsule operates, not



by heat and pressure, or by the flame produced, but
by its detonation, which gives the requisite impulse to
explode the substance. Thus it is seen that the very
foundation of the plaintiff‘s argument fails.

Beyond all manner of doubt, the purpose of the
reissue here was to enlarge the scope of the original
specification and claim. The whole above-quoted
paragraph, respecting a capsule or percussion cap, was
new both in letter and in substance. But that paragraph
has been solemnly disclaimed and expunged. What
then? Did this disclaimer mean nothing? Was it an act
at once unnecessary and vain? Surely it was both, upon
the plaintiff's theory. The ingenious argument which
has been made to show that the amended specification
of the reissue, although not naming a capsule or
percussion cap, is susceptible of a construction
covering such use thereof as a means of exploding
nitro-glycerine as the defendants have made, is not
convincing. But were it ever so clear that the
specification, as It now stands, would bear such
interpretation, ought it to prevail in the face of the
express disclaimer? I have no hesitation in saying that
a construction which would thus render the disclaimer
altogether nugatory must be essentially wrong and
cannot be accepted.

But if the amended reissue covers a percussion cap,
the plaintiff, it seems to me, encounters an insuperable
difficulty in another quarter. The case would then be
one of an invalid reissue by means of the unlawful
expansion of the claim and scope of the patent, within
the ruling in Miller v. Brass Co. 104 U. S. 350, and
James v. Campbell, 1d. 356. It is true that in Nobel‘s
original memorandum, relating to his invention, on
file in the patent-office, he mentions a capsule as a
means for elfecting the explosion of nitro-glycerine.
But he deliberately omitted it from his specification as
ultimately framed, and such omission must be held to
be either an abandonment of its use to the public, or



an irrevocable declaration that as a means of exploding
nitro-glycerine it was not his invention.

Let decrees be drawn in these several cases
dismissing the bills, with costs.
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