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clocks. These have been put together by him, (or his wife, in whose
name the clock-making business is carried on,) and through the agency
of the defendant Carey, who seems to-have been cognizant of all the
facts, and to be the prineipal prompter of the transaction, are now
being introduced to the public in competition with the complainant’s
clocks. Upon these facts Himmer is estopped, for the purposes of a
motion like this, from contesting the validity of the patent, or deny-.
ing that the clock mechanism he employs is covered by the claims
of the patept. He cannot be heard to assert either of these defenses
after inducing the complainant to acquire the patent and engage in-
making and selling clocks under it, such as he now undertakes. to
make and vend. Carey occupies no better position .than Himmer
does. He is Himmer’s alter ego in the scheme of pirating the com-
plainant’s rights. His general denial of community of interest with
Himmer goes for nofhing, in view of the facts and circumstances
which are set forth in the complainant’s affidavits, and which are
sufficient to call upon him for a full and explicit disclosure of his
relations with Himmer, in order to exonerate himsslf.

No case is made for an injunction against the defendants othet
than Himmer and Carey. - As to Himmer and Carey, an injunction
is granted; as to the other defendants, the motion is denied. :

Gieps v. HoernEr and others.
(Cireuit Court, N. D, New York. February 1, 1884.)

1. Parenrs—UTiLiTY
A patent will not be declared void for lnutillty if it possesses any utility what-
soever, even the slightest.

2. SAME—-LICENSE 10 USE NOT ASSIGNARLE. :
A license to use a patented process at the licensee’s place of busincss, and to
associate others with him in such use, is not assignable.

In Equity.

James S. Gibbs, complainant in person.

Adelbert Moot, for defendant.

Coxz, J. The complainant, who is owner of a three-fourths infer-
est in letters patent issued for an improvement in the manufacture of
soap, seeks o recover the gains and profits which have accrued to
the defendant Hoefner by reason of his alleged infringement. The
other defendants are the owners of the remaining one-fourth interest
and were impleaded because they declined to join with the complain-
ant. No personal claim is made against them. The patent expired:
April 25,1882, Two defenses are interposed upon the merits. The
defondant insists-—First, that the patent is void . for want of utlhty,
second, that he hag not mfnnged B o
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1. Was the invention useful within the meaning of the statute?
In order to answer the question in favor of the defendant it must be
determined that it possessed no utility whatever. If it was useful in
any degree, no matter how infinitesimal, the court would not be justi-
fied in declaring the patent void. Lowell v. Lewis, 1 Mason, 183,
186; Earle v. Sawyer, 4 Mason, 1, 6; Seymour v. Osborne, 11 Wall.
516, 549 ; Wilbur v. Beecher, 2 Blatchf. 182, 137; Lehnbeuter v. Holt-
haus, 105 U. 8. 94; Bell v. Daniels, 1 Fisher, 875; Shaw v. Lead Co.
11 Fep. Rep. T11; Wheeler v. Reaper Co. 10 Blatchf. 189; Vance v.
Campbell, 1 Fisher, 485; Sim. Pat. 92, 93; Walk. Pat. 52, 53.

Tested by this rule it cannot be said that the patent was void for
want of utility.

In addition to the presumption arising from the patent itself, there
is evidence that the patented process worked with greater rapidity and
produced a larger quantity of soap from the same amount of material
than the methods formerly used. One of the witnesses testified that
by the new process the work of three days could be accomplished in
one, and the principal witness for the defense admits that the yield
is slightly more than by “the open-kettle process.” If the court were
required to determine on this proof which of the two methods referred
to is the better, it is not improbable that it would have to conclude
that the weight of evidence is decidedly in favor of the older process.
But such is not the question.

If the defendant is right in his contention that no merchantable
article could be manufactured by the use of the patented process, he
will have little difficulfy in convincing the master that the award of
damages to the complainant should be characterized by unusual fru-
gality. To quote from Walk. Pat., supra:

“Patents are never held to be void for want of utility, merely because the
things covered by them perform their functions but poorly. In such cases no
harm results to the public from the exclusive right, becanse few will use the
invention, and because those who do use it without permission, will seldom
or never beobliged to pay for that use, anything beyond the small benefit they
may really have realized therefrom.”

2. Didthedefendantinfringe? Itisadmittedthatfor several months

. the patented machine was used in defendant’s factory, but he insists
that he had the right to use it by reason of his contract with M. B.
Sherwood, Jr., and Sherwood’s contract with the complainant. On
the ninth of June, 1873, the complainant granted to Sherwood a li-
cense, known as a “shop right,” to operate the patented process at
Buffalo, and at all times o associate with him such party or parties
as he might desire. In June, 1878, Sherwood, by a written instru-
ment, agreed to deliver to the defendant a bill of sale of all the pat-
ented machinery, ete., used in making soap, and give him the right
to use it in Erie county so far as he had the power to do so. The
consideration was the sum of $800, which the defendant agreed to
pay as follows: $100 on the ezecution of the instrument, $100 in 30
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days thereafter, $200 when the profits amounted to that sum, and
the remaining $400 when half the profits reached that amount. It
is unfortunate that at this time the defendant did not obtain a license
from the complainant; he was doubtless misled as to his rights and
supposed he was purchasing not only the apparatus but the right to
operate it. The court, however, must construe the contract accord-
ing to its trune legal import. Sherwood could, of course, convey no
more than he himself possessed. What he possessed was a “shop
right” for Buffalo, a mere personal license. It was not assignable
and gave him no right to authorize others to use the process, except
in the manner expressly stipulated. Rubber Co. v. Goodyear, 9 Wall.
- 788; Troy Fact. v. Corning, 14 How. 193; Searls v. Bouton, 12 FEb.

Rep. 140. After the agreement was executed the machine and fixtures
were owned by the defendant. They were operated in his place of
business. Sherwood had no title to them; he was not a partner of
the defendant or associated in business with him in any legal sense.
His only interest was to see that the defendant paid him the $800
pursuant to the terms of the contract. Upon this proof I am con-
strained to hold that the defendant has infringed.

The other defenses of a technical character have been carefully ex-
amined but it is thought that none of them are well founded.

It follows that there must be a decree for the complainant with a
reference {0 a master.

Reep and another v, Horripay.
(Circutt Court, W. D. Pennsylvania. January 31,1884.)

1. CorrriGET—ACT OF CONGRESS.

The act of congress secures to the proprietorof a copyright the * sole liberty *
of printing, etc., and vending the copyrighted book, and this is inconsistent
with a right in any other person to print and vend material and valuable por-
tions of said work taken verbatins therefrom. :

2, BAME—INFRINGEMENT—TEXT- Books—KEY FOR UsE op TEACHERS.

A key, purporting to be for the use of teachers, to copyrighted text-books
which contain an original method by which instruction in the English lan-
guage is made interesting and effective by the use of sentences formed into dia-
grams under certain rules and principles of analysis, in which key are tran-
scribed from the original works, diagrams, and also all the lesson-sentences
arriuged in diagrams according to said rules, is an infringement of the copy-
right. ’

3. SaMe—INJUONOTION-<~WHAT MUST BE SHOWN.
Upon an application for an injunction to restrain infringement, it is not
necessary to show that the piratical work is a substitute for the original.
4, SAME—INTENTION.
Intention is & matter of no moment if infringement otherwise appears,
5. SAME—INJUNCTION—WHEN GRANTED.

If a plaintiff shows infringement of his copyright the court will grant an in-

junction without proof of actual damage.




