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DOYLE V. SPAULDING AND OTHERS.
ILLINGWORTH V. SAME.

1. PATENT—INFRINGEMENT.

Infringement of patent for the manufacture of combined ingots
of iron and steel by means of moulds and a mechanism
producing a variable cavity in the moulds.

2. SAME—INVENTION IN A FOREIGN COUNTRY.

The use or knowledge of the use of an invention in a foreign
country by persons residing in this country will not defeat
a patent which had been granted to a bona fide patentee
who, at the time, was ignorant of the existence of the
invention or its use abroad.

In Equity.
J. C. Clayton, for complainants.
Francis Forbes, (with whom was A. Q. Keasbey,)

for defendants.
NIXON, J. These two cases will be considered

together, for reasons which will hereafter appear. On
March 5, 1881, the complainant, Illingworth,
commenced a suit in this court against the defendants
for infringement of letters patent No. 166,700, dated
August 17,
745

1875, for “improvements in moulds for ingots.” The,
defendants answered, setting up, among other things,
that said letters patent were void (1) on account of
prior knowledge and use of the alleged invention;
(2) because every substantial and material part of
the invention was described and claimed in letters
patent No. 99,299, and granted to one Patrick Doyle,
February 1, 1870, for “improvement in moulds for
making combined ingots of steel and iron,” and in
English letters patent No. 3,801, issued to William
Moore by the queen of Great Britain and Ireland,
dated November 21, 1873, and sealed May 19, 1874;



and (3) denying the right of the complainant to recover,
because the defendants were the assignees and owners
of letters patent No. 240,727, granted to one Alfred E.
Jones, and Were entitled to use the invention therein
described and shown, notwithstanding the letters
patent of complainant, on which the suit was brought.

It appears in the testimony that for several years
previous to the filing of the bill, two of the defendants,
Fitzsimmons and Jennings, were in the employ of the
complainant's firm, and these became familiar with
the use of moulds made under the Doyle patent,
which is set up as anticipating the alleged invention
of Illingworth. It also appears that the complainant
used the Doyle patent for several years previous to
1875, in the manufacture of iron and steel ingots, the
inventor Doyle, during the time being in business with
the complainant; that the above patent was obtained
by Illingworth in view of the fact Doyle was about
going out of the firm, after which, it was supposed, that
the continued use of his patent would not be allowed;
and that he went out and remained away from the
complainant from 1875 to 1880, when he returned and
became the superintendent of his works.

On the seventh of May, 1881, Patrick Doyle began
his suit against the defendants for the infringement of
the letters patent, which had been set up in the former
action as anticipation of the Illingworth patent. The
answer of the defendants denies (1) that Doyle was the
original and first inventor of the improvements therein
claimed, and (2) alleges that every substantial and
material part of the invention was known to several
persons now residing in this country, and by whom
it had been used in Sheffield, England, during their
residence there.

Pending the taking of testimony in these suits, two
applications were made to the court by the respective
parties—one by the defendants in the Illingworth suit,
asking that they might be allowed to amend their



answer by inserting the allegation that the invention
claimed by Illingworth was known to certain persons
residing in this country, who used it in the city of
Sheffield, England, before coming hither; and the
other by the complainant in the Doyle suit, who moved
to strike out the said allegation in the answer filed
therein. The questions involve the interpretation of
the clause, “not known or used by others 746 in

this country,” in section 4886 of the Revised Statutes,
which first appeared in section 24 of the act of July
8, 1870, and which had never received judicial
construction. Being willing to afford the parties an
opportunity, without embarrassment, to correct any
mistake which the court might fall into in deciding a
matter of first impression, we allowed the allegation
to stand in the answer in the Doyle suit and to
be inserted in the Illingworth answer, and directed
the parties to make their proofs of the facts and to
present their views more fully at the final hearing. See
Illingworth v. Spaulding, 9 FED. REP. 611. After a
careful consideration of the provisions of the three
sections of the patent act which bear upon the subject,
(sections 4886, 4920, and 4923, Rev. St.,) we are of
the opinion that the use, or a knowledge of the use, of
an invention in a foreign country by persons residing
in this country will not defeat a patent which has here
been granted to a bona fide patentee who at the time
was ignorant of the existence of the invention or its
use abroad.

When the parties began to take the proofs they
united in a stipulation that the evidence should be
entitled in both causes, and that the two should be
argued together. The defendants also admitted in
writing, in each of the cases, that before the
commencement of the suits, and since the granting of
the letters patent, respectively, they had manufactured
combined ingots of iron and steel in the following
manner and for the following purposes:



(1) By means of a mould made in conformity to
letters patent of the United States, No. 240,727,
granted to them April 26, 1881, as assignees of Alfred
E. Jones, a copy of which is hereto annexed, marked
Complainants' Exhibit “Jones' Patent.”

(2) By means of a mould made with two covers, in
all respects like that shown in the above-named letters
patent, except that there Were two covers instead of
one, and the slide was omitted. The covers are so
made that a part of the cover first used projects into
the mould. The process is as follows: The mould
being clamped together the first metal to be cast is
poured into it, and, when sufficiently set, the cover is
removed and a second one, perfectly flat, is inserted
in its place. “When this is done there remains a space
between the newly-cast metal and the side or coyer of
the mould into which is cast the remaining part of the
ingot. The mould is shown in the model, complainants'
Exhibit E, where both covers are Used and the slide is
omitted—one cover having a projection into the mould
and the other being flat.

(3) By means of a mould of three parts, each part
being composed, as usual, in two-part moulds, of three
sides rising from a closed base. The operation of the
mould is as follows: The two parts of the mould
are joined together in the usual manner by rings and
wedges, and an ingot is cast therein in the usual way.
Immediately that the metal is set, one side of the
mould is removed and another, a little larger, is fixed
by rings and wedges in the place of the side removed.
Into the space; thus made, adjacent to the glowing
ingot of metal, the molten metal, to complete the ignot,
is poured. When sufficiently cooled the combined
ingot is removed, as is usual lone in ingot moulds of
two parts. This mould is represented by complainant's
Exhibit F. The size and proportions of the parts;
however, are not correct; only the arrangement and
operation of the parts are intended to be illustrated.



(4) By means of a mould of two parts, in which one
of the parts is like the 747 ordinary two-part mould,

viz., with three sides and a bottom, the other part
being made flat on one side, and with a projection
on the other, so arranged as to project between the
sides and into the other part, when the twp are joined
together. The operation of the mould is as follows: The
two parts of the mould being joined together by rings
and wedges, in the usual way, (the projecting part of
one side extending into the recess in the other,) the
metal is cast into it; and when the metal is set, the
side with the projection is removed and turned so that
its flat side is towards the center of the mould; there
is thus left an open space in the mould into which is
cast the metal which is intended to complete the ingot.
The combined ingot is removed in the ordinary Way of
removing single ingots. This mould is represented by
complainant's Exhibit G. The same limitation is made
in regard to this exhibit as to Exhibit F, above.

(5) By means of a mould similar to that last
described, with the exception that instead of one cover
there are two—one being, flat, and one having a
projection on its inner surface, as just described. The
operation is the same as of Exhibit G, with the
exception that instead of turning the cover so that the
projection shall be outermost, the fiat cover is used.
This mould is represented by Exhibit H. The same
limitation is made to this exhibit as to Exhibit F,
above.

FRANCIS FORBES,
Solicitor for the Defendants in the Above Causes.

Newark, New Jersey, October 8, 1881.
The subject-matter of the controversy has reference

to the use of moulds in casting combined ingots of
iron and steel. The patent oldest in date for the
employment of mechanism for such a purpose was
granted to Patrick Doyle on February 1, 1870, and
numbered 99,299. The patentee says that his invention



relates to improvements in moulds for making ingots of
iron and steel in a manner so as to dispose of the one
metal on one or more sides of the other, and to secure
a perfect union of the two; and that it consists of a
vertical mould of four or other number of plain sides;
one or more of which may be detachable and clamped
to the others by strong bands, in which a strong thick
plate of metal is arranged to fit near one side, from top
to bottom, snugly, to occupy a part of the space when
the metal, of which the greater part of the ingot is to be
composed, is poured in, and to remain until the same
has solidified sufficiently to retain its position, when
it is withdrawn, leaving a space for the other metal,
which, being poured in, unites perfectly with the first,
and forms the required composition ingot.

In introducing his specifications, the patentee
speaks of his invention as an improved mould for
making combined iron and steel ingots, thereby
implying that other moulds were in use, of which he
regarded his as an improvement. Not only the scope of
this patent, but the validity of the subsequent issues
to Illingworth and Jones, must be determined by the
state of the art at the time when the Doyle patent as
granted. The evidence on this subject is meager. After
looking through the testimony with care, we fail to
find anything relating to the state of the art, except the
statement of Mr. Illingworth, that he had been engaged
in the steel business for 17 years; that prior to Doyle's
invention he had never seen any moulds or other
748 mechanism with which skate metal, which was a

combination of steel and iron, could be made; that the
only mode of manufacturing such a combination, of
which he had any knowledge, was to weld together the
iron and steel into one bar, and then rolling it out; and
that this was the only method then in use at his works.
Accepting this as the state of the art at this time, it
must be conceded that there was novelty and value in
the Doyle improvement. It was a step from the mere



mechanical combination by welding, to a chemical one
resulting from the fusion and union of the two metals
when in a heated state. It was the introduction of the
variable cavity, whereby the amount of the one metal
or the other could be accurately adjusted and obtained
by the exercise of ordinary mechanical skill. We are
confirmed in our view of the novelty of the Doyle
patent by the fact that as late as 1873 a patent was
granted in England to William Moore, for substantially
the same device for making combined ingots of iron
and steel, securing the variable cavity by the use of
a slide, which would hardly have been applied for if
such a method of casting ingots had previously been in
use in England as the defendants so earnestly contend.

On the argument, the counsel for the defendants
insisted that the complainant had failed to prove any
infringement. The reason why specific proof was not
offered was doubtless owing to the circumstance that
the defendants admitted the performance of acts and
the use of instrumentalities which the complainant
assumed would be sufficient to satisfy the court of the
fact of infringement. For instance, the defendants filed
in the cases an admission that they had manufactured
combined ingots of iron and steel by means of a
mould made in conformity to the letters patent No.
240,727, granted to them April 26, 1881, as assignees
of Alfred E. Jones. If we understand the argument
of counsel, it is that there was a failure of expert
testimony to inform the court whether or not such
an act was an infringement of the several patents
of the complainants. We fail to see how experts'
testimony would be of service. Numerous experts
could, undoubtedly, have been found both by the
complainant and the defendants who would
respectively maintain the views of their employers on
a question of that sort, but their evidence would not
greatly help the court in deciding what is simply a
question of mechanical equivalents. Having in our



hands the respective letters patent, the models, and
the moulds used, we trust it will not be set down
as presumption to add that we have quite as much
confidence in our own judgment as we should have in
the opinion of experts whether the use of the one was
an infringement of the claims of either of the others.

It need not be claimed that Doyle was the first
person who used moulds in casting ingots of iron or
steel; but the evidence shows that he was the first who
manufactured combined ingots of these metals by the
use of mechanism which produced a variable cavity
in the 749 moulds. The several patents of Illingworth

and Jones reach the same result as to the variable
cavity, but Illingworth has changed and, as we think,
improved the mechanism. In the Doyle patent the
cavity for one of the moulds is made by the use of
an iron or steel slide, and in the Illingworth by two
covers—one with a plain or straight surface, and the
other recessed. If such a substituted instrumentality
of the mechanism is not a mere equivalent for the
metal slide of Doyle, the patent may be held good
for the improvement, although it is valueless except
in combination with Doyle's invention, and can no
more be used without his consent than Doyle can use
Illingworth's improvement without his consent.

The first admission of the defendants is their use
of moulds made in conformity to the Jones letters
patent. We regard this as a clear infringement of
the Doyle patent. Their second, third, fourth, and
fifth admissions embrace the use of instrumentalities
which not only infringe the Doyle invention, but also
the improvement of the Illingworth patent. There are
differences in construction and mode of operation
shown, but these are not radical or independent
enough to take them out of the category of mechanical
equivalents.



Let a decree be entered in favor of the complainant
in both cases for an injunction, and the usual order of
reference be made for an account.
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