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Howr and others ». Nexues and others.
(Circuit Court, N. D. Illinois, October 1, 1883.)

1. PATENT LAW—INFRINGEMENT.
Where a combination is claimed by a patentee, it is & familiar principle that
all the parts of the combination must be used by the defendant in order to con-
stitute an jnfringement.

2. SaME,
Following the above-stated principle, it was held that the reissue of letters
.patent No, 9,942, dated November 22, 1881, for a new device for packing stick-
candy in packages wag not infrin ged by the defendants, since they did not use
part of the eombination of the patentee, which figures in all of his claims as
an essential element of the patent.

In Equity.

John G. Elliott, for complamants.

West & Bond, for defendants.

Drummonp, J. The bill in this case alleges a violation by the de-
fendant of the reissued patent of Warren B. Howe, dated November
22, 1881, No. 9,942. The original patent was dated August 8, 1880,
No. 230,778. It is claimed by the defense that the reissued patent
is invalid, because the reissue is not for the same supposed invention
aB the original, and because it does not distinguish the old from the
new; and as it is also claimed that the subject-matter, as well of the
original as of the reissue, is not patertable, it is well fo understand
the nature of the orlgmal and of the reissue.

The patentee claims that he has invented a new device for packing
stick-candy in bundles or packages in a convenient form for placing
them in fubs, barrels, or boxes, for shipment from the factory to the
trade. A deseription of the invention may be stated in this form:
If we take a rectangular block of the proper length and width, as com-
pared with the sticks of candy to be packed, and cut out of this block
an angular or V-shaped recess in the form of a wedge, of the proper
size to make-the package, and then place in this recess & paper of
sufficient stiffness to retain its shape when the package is made up,
and place the sticks of candy with the ends evened in the recess over
the paper, so as to fill it, and then fold the paper around the candy
to form a.neat and compact package in outline, we shall have a
reasonably correct idea of the result claimed by the patentee. The
package thus made becomes, like the recess, wedge-shaped, and if
we suppose it to occupy its original position in the recess, it becomes,
the patentee says, “an inverted pyramid,” having inclined sides and
vertical “ends,” This last cannot be considered a statement strictly
accurate. He describes the manner in which the wrapper should be
folded around the candy, and the package removed from the recess in
order to complete the folding, although, from the language already
cited fiom the original, it would seem that there may be a doubt
whether the manner in which the wrapper is folded constitutes an
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essential part of the invention; and although he says that packing
the bundles for shipment forms no part of the invention, still it seems
clear that one object of the patentee was to make packages of a pecul-
iar form, which might be conveniently and economically packed, with
reference to the space to be filled, in circular vessels.

The original patent consisted of two claims: The first was for the
device described, for packing stick-candy in triangular-shaped pack-
ages, consisting of the block provided with the angular recess, as set
forth; and the second was the method described of packing stick.
candy in triangular-shaped packages, consisting of first placing the
wrapper in the recess, and then placing the stick-candy in the paper
in the recess, until the bulk attained approximately the shape of the
recess, then folding and creasing the wrapper against the ends of the
stick-candy, and finally removing the wrapper and contents from
the recess and completing the folding of the wrapper as described;
the general result of which was the making of packages of stwk-candy
in this form by the devices mentioned.

Although the specifications of the original patent speak of the
paper being folded in any suitable manner that will form a neat and
compact package in outline, it gqualifies this general description by
declaring: “As will be hereinafter more fully described and particu-
larly pointed out in the claim.” And if we refer to the second claim,
there seems to be great force in the position that it includes the par-
ticular manner described in which the paper is folded around the
sticks of candy.

If we turn now to the reissue, we find that the patentee claims
that he has invented an improvement in packages for shipping
candy-sticks in cylindrical vessels. The drawings are substantially
the same ag in the original, there being some additions to the letter.
ing by way of description of particular parts. He gives a much more
elaborate description of the manner of folding the wrapper, and adds
that it may be folded in any suitable manner to form a neat and
compact package in outline; and although he deems the manner de-
seribed preferable, it is not essential, for the main object in forming
these packages he says, is to maintain a series of candy-sticks in
triangular or prismatic packages, so that & number of packages may
be packed with great economy of space in one or more layers in a
cylindrical shipping-case; but he distinctly declares in the reissue
he does not claim the wrapper or envelope shown, because he proposes
to claim it in a separate application,

In the reissue, the two original ciaims are expanded into six. The
first elaim is for the package with an envelope or wrapper substantially
as described, so that if the package ismadeup in the manner deseribed,
without recra.rd to the application of the die or recess in the block al-
ready mentloned it would seem to be within this claim; the second is
the combination of the package with a eylindrical shlppmg-case the
third is the combination of the package within an envelope or wrap- -
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per, provided with overlapping folds or flaps, and a cylindrical ship-
ping-case; the fourth is similar to the third, except that the cylin-
drical shipping-case is not mentioned; and the fifth refers to the
manner of forming the package by placing the wrapper in the recess
of the block, filling it with sticks of candy and closing it in the man-
ner described. The sixth claim, though substantially like the fifth, is
not in controversy here and need not be particularly mentioned.

The material difference between the original and the reissue, when
we separate each into its several parts and look to the substance of
both, is, that whereas in the original the patentee did not necessarily
include, as a part of the subject-matter of his patent, the connection
of a eylindrieal vessel with the packages, in the reissue, that seems to
be indispensable to some of the claims.

The first, second, third, and fourth claims in the reissue speak of
the form of the package as being wedge-shaped or prismatic, without
regard to the manner in which the package has been brought to or
assumed that particular shape; and if it be true that the wrapper or
envelope as described is not a part of these respective claims, then it
seems clear that they are invalid, because we may imagine any one
could make up a package in that form by mere manipulation, and
therefore it woitld seem the only ground upon which they can be sus-
tained is by their construction and formation in the mode described,
through the angular recess in the block; and if this view of the claims
in the reissne is correct, then all that would remain as the subject of
confroversy would be the fifth claim. Bat can this be considered the
true construction of the patent and of the claims? If seems that the
object of the patentee was to draw within the terms of his patent—
First, a packet, however made, provided it contained candy-sticks,
and was of the form described, and inclosed within a wrapper suffi-
ciently stiff to hold the sticks together, assuming that the form of the
package was neat and compact in outline; and, secondly, a package
like the one just described, provided it was made by means of the
angular recess. Now this can hardly be said to be a correet view
of the patent as contained in the specifications and in the claims, be-
cause it seems impossible to avoid the conclusion that in all the
claims the wrapper, folded substantially as described, is an essential
element, notwithstanding the general disclaimer which is contained.
outside of the claims in the body of the specifications; for the first,
second, and fourth claims refer to.the wrapper as folded substantially
ag described; and the third claim speaks of the wrapper as being pro-
vided with overlapping folds or flaps: to guard the base and sides of
the packet; and the fifth claim speaks of closing the wrapper upon
the candy-sticks, substantially as described; so that, in all the claims
in controversy here, the wrapper, as described .in the body of the
specifications, seems to be essential; so that if it were admitted that
the forming a package in the manner described, containing sticks of
candy inclosed in a wrapper in any suitable manner to make it neat
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and compact in outline, were patentable, that is mnot what the pai-
entee claims; and there seems to be no doubt that, assuming as has
just been stated, that the wrapper, folded in the way described over
the sticks of candy, is an essential part of the claims, the defendants
do not infringe. Where a combination is claimed, it is a familiar
principle that all the parts of the combination must be used by the
defendant in order to constitute an infringement.
The bill must be dismissed.

Parker & Warerre Co. and another ». Yare Croor Co. and others?
(Otroust Court, D. Oonnecticut. October 2, 1883.)

PATEXTS FOR INVENTIONS—REISSUE No. 10,162—HoTcEKISS CLOCK—LARE Croox.

The first eight claims of reissued patent No. 10,162, issued March 14, 1882, to

Arthur E. Hotchkiss, for improvements in clock movements, and which de-

scribes an invention of which no trace is to be found in the original specifica-

tion, and manifestly other and different from that which was the subject of
the original patent, are void. )

In Equity.

John 8. Beach, Chas, E. Mitchell, and John K. Beach, for plaintiffs.

Benj. F, Thurston, Chas. R. Ingersoll, and 8. H. Wagner, for de-
fendants. ‘ .

Suremaxn, J.  This is a bill in equity to restrain the defendants from
the infringement of reissued letters patent No. 10,162, issued March
14, 1882, to Arthur E. Hotchkiss, for improveinents in clock move-
ments. The original patent was dated November 4, 1879. The ap-
plication for the first reissue, No. 9,656, granted to said Hotehkiss
April 12, 1881, was filed in the patent-office January 22, 1881. The
application for the present reissue, No. 10,162, was filed July 19,
1881. The Parker & Whipple Company are exclusive licensees under
the original and reissued patents. At the date of the invention ex-
pensive clocks of tiny size were being made, which met with favor
from the public. They were convenient and attractive, and the main
object of the patentee (the original specification says & leading object)
was to make a good time-keeping clock of the like small size, which
could be furnished to the public at the small price which charac-
terizes the manufacture of Connecticut clocks. The clock was de-
vised for this end, unquestionably with much study and painstak-
ing, and I shall assume that the invention as claimed in the reissue
was both novel and patentable. Much skill and ingenuity have been
displayed in attacking and defending tliese contested points, but as I
think that a vital point of the plaintifi’s case depends upon the valid-
ity of the reissue, I shall eonfine myself to that question.

‘Afirmed. See 8 Sup. Ct. Rep. 38.




