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the reissue, to be amended by the model in a machinli1 patent as well
as by the drawings; and the supreme court, in Seymour v. Osborne, 11
Wall. 516, recognizes the right to amend the specifications by the
model in such patents, as well as by the drawings. I think, there-
fore, from the comparison of the original patent with the reissue,
without the model, that I cannot assume that the specifications have
been enlarged, so as to embrace matters not indicated in the original
model. The original patent does not show that this rear hopper-
board did not extend down so as to act as a scraper; and the model
filed, as required by the patent law, may, and probably does, show
that it is so extended. As the speciflCations may have been amended
by the model from a mere comparison of the original patent with the
reissue, it cannot be seen that the amendments in the specifications
have not been properly made from the model, or that the invention
is not therein clearly indicated; consequently I cannot say, without
seeing the model deposited, that the reissue embraces more than the
original invention. It does not appear, affirmatively, that it does,
and the presumption is that the commissioner did not exceed his ju-
risdiction in granting the reissue,
The demurrer is overruled.

McKAY and others v. STmvE and others.

(Circuit Com't, D. Massachusetts. June 22,1883.)

J..:PATEKT-HEISSUE INVALID-blPIWVE)IENT m MACITIKE Fon N.UI,TNG SHOE
AKD BOOT tlOLES.
. Heissue, granted March 28, 1870, of the oril;inal patent I;ranted to Gordon
.McI{ay, as assignee of himself and Hadlev P. Fairfield, on October 13,1874,
for improvements in machines for nailing the soles of lJoots and shoes, was not

to supply an omission or correet a mistake in the original patent,
but is a attempt lJy the inventors to contradict the leading assertion
most positively and uneqnivocally made by them in their first spltifieation,
and to enlarge claim SJ as to cover a combination which omits the most
ingenious and distinctive of the comhination originally patented, and
the first, second, and third claims of su(;h reissue cannot be upheld.

2.
The fourth claim of the reissue is not infringed by the machine of defend-

ant, in which the selection of the nails to be driven is not made automatically
according to the of sole to lJe nailer!, hut is -:ontrolled by the direct

action of an attendant, interrupting the automatic action at such
times as he chooses.

In Equity. . '.
E. llicrwin and J. J. StorrolV, for plaintiffs.
B. F. Thurston and J. E. Mll.ynadicT, for defendants.
Before GRAY and LOWELL, JJ.
(}RAY. Justice. This is a bill in equity for the infringement of two

patents for improvements in machines for nailing the soles of boots and
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shoes. The first patent was granted to Gordon UcKay, as assignee
of himself and Hadley P. Fairfield, on October 13, 1874, and was
reissued on March 2ti, 1876, on an application filed March 13, 1876.
The original specification describes, with the aid of accompanying
drawings, a most complex and ingenious mechanism, the principal
parts of which are (1) a nail-tube resting upon the sole, and which
is raised or lowered according to the thickness of the stock; (2) a
nail-driver; (3) a series of stationary vertical nail receptacles, vary-
ing in depth, and containing nails of various lengths; and (4) a nail·
carrier, by which the nails are selected and transferred from the nail
receptacles to the nail-tube. "The mechanism for selecting from the
nail receptacles a nail corresponding most nearly to the thickness of
the material, and its operation," are described in great detail.
In the reissue the main body of the description is not substantially

varied, although perhaps a little warped so as to give conntenance to
the remarkable changes at the beginning and end of the specifica-
tion. At the beginning of the original specification the inventors-

.. Dep.lare that the following, taken in connection with the drawings which
accompany and form part of this specifkation, is a descriptioll of our inver,-
tion sullicient to enable those skilled in the art to practice it.
"The invention relates to the or.r;anization of that class of sole-nailing ma-

chines in which, the parts to be uniterl bein!! of varying thickness, eaeh nail
slwh parts as correspunrl in thickness to the lew;th of nail. Here-

tofore the nail [used] in such [nailing] machines has usually been cut in the
machine to the length required by the thickness of the particular parts to be
united by it, snch nail[s] being sometimes cut from It continuous wire, and
sometimes from a continuous or ribbon-like plate; but in the present inven-
tion the nails are formed of different lengths prior to entering the machine,
and with or wilhout heads, and are placed in J'espective pockets or [separate]
receptacles attached to the machine, from which they are automatically re-
moved and transferred to position to be driven, and so that the sole and up-
per are united by metal fastenings, each corresponding in length to the thick-
ness of parts to be united by it.
"Our inventiun consists, primarily, in the combination, with a nail-driving

mechanism and a mechanism that antomatically determines the posltion of
the upper surface of the parts to be unitea, of a transfer mechanism, which
selects a nail of proper length for the thickness ot the parts to be united by it,
and carries it into position to be dricen."

The reissue omits the words J)rinted above in italics, and inserts
those printed in brackets, and substitutes for the last sentence above
quoted the following:
"This invention consistg, primarily, in the combination, in a nailing rna·

chine, and with its nail-tube and driver, of nail-receptacles-two or lllore-
adapted to receive and support separate nails of different lengths, to be usel!
in different portions of the stock, acconling to the length of nail required."

The original specification ends with three claims, the first and sec·
and of which (being the only ones material to this case) are as fol·
lows:
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IIWe claim {I) the combination, with a nail-tuue andnail-drh'cr, of Cw
nail-receptacles and mechanism, suustantially as shown. for transferring the
nail from the receptacles to position to Uf driven, all substantially as allll for
the purposes described; (2) the combination, with the nail-tube and nail-dri \'''''.
of nail-receptacles and transferring mechanism, so constructed and a!Tang"",
and so operating, that the nails are selected in accordance with their resped-
ive lengths, and are transferred and positioned to unite parts corrcspollliing
ing in thickness to the length of the respective nails."

The reissue substitutes for these two claims the following foul'
claims:
"'Ve claim, (1) in a nailing-machine, the combination, with the nail-tube

and driver, of nail-receptacles adapted to re.;eive and support separate nails of
different lengths; (2) a series of Hail-receptacles adapted to sustain nails of
different lengths, and with or without heads, in combination with a carrier to
remove a nail from either of the receptacles to a position in line with the
uriver by which it is to be driven, and with a driver to drive the nail from
the carrier; (3) a series of nail-receptacles adapted to sustain and guide
separate nails of different lengths, in combination with a nail-tube and driver,
hntl with mechanism to present the nails singly to the nail-tube in line with
the driver, sllbstantially as described; (4) the nail-tube and driver, and re-
ceptacles to contain separate nails of different lengths, in combination with
mechanism adapted to select the nails to be driven, according to the thickness
of the sLock to be united, substantially as descrilJeu....

The parts of the original patent, and of the reissue, above quoted,
sufficiently show the wide and essential difference between the two.
The original specification, at the very outset, declares that the inven-
tion primarily consists in the combination, with the other designated
parts of the machine, of a transfer mechanism, which automatically
selects, and carries into position to be driven, a nail of proper length
for the thickness of the parts to be united. And both claims of that
specification are equally limited; the second, by a full and explicit
statement of this distinguishing characteristic; and the first, with
equal clearness, antllike legal effect, by the "'ords of reference to the
preceding description, "substantially as shown," and "all substantially
as and for the purpose described." The specification of the reissue
begins by ignoring and repudiating the leading declaration of the
original specification, and by declaring that the inyention primarily
consists, not in the combination, with the nail-tube, nail-driver, and
nail-receptacles, of the curious mechanism for selecting from the reo
ceptflcles and carrying to the driyer nails of different lengths, but in
the mere combination, with the tube and driYer, of the receptacles to
hold nails of different sizes. And it undertakes to enlarge the claim
accordingly. This is not a case of supplying an omission, or correct-
ing a mistake, in the original patent. But it is a deliberate attempt
by the inventors to contradict the leading assertion most positiYely
and unequivocally made by them in their first specification, and to
enlarge their claim so as to coyer a combination which omits the
most ingenious and distinctiYe element of the combination originally
patented. To allow a claim to be so enlarged by a reissue, after the
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lapse of 17 months, during all which the inventors6annot have
been ignorant of what was their reaUnvention, or of what they had so
tlxplicitlydeclared it to be in the original patent, would be unreasonable
and mischievous. In the defendants' machine, the selection of the nails
to be driven is not made automatically, according to the thickness of
the sale to be nailed; but it is controlled by the direct intervening
action of an attendant, interrupting the automatic action of the ma-
chine at such times as he chooses.
The result is that the first, second, and third claims of the reissue

cannot be upheld, and that the defendants have not infringed the
fourth claim of the reissue. Gage v. Herring, 108 U. S. -; S. C. 2
Sup. Ct. Rep. 819.
For similar reasons the plaintiffs fail to show any infringement of

the patent granted to Louis Goddu on May 18, 1875.
Bill dismissed, with costs.

KELLY V. PORTER and others.l

(Oircuit Court, D. Oalifornia. February 5, 1883.)

L ApPLICATION FOR CLAIMS.
An inventor filed in the patent-office his specifications, claims, and applica-

cation for a patent. He then entered into a contract with other parties, de-
scribing his invention, setting forth therein that he had filed his specifications
and application for a patent, and granting" the exclusive right and privilege
of manufacturing and selling the aforesaid goods under any patent that he might
obtain by or through his application aforesaid," in a large tract of territory de-
scribed. Afterwards, upon the requirement of the commissioner, the claims
appended to the specifications were modified, and in accordance with such
modified claims the patent issued. Held, that the license covered the patent
issued upon the claims as modified.

2. LrCExsE, WHEN IRREVOCABLE. .
A license to use a patent given pending the application for its issue, unlim-

ited as to time, and proviclmg, only, that it should be void on failure to outain
the patent, wherein the licensor covenants to protect the licensee" against any
and all persons, during the term of the application for a patent, as aforesaid,
and after he shall have obtained a patent from the United States government, as
aforesaid," is irrevocable by the licensor, without the consent of the licensee.

S. :KOT IXFRD1GER.
A party manufacturing and selling a patented article, in pursuance of the

term.; of a licensee [rom the patentee, cannot be held liable as aninfringer.
4. LIABLE FOR ROYALTY.

The only remedy of a patentee against a partymanufacturing under a license
is upon the contract granting the license for the royalty agreed upon.

S. JUHlSDlCTIOx-LrcExSE.
An action by the patentee against his licensee, for the stipulated royalty,

pre-ents no question of patent law, and no suuject-matter, which can give the
national courts jurisdiction on that ground.

1From 6th Sawyor.


