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ScHILLINGER v. GREENwAY Brewing Co.

(Cireuit Court, N. D. New York. July 11, 1883.)

1. PATENTS FOR INVENTIONS
LINGER PAVEMENT.

Reissued letters patent No. 4,364. granted to John .J. Sehitinoar, Mav 2
1871, for an ‘‘ Improvement in Concrete Pavements,” compared with British
patents No. 7,459, of 1837, to Claridge, Xo. 350, of 1852, to Chesneau ; No. 2,659,
of 1855, to Coignet; No, 771, of 1856, to De La Haichois; No. 7,991, of 1839,
to D’Harcourt; No. 9,737, of 1843, to Austin; and United States patents No.
56,563, July 24, 1866, to Huestis; and No. 5,475, March 14, 1848, to Russ,—and
sustained as a patentable invention, not anticipated by sa.d patents.
2. SAME—INFRINGEMENT.
The Bchillinger patent was infringed hy the pavement of defendant, and an
injunction, and an account of protits and damages, should be decreed.
3. SaME—INVALID CLAIM IN REISSUE,
The invalidity of a claim in a reissue does not impair the validity of a claim
in the original patent which is repeated and separately stated in the reissue.

REISSUED PATENT No. 4,364 SUSTAINED—SCHIL-

In Equity.

Duell & Hey, for plaintiff,

John L. King, for defendant.

Brarcarorp, Justice. This suit is broaght for the infringement of
reissued letters patent No. 4,364, granted to John J. Schillinger, May
2, 1871, for an “improvement in conerete pavements;” the original
patent, No. 105,599, having been granted to him, July 19, 1870. The
specification of the reissued patent, reading in the following what is

_outside of brackets and including what is in italics, and omitting what
is inside of brackets, says:

“Figure 1 represents @ plan of my |pavement in plan view.| pavement.
Figure 2 is a vertical section of the [pavement.] same. Simiélar letters indi-
cate corresponding parts. ‘This invention relates to[pavements for sidewalks
and other purpuvses; and econsists in combining with] @ concrete pavement
which is laid in sections, so that each section can be taken up and relaid with-
out disturbing the adjoining sections. With the joints of this sectional coa-
crete [p;wements,] pavement are combined strips of tar paper, or equivalent
niaterial, arranged between the several blocks or sections in such a manuer as
to produce a suitable tight joint, and yet allow the blocks to be raised sepa-
rately without atfecting [or injnring] the blocks adjacent thereto. In carry-
ing out my invention I form the concrete by mixing cement with sand and
gravel, or other suitable [materials] material, to form a [suitable] plastic
{eunposition] compound, using about the following proportions: One past,
by measure, of cement; one part, by measure, of sand; and *yom three to six
parts, by measure of gravel; [using] with suficient water to [make] render
the wmixture plastic; but I do not econtine myself to any dzfinite proportions or
materials for making the concrete composition. While the mass is plastic I
lay or spread the same [upon] on the foundation or bed of the pavement either
in molds or between movable joists, of the proper thickness, so as to form the
edges of the concrete blocks a, q, [ete. When the block < has been forimed, I
take strips of tur paper, b, of a width equal or almost equal to the height of
the block, and place them up against the edges of the block in such a manner
that they form the joints between such block and the adjacent Dlocks,] one
bluck being formed after the other. When the first block has set, I remore the
Joists or puartition between it'and the block next to be Jormed, and then I form




s

SCHILLINGER ¥. GREENWAY BREWING CO. 245

the seconsd block, and so on, each succeeding block being formmed after the ad-
Jacent blocks have set; and, since the concrele in setling shrinks, the second
block, when set, does not adhere fo the first, and so on; and when the pave-
ment is completel each block can be taken up independent of the adjoining
blocks. Between the joints of the adjacent blocks are placed strips, b, of tar
paper, or other suitable material, in the fullowing manner: After complet-
ing one block, a, I place the tar paper, b, along the edge where the next block
is to be formed, and I put the plastic composition for suech next block up
against the tar-paper joint, and proceed with the formation of the new block
until it is completed. In this munner I proceed [in making all the blocks

until the pavement is eompleted, interposing tar paper between [their] the
several joints, as described. The paper constitutes a tight water-proof joint,
but it allows the several blocks to heave separately, from the elfects of frost,
or to be raised or removed separately, whenever oceasion may arise, without
injnry to the adjacent blocks. The paper [does not adhere] when placed
against the [edge of the fully formed] block first formed, does not adhere
thereto, and therefore the joints are always free between the several blocks,
although [adherence may take place between the paper and the plastic edges
of the blocks which are forined after the paper joints are set up in place.] the
paper may arhere Lo the edges of the blork or blocks furmed after the same
has been seb up in its place between the joints., In such cases, however, where
chenpnesy is an object, the tar puper may be omilted, and the blocks formed
w thont interpsing anything between their joints, as previously described. In
this latler case the joints soon fill up with sand or dust, and the pavement is
rendered sufficiently tight for many purposes, while blocks are detarhed from
ench other, and can be tuken up and relaid, each indepzndent of the adjacent
blocks.”?

Reading in the foregoing what is inside of brackets and what is
outside of bracke's, omitting what is in italies, gives tue ext of the
original specification.

The claims of the reissue are as follows:

“(1) A concrete pavement laid in detached blocks or sections, substantially
in the manner shown aml deseribed. (2) The arringement of tar paper, or
its eqnivalent, between adjoining blocks of concrete, substantially as and for
the purpose set forth.”

The original patent had but one claim, as follows:

“The arrangement of tar paper, or its equivalent. hatween adjoining blocl:s
of concrete, substantially as and for the purpose described.”

On the first of March, 1875, Schillinger filed in the patent-office
a cisclaimer, which, referring to the reissued patent, says:

“That he has reason to believe that, through inadvertence, accident, or mis-
take, the speciirations and claim of said letters patent are too broad, includ-
ing that of which your petitioner was not the first inventor, and he, there-
fore, hereby enters his disclaimer to the following words: *an:, since the
conerete in setting shrinks, the second block, when set, does not adhere to the
first, and so on,” and whiceh oceur near the wmiddle of said sperilication, and to
the following words near the end of the specitication: ¢ In such cises, how-
ever, where cheipness is an object, the tar paper may be omitted, and the
blocks formed witnout interposing anything between their joints, as pre-
viously des-ribei.  In this latter case the joints soon fill up with sand or
dust, and the pavement is rendered sufliciently tight for many purposes, while
the blucks are detuched from exch other, and can be taken uf; and relaid each
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indepéhdent of the adjoining blocks. Your petitioner hereby disclaims the
forming of blocks from plastic material without interposing anything be-
tween their joints while in the process of formation.” ~

This reissued patent was under consideration by the circuit court
for the southern distriet of New York in February, 1877, Schillinger
v. Gunther, 14 Blatchf. C. C. 152. The court (Smipmaw, J.) gave a
construction to it in view of the disclaimer. The defendant’s pave-
ment, in that case, had a bottom layer of .coarse cement, on which
wasg laid a course of fine cement, divided into blocks by a trowel run
through that course while plastic. It possessed the advantage of
Schillinger’s invention, because any block in the upper course could
be talken up without injury to the adjoining blocks. Conecrete pave-
ment having been before laid in sections, without being divided into
blocks, the invention of Schillinger was held to consist in dividing
the pavement into blocks, so that one block could be removed and
repaired without injury to the rest of the pavement, the division be-
ing effected by either a permanent or a temporary interposition of
something between the blocks. Tt was held that the effect of the
disclaimer was to leave the patent to be one for a pavement wherein
the blocks are formed by interposing some separating material be-
tween the joints; that to limit the patent to the permanent interpo-
sition of a material equivalent to tar paper would limit the actual
invention; that using the trowel accomplished the substantial results
of the invention in substantially the same way devised by Schillinger;
that the only difference in result was that the defendant’s method
left an open joint; that having a tight joint was not a material part
of Schillinger’s invention; and that the mode of operation involved
in using the trowel was within. the first claim of the reissue as it
stood after the disclaimer. -

Ia the same suit, in August, 1879, the same court (BraTcnrorp, J.,
17 Blatchf. C. C. 66) held that the disclaimer took out of the first
claim of the reissue only so much thereof as claimed a concrete
pavement made of plastic material laid in detached blocks, without
interposing anything between their joints in the process of forma-
tion, leaving the claim to be one for such a pavement laid in detached
blocks, when free joints are made between the blocks by interposing
tar paper or its equivalent. '

In California Artificial Stone Paving Co. v. Perine, 20 0. G. 813,
(ES C. 8 Fep. Rer. 821,] in May, 1881, in the circuit court for the

istrict of California, (Sawyer, J.,) the defendant’s pavement was
made by cutting the lower course into sections with a trowel, and
doing the same with the upper course, the upper joint being directly
over the lower joint. Into the open joint in each case was loosely
pat some of the partially set material from the top of the laid course,
answering the purpose of tar paper, and leaving the pavement weaker
along the joint than in any other place. - This was held to-be an in-
fringement, e e : v
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In the present case, it is agreed that the defendant’s concrete pave-
ment was constructed as follows

«The foundation floor, being prepared, has strips or scanthno's of wood,
2x4, of sufficient length for the required section, placed in posmon about 23
feet out from the coping and parallel therewith. A composition composed ot'
sand, gravel, and cement, made plastic with water, was then spread within the
mould formed by the aforesaid scantling, and rammed down so as to come
within & inch of thescantling. Then a finer course, composed of fine sand and
Porttand cement, about half and half, made plastic with water, was floated
over the coarse material, and smoothed over, or struck off with a straight
edge. The block or section was then allowed to set. After becoming suifi-
ciently hardened, the scantling was removed from the outer edge of the block
to about the same distance, and parallel with the outer edge of the completed
block, and the second block or section formed of coarse material, the same us
the first, after which a cutt!: g trowel was drawn across and through the
coarse material, along the line of the completed block, and the fine upper finish-
ing course poured in the mold on top of the lower coarse material, and struck
off and floated with a straight edge, as in the first block. A straight edge was
then applied between the two blocks or sections, over the timber line, and a
cutting trowel drawn through the upper course of fine material, over the cut
in the coarse material. The edges of the two sections along the cut made by
the trowel were then smoothed down with the tloat or trowel, and the remain-
ing blocks or sections of pavement were formed consecutively in the same way.
No tar paper was placed between the blocks.”

The only difference between this pmement and that in the Gunther
Case appears to be that in this case there is an open cut made by a
trowel entirely through both courses, the line of the cut in the upper
course being directly over the line of the cut in the lower course. In
the Gunther Case the trowel cut was only through the upper course.
It is not stated in the admission in the record as to the mode of the
construction of the defendant’s pavement, in the present case, that
any of the material from the top of the upper course was put loosely
into the joint, as in the Perine Case; or that the joint was a tight
joint, or other than an open joint. Yet, on the cross-examination of
the plaintiff's expert, if is proved by the defendant that its pavement
is used as a floor in a malt-house, for the storage of malt during the
process of malting, and that it is necessary that such a floor should
have tight joints. Tkis is confusing, and it is not clear exactly what
iz meant by the statement, in the admicsion, that after the cut was
made by the trowel through the upper course, the edges of the two
sections along the cut were.smoothed down with a float or a trowel.
If this means that the material from the surface adjoining each edge
of the cut was scraped into the cut loosely, and smocothed over the
top of the cut, so as to leave a plane surface over the cut, then, by
the setting of the material in the cut, the joint was made in a degree
a tight joint, and the arrangement was the same in character as in
the Perine pavement. In such case there would be a comparatively
tight joint made. by a substance permanently interposed, ye$ allow-
ing the blocks to be- substantially free, and there would be.an in-
fringement of the claim of: the.original patent.  But, independently.
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of this, under a proper construction of the claim of the original pat-
ent and the second claim of the reissue, the interposition of the
trowel, effecting the objeet which it accomplishes, although it is inter-
posed only temporarily, and is not left in permanently, is an equiva-
lent for the tar paper, even though the joint be left open after the
trowel is removed, and be not made tight. It may be an advantage
to have a tight joint and at the same time a free joint, such as tar
paper produces, but the substance of Schillinger’s invention is availed
of without having the joint tight, if it be free. The plaintiff's expert
testifies that the defendant’s pavemsnt is a concrete pavement formed
in blocks or sections directly on the foundation on which it is to be
used, the separation of the blocks being effected by the introduction
of the trowel, forming a joint along the line of separation, the joint
controlling the cracking of the pavement, and allowing one block to
be removed without material injury to the adjacent blocks. This
evidence is not contradicted. The second claim of the reissue has,
therefore, been infringed, if Schillinger was the first inventor of what
it covers.

It is contended that the reissued patent is invalid, because it dis-
cards the water-tight feature resulting from the use of tar paper, set
forth in the original patent; that unless the paper, or its equivalent
in producing a water-tight joint, is permanently interposed in the
joints between the blocks, the invention set forth in the original pat-
ent is not practiced; and that a concrete pavement with a cut or open

“joint is not suggested in the original patent. These views are met
by the considerations befove suggested; and, to whatever extent the
reissue might be held invalid in regard to a pavement not covered
by its second claim, it was decided by the supreme court, at its last
term, in Gage v. Herring, 2 Sup. Ct. Rep. 819, that the invalidity of
a claim in a reissue does not impair the validity of a claim in the
original patent which is repented and separately stated in the reissned
patent. That is the present case, and it is unnecessary to determine
whether the first claim of the reissue, as amended by the disclaimer,
amounts to a claim for anything more than is covered by the second
claim of the reissue, or whether such first claim is invalid in any de-
gree. It is not clear that the reissue, as left by the disclaimer, em-
braces anything of which Schillinger was not the first inventor.

On the question of novelty, the defendant has introduced the fol-
lowing British patents: No. 7,489, of 1837, to Claridge; No. 850, of
1852, to Chesneau; No. 2,659, of 1855, to Coignet; No. 771, of 1856,
to De La Haichois; No. 7,991, of 1839, to D'Harcourt; and No.9,737,
of 1843, to Anstin; and the following United States patents: No.
56,563, July 24, 1866, to Huestis; and No. 5,475, March 14, 1848,
to Russ. No testimony is introduced by the defendant to point out
wherein any of these patents are supposed to bear on the invention of
Schillinger. But the plaintiff has produced evidence to show that none
of them anticipated his invention. The Claridge pavement is not a
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concrete pavement, and is not formed in detachable blocks. The
Chesneau pavement is formed of a compound which is not such a
concrete as that of Schillinger. It is not composed of blocks made
detachable to control the line of cracking, but sections of the pave-
ment are set in frames and removably inserted in the surrounding
pavement, so as to allow access to gas and water pipes. In the Coig-
net patent there is not shown a concrete pavement made in detach-
able blocks in the manner described in Schillinger’s patent. In the
De La Haichois patent there is no pavement formed in detachable
blocks by joints. In the D’Harcourt patent there is nothing to indi-
cate that one section can be removed without disturbing the adjacent
sections. In the Austin patent, the pavement is made of wooden
blocks, with intervals of aninch and a half in width filled with cement
or concrete. The Huestis patent does not show a wearing surface of
concrete, or a concrete pavement formed in detachable blocks by
joints. The Russ patent shows a concrete foundation for a stone
pavement, without joints, and having removable panels, consisting of
frames filled with concrete, to be lifted out to give access to water
pipes.

It is further confended, that, as plain concrete pavements formed
in blocks existed before, there was no patentable invention in making
a joint in them. The defect in such pavements is clearly pointed
out in the original patent, and repeated in the reissue, that, where
there are no free joints between the blocks, they will not heave
separately from the effects of frost, and cannot be raised or removed
separately without injury to adjacent blocks. No one remedied
this defect before Schillinger. His invention was simple, valuable,
and patentable. The pavement laid down by Brewster at Syracuse
in 1841 had no free joints. Reference is made to the testimony in-
troduced from the case of Schillinger v. Phillip Best Brewing Co., In
the eastern district of Wisconsin. This testimony was taken in No-
vember, 1882. So far as it refers to prior uses in Germany, not
shown in a patent or printed publication, it was duly objected to in
this case, and must be excluded. As to the cement malt floor which
Row laid in Baltimore 25 years ago, he shows that it was not made
in sections detachable by free joints. The testimony of Botzler as
to a prior malt floor laid by him in Chicago is too indefinite to amount
to sufficient evidence to defeat a patent.

The plaintiff is entitled to a decree on the second claim of the re-
issue, for an account of profits and damages, and a perpetual injunc-
tion, with costs.
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Worswicr Maxuvr'ae Co. v. StEIGER,
(Cireuit Court, N. D. Olio, E. D. April Term, 1883.)

1. PaTEXTS FOR INVENTION—USE IN FOoREIGN COUNTRY.
A simple use of an invention in a foreign country, if not patented or described
in any printed publication, is not a bar to the obtaining of a valid pateat-in
this country. :

2. SAME-—COMBINATION—ANTICIPATION.

Wlhere the claim of a patent is a combination claim, consisting of several el-
ements that co-operate together to produce the device claimed, such device can
only be anticipated by a prior device, having identically the same elements, or
the mechanical equivalents, of those that are not used. 1t will not do to find
a portion of these elements in one machine, and a portion in a second, and a
third, and so on, and then say that the device is anticipated.

3. Same—PareNT No. 108,898, AND REeIssues Nos. 8,025 Axp 8,026, SUSTAINED.
Letters patent No. 108,898, granted to IIerman Fischer, November 1, 1870, for
improvements in apparatus for pumping fluid from vessels, was not anticipated
by letters patent No. 106,008, of August 2, 1870, granted Abel A. Webster, and
the reissues Nos. 8,025 and 8,026 of said original patent are valid, under Miller
v. Brass Co, 104 U. 8. 350, and reissue No. 8,026 is infringed by the device used
by defendants, and its use should be enjoined. :

In Equity. .

John Crowell and M. D. Leggett, for complainants.

G. W. Shumway, for defendants.

WeLkER, J. This snit is brought upon original patent No. 108,-

- 898, granted to Herman Fischer, November 1, 1870, and on reissued
letters patent Nos. 8,025 and 8,026, granted to the Worswick Manu-
facturing Company, assignee of William F. Class, the inventor. All
these patents pertain to apparatus for pumping fluid from vessels.
The answer filed by the defendant puts in issue the validity of the
reissued patents, but as they were applied for within about four
months from the date of the original, the defendants did not stren-
uously press the point of their invalidity. In examining these reis-
sues I find nothing claimed that is not clearly shown and described
in the original patent, and as the application for the reissues was
filed so soon after the date of the original, I see no valid objection to
the claims as allowed in the reissues, provided the same is not antic-
ipated in the prior state of the art. ‘

The defendants have set up as anticipating the inventions de-
seribed in the patents at issue, patent granted to A. L. Webster in
1870, one to J. F. Navarro, and eight other United States patents;
and also foreign use of the same prior to the application for patent
in this country. The foreign use was conceded by stipulation, but
under the statute a simple use of the invention abroad, if not pat-
ented or described in any printed publication, is not a bar to the ob-
taining of a valid patent in this country.

_ The only device among the several patents produced worthy of con-
gideration as anticipating this invention, is the one shown and de-




