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McMILLAN and others v. CONRAD.·

(O:rcuit GOltrt, E. D. Mi88ouri. May 2, 1883.)

1. PATENTS-PROVISIONAL INJUNCTION-BoND.
In a suit brought by a patentee, alleging an infringement and only claim-

ing a royalty or license for the use of the patented device, a motion for a
provisional injunction simpliciter will not be granted of course, even where
the patent alleged to have been infringed has been held valid in cases against
other infringers; the defendant will be held only to give bond to the plaintiff
to secure him to the full extent of his demand, with costs, etc.

2. SAME-TEST CASE-1.ABANDONMENT OF APPEAL.
Where a patentee brought different suits against A., B., and C. foJ' an

alleged infringement of his patent, and the suit against A. was made a test case
and went to final hearing, and the patent was held valid and A. held to be an
infringer, and A. appealed, but abandoned this appeal at the patentee's in-
stance for .a consideration, and the cases against B. and C. were dismissed,
and C. continued to use the patented device, held, in a suit subsequently
brought aginst C. for infringing the same patent, that he was not bound by
the decision in the case against A.

Motion for a Provisional Injunction for the Infringement of a Pat-
ent.
Paul Bakewell and Wm. Bakewell, for complainants.
Given Campbell and R. H. Parkinson, for defendant.
TREAT, J. This is a motion for a provisional injunction. Coun-

sel been heard at great length. The court stated that when
the patentee only claimed a royalty or license fee for the use of his
device, the rule here was to I'aquire the defendant to give the plain-
tiff a bond to secure plaintiff to the full extent of his demand, with
costs, etc., when the defendant contested the demand.
It is true that the case before the court has many novel aspects.

Some seven or more years ago cases were brought in this court
against several defendants for an alleged infringement of the 'patent
in question. One went to final hearing, and it was held that the patent
was valid, and that the defendant in that case infringed. An appeal
was taken. That appeal, it seems, was abandoned, at the instance of
the plaintiff, for a consideration named. It was understood that the
case heard was a test case. The other cases, including one against
this defendant, were dismissed. Since that time, it may be, this de-
fendant has continued to use the patent device. Had he not a right
to suppose that the plaintiff's demand against him was abandoned?
lI'UcprJrled by B. 1". Hex, j,lsq., of the St. Louis bar.
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It is said that more than a hundred cases have been instituted
against as many parties, in some of which, on final hearing, the pat·
ent has been upheld, and in others provisional injunctions granted;
therefore, this defendant must be taken out of the general rule, for
he was bound to know the course of litigation. But he had been a
party litigant and discharged. He had no further· interest directly
in the controversy; was not bound to attend to or wateh controver-
sies between other persons. Itwas his duty to attend solely to his
own affairs.
It is urged that if a patenteee has to pursue in separate suits each

infringer, the value of his patent is lost through accumulated costs, ex-
penses, etc. On the other hand, the defendant in a specific case is no
more bound by the decree in another case than is the plaintiff. If the
100 cases suggested had been decided against the plaintiff, could the
defendant avail himself of them on this motion? The rights of each·
must be determined by the case presented. It might be wiser, and
so this court thinks, if the law made proper provision for determin-
ing, once for all, the validity of a patent when assailed. But the
law must be taken as found, and each defendant held to have an in-
dependent right to contest the validity of the patent. It may be that
infringers persecute a patentee by contesting his right ad infinitum,
and it may also be that a patentee without merit persecutes ad infin-
itum the public at large. There are always two phases to such sug-
gestions, neither of which should control the judgment of the court,
although the facts and circumstances presented might be persuasive
in framing a provisional order.
It must be deemed conclusive on this motion that the decree here-

tofore rendered established the validity of the patent; that an appeal
was taken, which, for reasons satisfactory to the specific parties, was
dismissed; that thus a test case was never determined; that the
present defendant was before the court as defendant then; that
the case against him was dismissed; and that whatever has been
held elsewhere in other cases to which he was not a party cannot
properly affect him at this stage of the inquiry. He mayor may not
be an infringer, willful or otherwise; it mayor may not be that when,
as against him, the case is heard the patent will be held void, or
that he has infringed. Hence, the various matters extraneous to
this case are cognizable only to show that a provisional order is
proper in some form. Nothing appears to vary the usual course;
therefore a bond for $1,000 will be required.

v.16,no.1-9
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WADE V. METCALF and others.

Circuit (]OU'}'t, D. Massachusett8. April 12,1883.)

PATENTS FOR INVENTIONS-PARTNER AI,LOWING FIRM TO MAKE AND USE HIS
INVENTIONS-SECTION 4899, REV. ST.-RIGHTS ON DISSOLUTION.
When an inventor, as a member cia firm and at the joint expense, makes

and alters machines so as to embody his invention, and permits their use by the
firm, the firm acquires the right to the continued use of such machines, under
the provisions of section 4899' of the Revised 'Statutes ; and as the machines are
the property of the firm, upon dissolution each member, to the extent of his in-
terest in the partnership llsllets, has a right in them and to their use.

In Equity. ,
Wade, the plaintiff, was connected with the defendant Metcalf in

the business of making buttons by, machinery from 1868 to 1880. In
1875 the defendant McCleery was associated with them, and a firm
called the Boston Button Company was formed, in which the plain-
tiff had an interest of one-q,uarter, Metcalf of one-half, and McCleery
of one-quarter. In 1869 Wade obtained two patents for improve-
ments in machines for making buttons, which were understood to be
owned by the firm, and one-half interest, which was afterwards as-
signed by Wade, to ,Metcalf, is still owned by him. When the new
firm was formed, in 1875, a part of the stock was in twelve machines,
which contained Wade's improvements of 18q9. Afterwards, Wade
made other improvements, from time. to time, which were fitted to
the old machines, and new machines were built, to which these new
inventions were attached, or into which they were incorporated.
The new machines were built, and the old machines were experi-
mented upon and altered, at the expense of the firm, were their prop-
erty, and were worked fof their benefit. In July, 1879, the plaintiff
applied for a patent on his new improvements, and one was granted
in June, 1880,-No. 228,233. His partners insisted that he was
bonnd to give them a share of all inventions made by him upon this
class of machines during the continuance of the partnership, and he
nsisted that they had no right even to use his later inventionEl. in the
machines which the firm owned. Upon this there arose discussion
and ill-feeling, and, after some attempts by the plaintiff to put an
end to the firm by notice, and by bill in equity, a contract was agreed
on, and signed and sealed by the parties, by which the defendants
paid plaintiff $12,000, and assumed all the debts of the company,
and he conveyed to them all his interest in the assete and good-will
of the firm. 'fhe contract declared that whereas 48 machines, con·


