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Hour and others v. Kerrxr and another.
(Uircuit Court, D. New York. August 1, 1882,)

PATERT—VALIDITY OF REISSUE. ]

In the descriptive matter in the specification in the original patent for an
improvement in making wheels, granted January 23, 1866, it was said that
“the type wheel is provided with yielding rims or flanges, made of India rub-
ber or other elastic material, so that the types can be depressed on the surface
to be marked with the requisite force to produce the desired impression. * * %
Thistype wheel * # #* ijgprovided with projecting flanges, b, made of India
rubber or other soft and elastic material, so that by pressing the wheel down
upon the surface to be marked the types are brought into contact with said
surface with the requisite force to produce the desired impression ;' and claim
No. 2 was as follows: ¢(2) The yielding flanges, b, on type wheel, A, construct-
ing and operating substantially as and for the purpose described.” October
26, 1875, a reissue was granted, and in the specification the descriptive matter
was altered to the following: * The type wheel is provided with rims or flanges,
preferably made of India rubber or other elastic material, so that the types can
be depressed on the subject to be marked with the requisite force to produce
the desired impression.” The rims or flanges seem to keep the surface of the
type in a plane parallel with the surface to be marked, which is otherwise often
difficult, owing to the different lengths of lines of type, or the position of the
type at the side of the surface of the type wheel. * #* #* This type wheel
* #% # {g provided with projecting flanges, 5, The claims of the reissue
‘were these: *(2) The combination with a handle of a type wheel provided with
flanges for keeping the plane of the type paralled with the surface of the arti-
cle to be marked ; (3) a type wheel provided with yielding flanges, constructed
and operating substantially.as and for the purpose described.” The wheels
used by the defendants would not have infringed claim 2 or 3 of the orig-
inal patent, but would infringe claim No. 2 of the reissue, because they
have a handle and rigid flanges which keep the plane of the type parallel with
the surface of the article to be marked. ZHeld, that if there was any error in
the original patent in not setting forth and claiming rigid flanges, or in stating
that the flanges were to be elastic, and were to be so arranged that the types
were to be out of contact with the surface to be marked until by the yielding
of the flanges through pressing down the wheel the types were to be brought
in contact with such surface, the error was a plain one, apparent at once to
the patentee, and as capable of being promptly corrected then as by a reissue
after a lapse of more than nine years, during which the manufacture of wheels
substantially the same as those of the defendants had been entered upon, there
being no infringement of any claim of the original patent in respect to flanges,
and that claim No. 2 of the reissue could not be upheld as covering any flanges
but such as were shown in the original patent, consequently the bill must be
dismissed, with costs,

.

George W. Hey, for plaintiffs.

James A. Allen, for defendants.

Bratcrrorp, Justice. This is a suit in equity brought on reissue
of letters patent No. 6,714, granted to Horace Holt, one of the
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plaintiffs, October 26, 1875, for an “improvement in marking wheels;”
the original patent, No. 52,169, having been granted to him January
23, 1866. As questions concerning the validity of the reissue are
raised, it will be useful to place the two specifications side by side.
The left-hand one is the specification of the original patent, and the
right-hand one is that of the reissue. In each the parts which are
not found in the other are in italics:

ORIGINAL.

“XFigure 1 represents a side eleva-
tion of this invention. Figure 2 isa
sectional plan or fop view of the same.
Similar letfers of reference indicate
like parts. This invention consists
in a revolving type wheel, arranged
in a suitable handle in combination
with an ink roller, in such a manner
that, by carrying said type wheel over
the cover of a box, or over any other
surface, the types on said wheel pro-
duce an impression, and the marking
of a box or other article can be ef-
fected neatly and distinctly, with little
loss of time. The ink roller is com-
posed of a hollow ecylindrical reser-
voir, perforated with small holes, and
surrounded by a stripof cloth or other
absorbent material, so that the same
is capable of holding a supply of ink
for a large number of impressions.
The type wheel is provided with
yielding rims or flanges made of In-
dia rubber or other elastic material,
so that the types can be depressed on
the surface to be marked .with the
requisite force to produce the desired
impression,

and acoiled or other spring {s applied

to said type wheel in such ¢ manner

‘that it carries the same back, after
v.13,n0.9—30

REISSUE.

Figure 1 represents a side elevation
of thig invention. Figure 2 is a sec-
tional plan or top view of the same.
Similar letters of reference indicate
like parts. This invention coiisists
in a revolving type wheel, arranged

‘in a suitable handle, in combination
“with dn ink roller, in such a manner

that, by carrying said type wheel over
the cover of a box, or over any other
surface, the types on said wheel pro-
duce an impression, and the marking
of a box or other article can be ef-
fected neatly and distinctly, with little
loss of time.” Theink roller shown in
the drawings i3 composed of a hollow
cylindrical reservoir, perforated with
small holes, and surrounded by a
strip of cloth or other absorbent ma-
terial, so that the same is capable of
holding a supply of ink for a large

-number of impressions. The type

wheel is provided with rims or
flanges, preferably made of India
rubber or ofher elastic material, so
that the types can be depressed on ths
surface to be marked with the requi-
site force to produce the desired im-
pression. The rims or flanges serve
to keep the surface of the types in a
plane parallel with the surface to be
marked, which is otherwise often diffi-
cult, owing to the different lengths of
lines of type, or the position of the
type at the side of the surface of the
type wheel. Tt is also advantageous
to use a coiled or other spring, which,
when applied to said type wheel, is,
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“each impression, to the starting point,
and thereby the types are brought in -

. contact with the ink roller, and sup- -
‘plied with the requisite quantity of

ink for the subsequent impression;
and, furthermore, the type wheel re-
adjusts itself in the required position
for starting,

A represents a wheel made of cast
iron or other suitable material, and
arranged so that the desired types can
be applied to or inserted in its pe-
riphery, either permanently, by means
of a strip of copper or other suitable
material, or so that said types can be
changed at pleasure. This type wheel
is mounted on an axle, @, which has
its bearings in a forked handle, B, and
it is provided wilh projecting flanges,
b, made of India rubber, or other soft
and elastic material, so that by press-
ing the wheel down wpon the surfaceto
be marked, the types are brought in
contact with said surface with the re-
quisite force to prodiuce the desired
impression.

As the wheel revolves, the types on

- its circumference come in contact

with the surface of the ink roller, C,
which is mounted on an axle, ¢, hav-
ing its bearings in the extreme ends
of the forked handle, B. Suitable
springs, d, draw the ink roller towards
the type wheel, and, by disconnecting
said springs, the ink roller can be re-

moved from its seat.

- arranged to. earry’ the same back,

after each impression, to the starting
point, and thereby the types are
brou oht in contact with the ink roller,
and supphed with the requisite quan-
tity of ink for the subsequent impres-
sion, and, furtherniore, the type wheel
readjusts itself in the required posi-
tion for starting.

A represents a wheel made of cast
iron or other suitable material, and
arranged so that the desired types can
be applied to or inserted in its pe-
riphery, either permanently, by means
of a strip of copper or other suitable
material, or so that said types can be
changed at pleasure. This type wheel
is mounted on an axle, @, which has
its bearings in a forked handle, B,
and it is provided with projecting
flanges, b.

As the wheel revolves, the types on
its ‘circumference come in contact
with the surface of the ink roller, C,
which is mounted on an axle, e, hav-
ing its bearings in the extreme ends
of the forked handle, B. Suitable
springs, d, draw the inkroller towards
the type wheel, and, by disconnecting
said sprxngs, the ink Jroller can be re-
moved from its sedt. Each end of the
Jork of the handle has two slots—
one long and the other short,—which
Jorm main and secondary bearings
Jor the journals of the inking roller.
When it is desired that the roller and
wheel should be in contact, the jour-
nals of the former should be in the long
slots, as shown in the drawmg, which
repr esents the roller in its normal
position; but as it is sometimes neces-
sary that the _marking wheel and
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Said ink roller may be made solid,
similar to ordinary printers’ rollers;
but I prefer to make the same of a
hollow cylindrical reservoir, e, to
which access can be had by removing
one of its heads, This reservoir is
perforated with a large’ number of
small holes, and ¢¢ is surrounded by
a strip, /, of cloth or other absorbent
material. By these means a large

supply of ink can be carried in the.

roller, and the marking wheel pro-
duces a number of impressions before
it is necessary to recharge the same.
A spring, g, applied to the axle of the
wheel, A, (see figure 1,) carries the
same back, until the stud, 4, in the

wheel, comes in contact with a pin,.

i, projecting from the inner surface
of the forked handle. By this stud
and pin the starting point of the

wheel is defined, and, by the action.

of the spring, the wheel is carried

back to this starting point after each,

operation. In moving back, thetypes,
being in contact with the ink roller,
are supplied with the requisite quan-
tity of ink for the subsequent opera-
tion. It is obvious that the starting
point of the type wheel can be deter-
mined by other means besides the stud,
h,and pin, {. By this simple device a
large number of boxes or other pack-
ages can be marked neatly and dis-
tinctly with great dispatch.

roller should revolve independent of
each other, as when distributing ink
on the latter, or when it i8 being used

. on a separate flat form, or when.

either the wheel or the roller, or both,
are being cleaned, then the journalsof
the latter-should be placed in the
short slots o1 secondary bearings.

Said ink roller may be made solid,
similar to ordinary printers’ rollers;
but I have shown in the drawings a
hollow cylindrical reservoir, ¢ to
which access can be had by removing
one of its heads. This reservoir is
perforated with.a large number of
small holes, ZTheroller is surrounded
by a strip, f, of cloth or other absorb-
ent material. By means of the reser-
voir, {f used, alarge supply of ink can
be carried in the roller, and the mark-
ing wheel produces a number of im-
pressions before it is necessary to re-
charge the same. A spring, g, applied
to the axle of the wheel, A, (see figure
1,) carries the same back until the stud,
h, in the wheel, comes in contact with
a pin, ¢, projecting from the inner sur-
face of the forked handle. By this
stud and pin the starting pointof the
wheel is defined, and, by the action
of the spring, the wheel is carried
back to this starting point after each
operation. In moving back, the types,
being in contact with the ink roller,
are supplied with the requisite quan-
tity of ink for the subsequent opera-
tion. It is obvious that the starting
point of the type wheel can be deter-
mined by other means besidesthe stud,
h, and pin, {. By this simple device a

large number of boxes or other pack-

ages can be marked neatly and dis-

tinctly with great dispatch. I am

aware that ¢ patent was granted Ed-
win Crowley, datéd July 8, 1856, in
which was shown a handle holding a
type wheel and sevkral inking rollers,

[y
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T claim as new, and desire to secure
by letters patent:
1. The combination of the type

wheel, A,inking roller, C, and ink re- -

servoir, e, all constructed, arranged,
and operating as specified.

2. The ytelding flanges, b, on type
wheel, A, constructed and operating
substantially as and for the purpose
described.

8. The spring, g, applied in com-
bination with the type wheel, A, stud,
b, and pin, 1, or their squivalents, sub-
stantially as-and for the purpose sct
Sorth,

- arranged with a distributing band.

This I do not claim,; but I claim as
new, and desire to secure by letters
patent:

1. The combination, with a frame
and handle, of a type wheel, provided
with a stud-pin, for defining the
starting and stopping points, and an
tnking roller, constructed and operat-
ing substantially as specified.

2. The combination, with a handle,
of a type wheel provided with flanges

© Jor keeping the plane of the type par-

allel wilh the surface of the article to
be marked.

8. A type wheel provided with
ylelding flanges, constructed and oper-
ating substantially as and for the
purpose described.

4. A spring in combination with a
type wheel and stop pin, or its equiv-
alent, for retracting the type wheel
to ils starting point, substantially as
and for the purposs set forth.

5. The combination of a type wheel
with a combined inking roller and
ink reservoir, constructed substan-
tially as and for the purpose described.

6. The combination of a handle and
type wheel wilth o spring, for attract-
tng the type wheel to ils starting
point, substantially as described.

7. In combination with an inking
roller and its usual bearings, second-
ary bearings so arranged that the
roller may revolve independently of
the wheel, substantially as set forth.

The answer in this case alleges that the surrender of the original
patent was not made on aceount of any defect or insufficiency of the
specification, but with the fraudulent design of enla.rgmg the claims,
80 a8 to embrace inventions not made by him prior to the time when
the origin'a.l‘ p‘atent was issued, and which are not embraced- therein;
that the reissue, in its descnptmn and claims, embraces matters
claimed therein as the invention of Holt which were not invented by
him -prior to the isspe of the original patent, and which are not
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described or alluded to therein, such enlargement of the claims of the

reissue being produced substantially by the insertion of claims 1, 2,.

and 7, which embrace new matter not shown in the claims, specifi-

cation model, or drawing of the original patent; and that the reis-
sued patent is for a different invention from the original patent, and
is void.

The only claims in the reissue which 1t is now contended have
been infringed are claims 2 and 3. In the specification of the orig-
inal patent, what is said about the flanges is this:

“The type wheel is provided with yielding rims or flanges, made of India
rubber or other elastic material, so that the types can be depressed on the
surface to be marked with the requisite force to produce the desired impres-
sion, * * % Thig type wheel * * * jg provxded with pmJectmg flanges;
b, made of India rubber or other soft and elastic material, so that, by pressing
the wheel down upon the surface to be marked, the types are brought in con-
tact thh said surface with the requisxte force to produce the desired 1mpres-
sion. A .

The claim based on the above descnptlve matter is claim 2 of the
original, as follows:

“2. The yielding flanges b, on type wheel A, constructmg and operatmg'

substantially as and for the purpose descnbed »

The foregoing descriptive matter is altered in the speclﬁcatlon of
the reissue to the following: . :

“The type wheel is provided with rims or flanges, preferably madevof‘India
rubber or other elastic material, so that the types can be depressed on.the
subject to.be marked with the requisite force to produce the desired lmpres-
sion. The rims or flanges serve to keep the surface of the types in a plane
parallel with the surface to be marked, which is otherwise oftan difficult
owing to the different lengths of lines of type, or the position of the type at
the side of the surface of the.type wheel. * * % Thig type wheel .o %
is provxded w1th projecting flanges, b.”

The clalms of the relssue based on the foregomg descrlptlve mat-
ter in i, are these

“«2. The combmatlon, with a handle, of a type wheel prbv1ded w1th ﬁa.nges,

for keeping the plane of the type parallel with the surface of the article to be-

marked. 8. A type wheel provided with yleldmg ﬂanges, constxucted and
operating substantially as and for the purpose described.” -

There is in: the orlgmal a distinet statement that the ﬂanges are.
made of India rubber, or other elastic, yleld;ng material, and there.
is no suggestion that they can consistently with the 1deas Qf the.
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invention be made of any non-elastie, non-yielding material. They
are also stated to be projecting flanges. This expression, with
nothing more, would be satisfied by flanges projecting from and
beyond the face of the type wheel, and would not necessarily mean
that the flanges should project to a distance beyond the line of

" the impression faces of the types. But the expression is, that

they are projecting flanges' made of elastic material “so that, by
pressing the wheel down on the surface to be marked, the types
are brought in contact with said surface with the requisite force
to produce the desired impression.” This clearly implies that
until the wheel is pressed down on the surface to be marked, the
types are out of contact with that surface, because they are raised
above it by reason of the fact that the flanges project further from
the face of the wheel than the types project from said face; and
that, by reason of the fact that the flanges are elastic and yielding,
the pressing down of the wheel will cause the flanges to be com-
pressed and to yield, and will allow the types to come into contact
with the surface to be marked. It is true that figure 2 of the draw-
ings of the original patent shows the face of the type projecting from
the wheel to a greater distance than the flanges project from it. But
in figure 2 of the drawings of the reissue the face of the type does
not appear to project from the wheel to a greater distance than the
flanges project from it.

‘Mr.-Stark, an expert for the defendants, testifies that figure 2 of
the drawings of the reissue shows the flanges to project more than
the types, and that if they did not, the types could not be depressed
in “the surface to be marked” to accomplish the result set forthin the
specification, On the other hand, Mr, Robertson, an expert for the
plaintiffs, testifies that he thinks the drawings of the reissue are in-
tended to represent the types as on or about the same level as the
flanges; that the word “depressed” in the connection in which it is
used means that the types must be depressed into the surface of the
material; and that this where hard tpyes were used would necessi-

‘tate the yielding of the flanges. I is very clear, however, that where

hard types are used with elastic flanges, in the Holt wheel the flanges
must project to some extent beyond the faces of the types in order to-
be operative as elastic flanges, unless the hard types enter the ma-
terial that is being marked. Nothing is said in the original specifi-
cation as to the material of which the types are to be made, whether
of hard metal or of elastic material, but it is shown that the model
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deposited by Holt in the patent office with his original application
showed types of hard metal with elastic flanges. It must therefore
be held that the original patent admitted of the use of hard types
with elastic flanges. This being so, it follows that the elastic flanges
must have been intended to project beyond the faces of hard types
in order to be operative, and that such is the meaning of the lan.
guage of the original specification. . That that language was so un.
derstood at the time by the inventor is stated by him in his testi.
mony. He says that when the original specification was submitted
to him by his solicitor, heobjected to that part of it which says, “that
force is required to bring the printing surface down to a level or be-
low the flexible bearers so that an impression could be taken, call-
ing his attention to the fact that the bearers on the model were no
higher than the face of the fypes.” He says that the elastic flanges
in the filed model projected so as to be on a line with the face of the
metal types. Yet the specification was allowed to go out in that
shape. The inventor does not seem to have used rigid flanges until
after the original patent was issued, or to have had any idea when
he obtained his ongmal patent of using rigid flanges. One objectin
obtaining the reissue clearly was to procure & claim- which should
cover flanges, whether rigid or not, in connection with a handle,
while retaining the claim to a type wheel with yielding flanges such
as the original patent describes,

One form of the defendanis’ wheel has rigid flanges which do not
project to a distance as far as the faces of the types. In this form of
wheel there is a border around the types, but it is a part of the types,
and is inked and an impression taken from it, and it is not a flange
in the sense of the Holt patent although it is elastio, the types being
elastic and the flanges being rigid, .In the other form of the defend-
ants’ wheel, called the Barnes and Allen wheel, the elastic border is
omitted, the types being elastic and the flanges being rigid and not
projecting as far as the face of the types. Neither of these forms of
wheel would have infringed claim 2 of the original patent; nor.does
either of them infringe claim 8 of the reissue. They do infringe
claim 2 of the reissue, as it stands, because they have a handle and
rigid flanges which keep the plane of the type parallel with the sur-
face of the article to be marked, if claim 2 can be construed as cov-
ering any flanges but such as were shown in the original patent.

The original patent was granted in January, 1866. The reissue
was applied for in March, 1875, and granted in October, 1875. If
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there was any error in the original patent in not setting forth and
claiming rigid flanges, or in stating that the flanges were to be elastic,
and were to be so arranged that the types were to be out of contact
with the surface to be marked until by the yielding of the flanges
through pressing down the wheel the types would be brought in con-
tact with such surface, the error was a plain one, apparent at once
to the patentee, and as capable of being promptly corrected then as
after a lapse of more than nine years. Meantime, the manufacture
of wheels, substantially the same as those of the defendants, had
been entered upon, there being no infringement of any claim of the
original patent in respect to flanges. In view of all these facts, claim
2 of the reissue cannot be upheld as a claim covering rigid flanges
such as the defendants use. The decisions to thiseffect are numerous.
Bell v. Langles, 102 N. Y. 128; Manuf’g Co. v. Ladd, 1d. 408;
Manuf'g Co. v. Corbin, 108 N. Y. 786; Miller v. Brass Co. 3 Morr.
Trans. 419; Bantz v. Frantz, 4 Morr, Trans. 341; Matthews v. Machme
Co. 1d. 347; Johnson v. Railroad Co. 1d. 931.

It appears that the inventor held the legal title to his patent for
more than five years after it was issued, permitting the use of it by
the Secombe Company for a royalty on each wheel. It does not
appear that he was not at full liberty to apply for a reissue of it.

In addition to what bas been said about the defendants’ wheel
with the elastic border, it may be said that it extends wholly around
the types and does not compass the entire circumference of the wheel,
and has the same operation which types in the same place would
have, and its face is on the same plane with the faces of the types,
and it is a part of the printing surface. In all these respects it
differs from what is deseribed in the original specification of Holt.

It follows from these views that the b111 must be dismissed, with
costs
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Barker v. TopDs
(Oireuit Courty N. D., New York. July 29, 1882.)

1. PATERT—INFRINGEMENT. -

Plaintif’s claim No. 1 in a patent was for an elastic bucket working by
suction in the bore of a chain pump, and haying a drip orifice, allowing the
the water above the bucket to escape down to the source of supply; and his
claim No. 2 was for a solid elastic bucket with an elastic bearing edge, and a
convex or contracted upper portion, 8o that the bucket would readily yield and
go up, but resist going down. Held,; that these claims were infringed by the
Stowe and Rumsey buckets, used by defendants, as they were both of them solid
elastic buckets, having an elastic bearing edge, with the upper portion convex
or contracted from said edge so that the bucket readily yields to any irreg-
ularities in the pump tube, and is easily drawn up, while it will resist moving
downward; and such bucket is adapted to fit and work in the bore of & pump
tube to raise water by suction, and is provided with a suitable orifice or outlet,
through which the water above the ducket could escape.

2. BAME—PrEVIOUS EXISTENCE OF FEATURES CLAIMED,
* Where certain features have existed before their adoption by an inventor he
can only claim modifications of the form embodying such features, and if other
inventions differ in form there will be no infringement,

3. Patents No, 83,117 and No. 58,368 compared with that of plaintiff, and shown
not to have anticipated the features of his invention,

ER. H. Duell, for plaintiff.

4. P. Smith, for defendant.

Brarcrrorp, Justice. This suit is brought on reissued letters
patent granted to the plaintiff July 6, 1875, for an “improvement in
buckets for chain pumps,” the original patent having been granted
to him June 20, 1871, and reissued to him May 19, 1874. The re-
issue of 1875 was sustained by this court in a suit brought by the
patentee against James D. Shoots, and decided in January, 1882.

The defendant has used two forms of bucket, the Stowe bucket and
the Rumsey bucket. It is very clear that both of them infringe
claims 1 and 2 of the plaintiff’s patent. They are both of them
solid elastic buckets, having an elastic bearing edge, with the upper
portion convex or contracted from said edge so that the bucket will
readily yield to any irregularities in the pump tube and be easily
drawn up while it will resist moving downward; and the bucket is
adapted to fit and work in the bore of a pump tube to raise water by
suction, and is provided with a suitable orifice or outlet through
which the water remaining in the pump tube above the bucket is
allowed to escape down to the source of supply. All of these features
are found in the plaintiff’s bucket and in the Stowe and the Rumsey




