
Circuit Court, District of Columbia. April, 1853.

MARSHALL V. MEE (TWO CASES).
[1 MacA. Pat. Cas. 229.]

PATENTS—PRIORITY OF INVENTION—REDUCTION TO PRACTICE—CREDIBILITY
AND COMPETENCY OF WITNESS.

[1. One who first conceives an invention and uses reasonable diligence to perfect it, and does in
fact perfect it, is entitled to a patent over a subsequent original inventor who first reduces the
invention to actual use.]

[2. Mistake by a witness in an immaterial fact should not discredit him. The maxim “falsus in uno fal-
sus in omnibus” only applies where there is willful corrupt falsehood, in one particular, amount-
ing to perjury.]

[3. Two witnesses who had owned an interest in the invention claimed to have sold out about a
month before testifying. But one of them admitted that if the machine proved successful part of
the proceeds were to be applied to the payment of certain debts of theirs, and the other stated
that if it were successful he might or might not get a pecuniary benefit therefrom. Held, that both
were disqualified, as interested parties.]

[These were two appeals by Moses Marshall from a decision of the commissioner of
patents, awarding priority, upon interferences to John Mee in respect to an invention of
improvements in knitting looms.]

DUNLOP, Circuit Judge. On the 17th of May, 1851, John Mee filed in the patent of-
fice his application for a patent for his invention of an improved knitting loom, and on the
24th of May, 1851, his application for a patent for his invention of an improved warp-knit
fabric (afterwards patents Nos. 9718, 9719 [granted May 10, 1853]). The commissioner
being of opinion that the patents thus applied for would interfere with patent for similar
inventions sought by Moses Marshall, gave notice thereof to the parties; and upon a hear-
ing before him, decided that John Mee was the original and first inventor in both cases,
and entitled to patents therefor. From this decision Mr. Marshall has appealed, and the
question is now submitted to me by the parties upon written argument. Both cases have
been heard together by consent. The commissioner has furnished a certificate in writing
of his opinion and decision, and the reasons in support of it, and Mr. Marshall has filed
his reasons of appeal, with the written arguments of his counsel. The cases were finally
submitted to me on Saturday, the 26th of March, 1853.

There are two reasons of appeal in each case; the first of which in each case has been
abandoned by the appellant, leaving only the second reason of appeal in each case, which
in substance is that Marshall, and not Mee, was the original and first inventor, in the
sense of the patent laws, of the improvement in each case as to the loom. The specifi-
cations, drawings, and models of the two parties show that the machines are identical in
those parts upon which their interfering claims are founded. The counsel of Mr. Marshall,
“for the purposes of his argument, assumes that the two machines and the two fabrics
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are identical.” Those parts embrace only the double-thread guides and two sets of nee-
dles and their relative motion in respect to each other. Both machines have two sets of
thread-guides and two sets of needle-bars whose movements are the same. As one set of
needle-bars is raised for the purpose of being acted on by the two sets of thread-guides,
the other set is covered; and as the second set of needle-bars is raised to receive the
thread from the thread-guides, the first set is depressed. The movement of these thread-
guides in forming the loops around the needles is the same in both machines, and each
is capable of like variation in order to change the width of the ribs in the fabric man-
ufactured. The Pepper loom, on which this is an improvement, had one guide and two
needle-bars. The two needle-bars were bolted so as to operate together. The principle of
improvement admitted to be valuable and patentable, as I understand it, is the
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application to this Pepper loom of two separate guide-bars or thread-guides in combi-
nation with two separate and independent needle-bars, one working at a time, and the
guide-bars reversing each other.

Assuming Mr. Mee and Mr. Marshall to be both original inventors of the improvement
on the Pepper loom—Mee the first to conceive and describe it, and Marshall the first to
embody it in a working machine; Mee using reasonable diligence to perfect his invention
and to reduce it to practice, and succeeding in doing so after Marshall, but before a patent
was granted to either—what are their rights, and to which of them should the commis-
sioner award the patent?

It is contended by the learned counsel for Marshall that Marshall, under such circum-
stances, has the right; that although not the first to conceive, still, if he first reduced the
conception to practice and use, he is the first inventor, in the sense of the patent laws, and
that Mee must be excluded. The language of his argument is, that “in the race of diligence
between rival inventors, he ‘who first perfects his invention and reduces it to practice’ is
entitled to a patent.” It will not be contended that if Marshall surreptitiously obtained a
knowledge of Mee's invention, and applied for a patent, that he would be entitled, be-
cause he would not be the first or even an original inventor. But suppose him to have
been an original contriver of the thing claimed, and not to have surreptitiously obtained a
knowledge of it from another, then he can only be defeated by Mee's showing that he had
previously conceived the idea, and that he had also carried the idea into practical opera-
tion; that is to say, in other words, that Mee had not only first conceived the idea, but had
also first reduced it to practice. The case of Reed v. Cutter [Case No. 11,645], is cited
to sustain this position; but a reference to that case shows that the doctrine laid down by
Judge Story is the reverse of the position maintained by the counsel. Judge Story, in de-
livering bis opinion in that case, uses this language: “The passage cited from Mr. Phillips'
work on Patents, in the sense in which I understand it, is perfectly accurate. He there
expressly states ‘that the party claiming a patent must be the original and first inventor,
and that his right to a patent will not be defeated by proof that another person had antic-
ipated him in making the invention, “unless such person was using reasonable diligence
in adopting and perfecting the same.”’ These latter words are copied from the fifteenth
section of the act of 1836 [5 Stat. 123], and constitute a qualification of the preceding lan-
guage of that section; so that an inventor who has first actually perfected his invention will
not be deemed to have surreptitiously or unjustly obtained a patent for that which was in
fact first invented by another, unless the latter was at the time using reasonable diligence
in adapting and I perfecting the same. And this I take to be clearly law; for he is the first
inventor in the sense of the act, and entitled to a patent for his invention, who has first
perfected and adapted the same to use; and until the invention is so perfected and adapt-
ed to use, it is not patentable. An imperfect and incomplete invention resting in mere
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theory, or in intellectual notion, or in uncertain experiments, and not actually reduced to
practice, and embodied in some distinct machinery, apparatus, manufacture, or composi-
tion of matter, is not, and indeed cannot be, patentable under our patent laws, since it is
utterly impossible under such circumstances to comply with the fundamental requisites of
these acts. In a race of diligence between two independent inventors he who first reduces
his invention to a fixed, positive, and practical form would seem to be entitled to a priority
of right to a patent therefor. The clause of the section now under consideration seems to
qualify that right by providing that in such eases he who invents first shall have the prior
right if he is using reasonable diligence in adapting and perfecting the same, although the
second inventor has in fact first perfected the same and reduced the same to practice in
a positive form. It thus gives full effect to the well-known maxim, that he has the better
right who is prior in point of time, namely, in making the discovery or invention. But if,
as the argument of the learned counsel insists, the text of Mr. Phillips means to affirm
(what I think it does not) that he who is the original and first inventor of an invention so
perfected and reduced to practice will be deprived of his right to a patent in favor of a
second and subsequent inventor, simply because the first invention was not then known
or used by other persons than the inventor, or not known or used to such an extent as to
give the public a full knowledge of its existence, I cannot agree to the doctrine, for, in my
judgment, our patent laws justify no such construction.” The same law is laid down by
Judge Cranch in the cases of Heath v. Hildreth [Case No. 6,309], and Perry v. Cornell
[Id. 11,001].

The case of Bedford v. Hunt [Id. 1,217], decided by Judge Story in 1817, is explained
and modified by the case of Reed v. Cutter [supra], which was decided by the same
judge in 1841.

There is no proof that Marshall conceived the idea of the improvement on the Pepper
loom before November, 1850, while the witnesses Davis, Wallis, John Pepper, and others
testify that Mee had conceived and described it in 1849 and early in 1850, months before
Marshall, and had in fact knit the fabric. John Pepper, in his answer to the sixth inter-
rogatory, says Mee so described the extra guide-bar that he (Pepper) could have put it on
the loom if he had chosen to do so. Mee never abandoned his conception or failed in the
use of reasonable diligence
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to perfect and adapt it to use. It was known early in 1851 to the Cranes and J. Pepper that
he was engaged in preparing his model, and his applications for patents for the machine
and fabric were filed in the patent office on the 17th and 24th of May, 1851. Marshall
and Mee's machines are admitted on both sides to be identical in principle, and the fab-
ric, the product of them, the same. It seems to me, therefore, wholly immaterial, upon the
authority of Reed v. Cutter, above cited, whether Marshall first reduced the improvement
to use in a working machine or not If Mee first conceived it, and used reasonable dili-
gence to perfect it, and did perfect it, though subsequent to Marshall, he is entitled to the
patents claimed by him, even if Marshall was an original subsequent inventor, first per-
fecting and reducing the invention to use. But upon the proof I do not think Mr. Marshall
was an original inventor. If Mee's witnesses are to be credited—confirmed, as I think, to
some extent, by Harmon—Marshall is in no sense an original inventor, as he borrowed
his ideas of the improvement from Mee. The testimony of Wallis in his answers to the
seventh, eighth, and thirteenth interrogatories-in-chief is full to this point. So is the answer
of Samuel Adams to the third interrogatory.

Wallis, in his answers to the seventh, eighth, and thirteenth interrogatories-in-chief,
says: “* * *” The force of this evidence is felt; and it is attempted to discredit him, first, by
the testimony of Crane, who denies that he was present or even heard such conversation.
If Crane were a competent witness, the testimony of the two would be balanced. Even If
Crane was not present, it would only show that Wallis was mistaken in an immaterial fact
Whether Crane was present or not, does not alter the other facts testified to. A mistake
by a witness in an immaterial fact ought not to discredit him. The maxim falsus in uno
falsus in omnibus does not apply. That can only apply where there is willful corrupt false-
hood in one particular, amounting to perjury; in which case all the other testimony of the
witness is to be rejected. It has no application to a case of mistake. The most honest wit-
ness may not be found correct in some particulars; and if those particulars are immaterial,
they should not discredit him in material matters. But Crane, for the reasons hereinafter
given, is himself disqualified as interested; so that Wallis is, in law, uncontradicted.

The learned counsel for Marshall next ingeniously endeavors to destroy the force of
this evidence by arguing that the conversation occurred before November, 1850, when
the new-improved loom was commenced by Marshall, and that it must have related to
some other loom—to a then “late-improved loom.” The conclusive answer to this sugges-
tion of counsel is, that Wallis, in the beginning of his answer to the seventh interrogatory,
says: “I heard something about an improvement that could be made on the Pepper loom.”
It did not relate to what had been done or was then doing on an improved loom, but
to what could be done. No person can read the evidence without so understanding the
witness, according to the natural import of his words, or being satisfied that Mr. Marshall
must have so understood him. But Wallis is not alone and unsupported in bringing home
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to Mr. Marshall the knowledge of Mee's conceptions for improving the Pepper loom in
the identical particulars in which it was afterwards improved. Adams corroborates him
in his answer to the third interrogatory of his deposition. John Pepper, in his answer to
the twelfth interrogatory, corroborates him. John Pepper says: “Jasper Crane wrote that
the invention was none of mine, but that it belonged to John Mee. The invention I mean
is the new ribbed loom with the double guide-bars.” Jasper Crane was then a partner of
Marshall, and Marshall is bound by his admissions. These three wit nesses are unassailed
in general reputation for veracity, and there is nothing in their testimony in the record to
justify me in concluding that they have not spoken the truth.

Next, as to the witnesses examined on the part of Mr. Marshall, the Messrs. Crane (J.
G. and Hosea) are not in law competent witnesses, being interested. It is proved by John
Pepper, and admitted by them, that they were each interested one-third with Marshall
in the machine built by him at Lowell and in the patents he expected to obtain for the
improvement on the Pepper loom and the fabric made by it Though they say they sold
out about a month before they testified, J. G. Crane on his cross-examination, in answer
to the fifty-second interrogatory, says: “I am informed and believe that in case the machine
is successful in a pecuniary view, part of the proceeds are to be applied to the payment of
certain debts due from me and my brother to Aldritch & Tyne.” The money value of the
machine depends upon Marshall's getting a patent for it. J. G. Crane says, in his answer
to the forty-seventh cross-interrogatory: “Aldritch & Tyne were substituted in our place,
and they have now the interest that we had.” For the interest, then, they were to pay the
debts referred to. The last cross-interrogatory put to Hosea Crane is in these words: “Do
you not expect any benefit to result to you pecuniarily in case Marshall succeeds in getting
a patent for this loom?” His answer is, “I may or may not” He does not venture to deny
his interest, and he thus disqualifies himself.

As to the testimony of Harmon. The fifteenth interrogatory, put to him on his
examination-in-chief by Mr. Marshall's attorney, is in these words: “So far as you know,
who claimed to be the inventor of the improved machine?” Answer. “Marshall, as far as
I know anything about it. I can't say I am right about that, after all, because after awhile I
knew there was another one claiming
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to have a part in it. It was but little I knew about it any way; what I knew I got from
talk about the shop.” Harmon does not say who that other one was who claimed part
of the improvement, but he no doubt meant Mee, because, in answer to a cross-inter-
rogatory specifically to this point, he admits that Mee did set up a claim to the invention.
The thirty-third cross-interrogatory is in these words: “Did you ever hear Mee claim an
interest in this improved loom?” His answer is, “I don't recollect anything definite about
it through Mee; only by some incidental talk about it. In regard to Mee, as I recollect now
in some conversation, he said that he had something to do with this, and that they were
not willing to pay him for it, or something of that kind.”

Upon the testimony of Mr. Marshall's own witness (Harmon), then, so much relied on
by his counsel, what becomes of their argument that Mee could not be the inventor of
the improvement because he stood by and saw Marshall spending his time and labor in
perfecting the improvement without any assertion of right in himself? What becomes of
the charges of bad faith to his employers (the Cranes), in suffering them to expend their
money upon the understanding that Marshall was the inventor? It can hardly be thought
that Marshall did not know what was talked of in his own shop, or knew less than his
own witness (Harmon). Besides, the witnesses on the part of Mee before referred to ful-
ly prove Marshall's knowledge of Mee's claim, and also that the Messrs. Crane knew it.
The Cranes “were not willing to pay Mee.” They may have concluded he was too poor to
perfect his improvement, which seems to have been attended with considerable expense;
and as Marshall agreed to take them in as joint partners in the machine and patent, it was
more to their interest to employ Marshall than Mee to construct the machine. If Mee's
witnesses are to be believed, there can be no doubt that the Cranes and Marshall were
well aware that Mee claimed the invention as his-own. It is certainly of great weight that
their statements on this point are to some extent confirmed by Harmon, Mr. Marshall's
own witness.

Great reliance is placed by Marshall's counsel on the evidence of Harmon in relation
to the cams. These cams, they say, were perfected by Marshall after a failure by Mee, and
without them the machine was imperfect and made defective work, and the invention
was not reduced to practice so as to be patentable. If the cams were of the essence of
the invention, and constituted its principle, it is strange, as testified by Harmon, that Mee
should have been intrusted by Marshall (the inventor) with the supervision of their con-
struction. Harmon says that the cams, as made by Mee's order, failed to make a perfect
ribbed fabric, and that Mee said “the defect could not be remedied.” Harmon admits,
however, that Mee on the same day, four or five hours after, said “he could remedy the
defect.” Marshall suggested the proper alterations in the cams, and then the machine per-
formed its office and made a perfect ribbed fabric.
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From the explanations made to me on the hearing by the examiner, I do not under-
stand that the cams form any part of the principle of the improved Pepper loom. That
principle consists in the application to the old Pepper loom of a double set of needle-bars,
working separately and independently, one set of needle-bars being up while the other set
is down, in combination with a double set of guide-bars or thread-guides reversing each
other. The cams form no part of the principle of the improvement; are merely auxiliary; a
mechanical device requiring no invention, and capable of being made and applied by any
skillful machinist. If it was true, therefore, that Marshall had first perfected this mechan-
ical device, and thereby caused the machine first to make the perfect fabric, still, if Mee
first conceived the improvement and its principle, and was using reasonable diligence to
perfect the mechanical details, he cannot be deprived of his patents. He did perfect his
model in a reasonable time. No such delay occurred as to amount to abandonment of his
right. His application to the patent office was previous to Marshall's. No patent in fact has
yet been granted to anybody; and if he is the first original inventor, and has now reduced
his invention to practice, he must prevail over any subsequent original inventor reducing
it to use before him and a fortiori over Mr. Marshall, not an original inventor at all, but
borrowing his ideas of the improvement from Mee. The patents for the loom and for the
fabric, the fruit of the loom, must therefore be awarded to the assignees of John Mee,
unless some person other than Marshall can show a better right. John Pepper asserts that
the double needle-bars, working independently, was his original idea; but all the other
evidence shows it to be Mee's; and Pepper has entered no caveat, nor set up any adverse
claim in the patent office, nor alleged that he made known his invention to Mee, and he
is self-concluded.

Upon the whole, therefore, I am of opinion, and do now this 20th of April, 1833,
order and adjudge, that the decision of the commissioner of patents of the 12th of January,
1852, in favor of Mee, Bourke, and McKennon, assignees of John Mee, in the cases of
improvements in the knitting-loom and knit fabric, be, and the same is hereby, affirmed.
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