
Circuit Court, D. Massachusetts. Oct. Term, 1862.

13FED.CAS.—51

JOHNSON V. ROOT.

[2 Fish. Pat. Cas. 291; 2 Cliff. 108; Merw. Pat. Inv. 704.]1

PATENT—APPLICATION—EVIDENCE OF WHAT—ABANDONMENT—NEW
TRIAL—IRREGULARITY ON PART OF JURY AND PARTIES.

1. The patent is prima facie evidence that the patentee is the original and first inventor of what he
has described therein as his invention, and when taken in connection with his original application
is prima facie evidence that the invention was made at the time the application was filed.

[Cited in Jones v. Sewall, Case No. 7,495.]

2. When the patentee proposes to show that his invention was of a date prior to his original appli-
cation, he takes the burden upon himself, and must prove by competent and sufficient evidence
that he made the invention at the period suggested, and that he reduced the same to practice in
the form of an operative machine.

[Cited in Front Bank Steel Furnace Co. v. Wrought Iron Range Co., 63 Fed. 999.]

3. If the patentee having invented a needle feed in 1848, and put it into a machine, afterward took
the parts out and laid them aside as something incomplete and requiring more thought and ex-
periment, before constructing an operative machine, although not with a definite intention of
abandoning what he had accomplished, and did nothing to restore the invention in the form of
an operative machine, or to mature the needle feed until 1852, when he commenced to make a
model with a view to apply for a patent, and in the mean time, another inventor without knowl-
edge of what the patentee had accomplished, invented the same thing, reduced it to practice in
the form of an operative machine, filed his application for a patent, obtained letters patent for
the same, and manufactured machines under that patent for practical use containing the same
feed, and the machines so manufactured were sold in the market and went into use before the
patentee commenced to restore his invention or make his model, then the plaintiff can not carry
back his invention to any period prior to the date of such attempted restoration.

[Cited in Dornan v. Keefer, 49 Fed. 463.]

4. The patentee having taken the machine apart and laid the parts aside as something incomplete,
and requiring more thought and experiment; and never intending to reconstruct the machine, or
to restore the needle feed in the form of an operative sewing machine without material modifica-
tions or alterations, but only to preserve the parts to be used in other inventions as circumstances
might arise, the jury would be warranted in finding that he deserted and abandoned the inven-
tion of the needle feed, if he did nothing to restore it in the form of an operative machine from
November 7, 1848, to January 1, 1853.

[Cited in Seymour v. Osborne, 11 Wall. (78 U. S.) 552.]

5. When the court instructed the jury that their verdict, if for the plaintiff, must be for nominal
damages, and they returned a verdict for five hundred dollars—Held, that, while errors of this de-
scription may sometimes be obviated, by allowing the prevailing party to remit the excess, when
the court is satisfied that the error has resulted from oversight or mere inadvertence; yet, when
the finding is not only contrary to the evidence, but in direct contravention of the charge of the
court, the difficulty can not, in general, be so remedied. Parties have a right to an impartial trial
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according to law, and, when it appears to the court that they have not had it, the verdict must be
set aside and a new trial granted.

6. Irregularity on the part of the party charged, or of the jury, must be satisfactorily proved, in order
to lay the foundation for the interposition of the court; but, when the irregular conduct is estab-
lished, it is not necessary that it should certainly appear that it influenced the jury. It is sufficient
that the irregularity appears to be of such a character that it might have affected the impartiality
of the proceedings.

[Cited in Vose v. Mayo, Case No. 17,009; U. S. v. Salentine, Id. 16,213; Kansas City, M. & B. R.
Co. v. Phillips (Ala.) 13 South. 68.]

This was a motion for a new trial. Suit had been brought against the defendant [James
E. Root] to recover damages for the infringement of letters patent [No. 10,597] granted to
plaintiff [William H. Johnson] for an “improvement in sewingmachines,” March 7, 1854,
and reissued February 26, 1856. [No. 355.] Upon a former trial, reported in [Case No.
7,411], the jury disagreed, but at a subsequent trial, lasting nearly two months, a verdict
was rendered for the plaintiff with $500 damages. [Id. 7,410.] The grounds upon which
the motion for a new trial were predicated, are sufficiently stated in the opinion of the
court.

2 [B. R. Curtis and C. B. Potter, for the defence and in behalf of the motion.
[In a motion for new trial, the court is not called upon to pass upon any question of

fact, for that in a court of law is the province of the jury, but it is simply to revise the
evidence in the case, and to ascertain whether it is fit and proper that there should be
another trial. The authority vested
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in courts of law to order new trials was not intended to be a mere formal, barren, and
inoperative power; it was intended, on the contrary, to supply a salutary guard against the
mistakes, passions, prejudices, and ignorance of juries. The judge was not designed to
be a mere automaton to record the verdict of juries, but the law supposes that he will
exercise an effective scrutinizing and controlling judgment; nor does the fact that there
has been evidence submitted to the jury on both sides of the point at issue effect the
exercise of this beneficial power of supervision. 3 Grah. New Trials, 1240. If the court is
convinced that the weight of the evidence is against the verdict of the jury, it is its duty to
grant a new trial. In a case where the time occupied in the trial, and the mass of evidence
put into the case, are such that the jury can probably retain it in their minds, in order to
weigh it, the court will be less ready to suppose that the jury have fallen into a mistake;
but in a case like this, where the issues are numerous, where they are complicated of
law and fact, where they are subtle, complex, and difficult of apprehension, where the
length of the trial is very great, where the jury learn nothing of the law of the case until
the last stage, i. e. the instructions of the court,—in a case of this character, trial by jury is
liable to many mistakes. If parties choose to adopt this mode of trial, in such a case they
must take it with its infirmities. The burden of proof was upon the plaintiff to show by
competent and sufficient evidence that the old red machine was a practical and working
sewing-machine, and that in it and by it the plaintiff reduced to practice the same method
of feeding patented in the third claim; and if he failed to do this, the verdict should have
been for the defendant. It was not enough that he did something in 1848, or that the old
red machine amounted to something; it must have been a reduction to practice of the
same method of feeding that is found in the patent. It was not enough that that method of
feeding was merely experimental, to test the operation of other parts of the machine, and
then laid aside and never resumed. The verdict of the jury was against the instructions
of the court. Under the instructions of the court the jury ought to have found that the
plaintiff so conducted in regard to this invention that his patent was not valid against Mr.
Wilson. The verdict affords sufficient evidence that the jury which tried this case were
either culpably inattentive to the instructions of the court, or regardless of them. It is un-
necessary for the defence to show to a demonstration either of these things. Com. v. Roby,
12 Pick. 496. Where there can be no certainty that the verdict has not been improperly
influenced, the mode of correction is by undoing what is thus improperly and may have
been corruptly done. The intention of the court is to protect its own proceedings; and if
the court cannot see that it would be safe to assume that the verdict has proceeded upon
right principles, it is its duty to set it aside. The jury were instructed to award nominal
damages, and they awarded $500. As against the defendant the plaintiff was only able to
show the sale of one machine, and the court instructed the jury that the plaintiff could
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recover damages for the sale of one machine only. Improper communications to and from
jurors, and improper conduct upon their part, are shown by the evidence.

[W. Whiting and A. C. Washburn, for plaintiff and against the motion.
[As to damages: If by the evidence the amount of damages was left undeterminate, the

jury were authorized to draw fair and proper inferences. The ad damnum was $10,000;
no particular sum as damages was agreed to by the counsel, or suggested by the court.
This omission should not be allowed to prejudice the plaintiff, since he offers to remit
so much as the court shall deem excessive. A verdict will not be set aside and a new
trial granted if the prevailing party offers to remit the excess of damages. 3 Grah. New
Trials, 1162, and cases there cited; Leeson v. Smith, 4 Nev. & M. 304; King v. Howard,
1 Cush. 137; Diblin v. Murphy, 3 Sandf. 19; Howard v. Grover, 28 Me. 97; Jewell v.
Gage, 42 Me. 247; New Jersey Flax Cotton Wool Co. v. Mills, 2 Dutch. [26 N. J. Law,]
60. Wrong motives will not be imputed to a jury, if there is not proof other than that aris-
ing from the proposition. 3 Grah. New Trials, 1164, 1362, 1863; Brewer v. Tyringham,
12 Pick. 547; Heed v. Davis, 4 Pick. 216; Clark v. Binney, 2 Pick. 113. The, verdict of
the jury does not show that they neglected to apply the instructions of the court. As to
granting new trials, Wood v. Gunston, Style, 466; 1 Grah. New Trials, 3–7; 3 Grah. New
Trials, 1213, 1238. Where the evidence is conflicting, the verdict will not in general be
disturbed. 3 Grah. New Trials, 1261, 1267, 1275, 1283; 27 Barb. 527; Milo v. Gardiner,
41 Me. 549; Lindsay v. Wayland, 17 Ark. 385; Abernethy v. Branch State Bank, 5 Ohio
St. 266; People v. Goodrich, 3 Parker, Cr. E. 518; Gibson v. State, 9 Ind. 264; Hall v.
Henline, Id. 256; Roberts v. Nodwift, 8 Ind. 339. Upon the question whether the change
in the mode of holding so far modified the feeding apparatus as to make it essentially
different in the machines compared, there was a great body of conflicting testimony, and
as a question of fact it was left to the jury. The plaintiff reduced his invention to practice
in 1848, and did not abandon it. The proof of improper conduct in the jury, if any exists,
comes from a single witness. There is nothing improper in the communication concerning
what the jury thought Witnesses, in narrating conversations, are apt, by the change of only
a single word, to alter very
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materially the sense and meaning of what was imparted to them in such conversations.
Such testimony is received with caution. A verdict must be presumed to have been hon-
estly and fairly rendered till the contrary is shown. 3 Grah. New Trials, 1362.] s

CLIFFORD, Circuit Justice. This was an action of trespass on the case for an alleged
infringement of certain letters patent. Letters patent were granted to the plaintiff on March
7, 1854, for a new and useful improvement in sewing machines; but the original patent
was subsequently surrendered and canceled, and on February 26, 1856, a new patent was
issued to him on an amended specification, to continue for the term of fourteen years
from the date of the original patent. Suit was commenced on April 28, 1856, and the
plaintiff alleged that the defendant, on March 4, in the same year, and at divers other
times before the date of the writ, did unlawfully and wrongfully, and without the consent
of the plaintiff, make, use, and vend to others to be used, the improvement secured to
him in his reissued letters patent. Defendant pleaded that he was not guilty, and filed,
under the act of congress [5 Stat. 117], certain specifications of defense, denying that the
machine he sold infringed the plaintiff's patent, or that the plaintiff was the original and
first inventor of any thing embodied in his, the defendant's machine, and on that issue the
parties, on March 26, 1861, went to trial. Testimony was introduced on both sides, and
under the instruction of the court the jury returned their verdict in favor of the plaintiff,
assessing damages in the sum of five hundred dollars. [Case No. 7,410.] Motion for new
trial was duly filed by the defendant, for the following reasons: First Because the verdict
is against the law and the evidence. Second. That the verdict is against the evidence and
the weight of the evidence. Third. That the jury have neglected and refused to apply the
instructions given them by the court, respecting the thing patented, in the third claim of
the patent declared on in the case; as well upon the question, whether the plaintiff was
the original and first inventor of the thing patented, as upon the question, whether the
defendant had infringed thereon. Fourth. That the damages found by the jury are grossly
excessive, and in plain contravention of the explicit and repeated instructions of the court
to allow nominal damages. Another reason assigned, is the refusal of the court to instruct
the jury as requested by the defendant; but in the view taken of the case it will not be
necessary to consider it, and it is therefore omitted. Representations in writing, and under
oath, were subsequently made to the court by the defendant, as a foundation for a further
motion for new trial. Those representations were in substance and effect as follows: 1.
That the plaintiff, during the progress of the trial, and before the verdict had been ren-
dered, and while the court was not in session, and out of the presence and hearing of the
defendant and of his counsel, by himself and his agents, made communications to, and
received communications from, jurors impaneled in the case, touching the merits thereof.
2. That the plaintiff, by himself and his agents, did unduly and unlawfully influence and
bias the minds of jurors impaneled to try said cause, by acts, conduct, and declarations,
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done and made with that unlawful intent, while the court was not in session, and out of
the presence and hearing of the defendant and his counsel. 3. That jurors impaneled to
try the cause, privately declared, and made known to the plaintiff and his agents, that they
had determined to render a verdict in favor of the plaintiff, and so declared and made
known such determination, before the testimony on the part of the defendant had been
all exhibited, and before the counsel of the defendant bad been heard, and before the
jury had received the instruction of the court, and before the case had been committed to
them. 4. That the trial was not by an impartial jury, such as the defendant had a constitu-
tional and lawful right to have. Leave was granted to the defendant to make proper proofs
of the respective representations, upon giving due notice to the plaintiff or his counsel, it
appearing that all the matters set forth had come to the knowledge of the defendant and
his counsel since the last adjournment of the court. Testimony was accordingly taken by
both parties in open court, on October 17, 1861, and the same by agreement, was duly
reported for the consideration of the court. Parties were duly heard during the same term,
upon the several matters involved in the respective motions, and the case has been held
under advisement to the present time. Some brief reference to the positions assumed by
the respective parties at the trial will be indispensable, in order that the precise nature
of the questions presented under the first motion, may be clearly and fully understood.
When the case came on for trial, the plaintiff proposed to open his whole case to the
jury, as well such matters as were in reply to the defenses stated in the specifications of
defense, as those which were immediately necessary to make out a prima facie case, and
no objection being made by the defendant, the parties were allowed, perhaps unadvisedly,
to proceed in that way.

Application for a patent was filed by the plaintiff on March 31, 1853, but his original
patent was not issued until March 7 in the following year. His charge against the defen-
dant was that he had infringed the third
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claim of the reissued patent as already explained. Omitting the first and second claims
as unimportant in this investigation, it reads as follows: “What I claim as my invention
and desire to secure by letters patent is: Third. The feeding of the material to be sewn,
by means of a vibrating piercing instrument, whether said instrument be the needle itself,
or an independent instrument in the immediate vicinity thereof, substantially as herein
described.” To maintain the issue on his part, he introduced his reissued letters patent,
together with the model of the patented machine furnished to the patent office. He also
introduced the machine which he alleged the defendant sold, and which he claimed was a
violation of the exclusive right secured to him, and upon the introduction of the machine,
the defendant admitted that he sold the machine at the time and place alleged in the de-
claration, but denied that the machine infringes the third claim of the plaintiff, or that the
plaintiff was the original and first inventor of any thing embodied in that machine. Two
questions, therefore, were presented: First. Whether the plaintiff was the original and first
inventor of any thing embodied in the machine sold by the defendant, called machine K.
Second. Whether the machine sold by the defendant, and given in evidence by the plain-
tiff, infringed the third claim of the plaintiff's reissued letters patent. Defendant set up that
the machine sold by him was constructed under certain patents granted to A. B. Wilson,
or to his assigns, and that the invention of Wilson was prior to that of the plaintiff' which
was one of the important questions in the case Wilson made the application for his first
patent on March 18, 1850, and the patent was issued on November 12, in the same year.
His second application was on July 8, 1851, and the second patent was issued August
12, in the following year. Patentee assigned his interest to Wheeler, Wilson, Warren, and
Woodruff, before the date of the third application, which was made on February 7, 1852,
and the third patent was issued on June 15, in the same year. Other patents subsequently
issued to A. B. Wilson, or his assigns were also admitted, as showing that the three in-
ventions already mentioned, were still under the protection of subsisting patents, and had
not become public property. Letters patent to Grover & Baker, dated June 22, 1852, to-
gether with the disclaimer accompanying the same, dated December 11, 1854, were also
admitted as showing that the claim of Wilson to the four-motion feed, in his application
of June 15, 1852, was withdrawn by mistake as to the date of the invention. Two of the
patents, to wit: the first and the third, were reissued, but it is unnecessary to describe
the new patents, or to refer to the assignments under which they were reissued, except
to say that the machine introduced by the plaintiff, as the machine sold by the defendant,
was constructed under the patent reissued to W. P. N. Fitzgerald, dated December 19,
1854, and it is admitted that it was sold by the defendant, as the agent of the Wheeler
& Wilson Manufacturing Company, to which the patent had previously been assigned.
Assuming the facts to be so, then it clearly appeared that the machine of the defendant
was constructed under an invention made and patented prior to the application of the
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plaintiff for his original patent Unless, therefore, he could overcome those facts, he could
not prevail in any view of the case, because if the machine sold was substantially the
same as that described in the plaintiff's patent, then the inference was a clear one that
the plaintiff was not the original and first inventor of his supposed improvement. And
if the two machines were not substantially the same in principle and mode of operation,
then there was no infringement, and the verdict must be for the defendant. Such formi-
dable difficulties could not be evaded, but they must be met and overcome by proof, and
consequently it became of vital importance, on the part of the plaintiff, to show that his
invention was actually made and reduced to practice as an operative machine, at some
time prior to the invention by A. B. Wilson, to which reference has already been made.
Full proof was exhibited that machines like that of the defendant, and not distinguishable
from it in any respect, material to this investigation, were constructed, and in the market
for sale, before the time when the plaintiff completed his model for the patent office, and
several months before he made his application for his original patent. Undeniable proof
to that effect was introduced by the defendant, and both parties, it is believed, so under-
stood it, and it was so understood by the court, and must have been so understood by the
jury. Evidence to repel this inference was introduced by the plaintiff in the opening, and
it was upon that evidence that he relied in his close to overcome the difficulty. Beyond
question, his patent was prima facie evidence that he is the original and first inventor of
what he has described therein as his invention, and when taken in connection with his
original application is prima facie evidence that the invention was made at the time the
application was filed. Presumptions were in favor of the plaintiff to that extent; but when
he proposed to show that his invention was of a date prior to his original application, he
took the burden upon himself; and to maintain that theory, it was incumbent upon him
to prove by competent and sufficient evidence that he made the invention, at the period
suggested, and that he reduced the same to practice in the form of an operative machine,
and if he failed to prove either of the elements of the proposition, then the verdict should
have been for the defendant. Judge Story said, in Bedford v. Hunt [Case No. 1,217], that
“the intent of the statute was to guard against defeating patents,

JOHNSON v. ROOT.JOHNSON v. ROOT.

88



by the setting up of a prior invention which had never been reduced to practice. If it
were the mere speculation of a philosopher or mechanician, which had never been tried
by the test of experience, and never put in actual operation by him, the law would not
deprive a subsequent inventor, who had employed his labor and his talents in putting it
into practice, of the reward due to his ingenuity and enterprise.” Language equally explic-
it is employed by Mr. Justice Nelson, in the case of Parkhurst v. Kinsman [Id. 10,757],
wherein he says, “it is not enough to defeat a patent already issued, that another con-
ceived the possibility of effecting what the patentee accomplished. To constitute a prior
invention, the party alleged to have produced it must have proceeded so far as to have
reduced his idea to practice, and embodied it in some distinct form.” “It must,” says the
learned judge, “have been carried into practical operation; for he is entitled to a patent,
who, being an original inventor, has first perfected the invention and adapted it to prac-
tical use. Crude and imperfect experiments, equivocal in their results, and then given up
for years, can not be permitted to prevail against an original inventor, who has perfected
his improvement and obtained his patent.” Plaintiff claimed at the trial that the feeding
apparatus described by him, in the third claim of his patent, was invented by him, and
reduced to practice in the form of an operative machine, as early as October 27, 1848,
and that the same feeding apparatus was embodied in his original letters patent. Every
branch of the proposition was controverted by the defendant. He denied that the plaintiff
invented any such feeding apparatus at so early a period, or at any time prior to the date
of the application for his original patent, or that he ever reduced the same to practice in
the form of an operative machine, or that the feeding apparatus which he alleges he in-
vented and reduced to practice at that period of time, is now embodied in the third claim
of his reissued letters patent. Reference to the third claim of the patent will show what
the feeding apparatus is in the reissued letters patent on which the suit is brought, and
it may be well to refer briefly to the instructions given by the court to the jury upon that
subject, before stating the evidence introduced by the plaintiff to prove that he invented
the apparatus, and reduced it to practice, before the application for his original patent.
Such brief portions only of the instructions will be referred to as appear to be material to
the point under consideration. After reciting the claim, the jury were instructed that the
third claim of the plaintiff's patent was for his described means of feeding the cloth, or
other material, to be sewed in a sewing machine. Feeding the cloth, or material, was de-
fined as signifying such a regular, progressive advance of the material as would space the
stitches of the seam regularly, so that the stitches would be of equal length. Responsive
to the argument of the plaintiff, that the feeding instrument was distinct from the devices
for holding the cloth or material to be sewed, the jury were told that there was included
in the claim, as part of his mode of operation, not only the vibrating, piercing instrument,
substantially as described, but also whatever parts necessarily act in connection therewith,
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to feed the material to be sewed in a sewing machine, so far as any function they per-
formed modified the action of the feeding instrument. As explanatory of that instruction,
the jury were told that there must be a table, or some equivalent mechanical device, to
keep the cloth in position, so that it would resist the thrust of the piercing instrument
while it was making the perforation, after the pressure of the holder upon it was relieved
to permit the needle, as it vibrated, to move forward the cloth a sufficient distance for the
succeeding perforation. In this connection, the jury were also told that the vertical bar, or
holder, when held down upon the cloth by the spring, was quite necessary to the proper
operation of the feeding arrangement, and were accordingly instructed to the effect that
the surface below the material, called the table, which supported the cloth when it was
pressed by the vertical bar, or holder, so as to keep the cloth from slipping as the needle
descended and perforated it, and also the cloth holder, which exerted its pressure for that
purpose, were included in the claim as necessary to the plaintiff's mode of operation in
feeding the material to be sewn, so far as the functions performed by those devices modi-
fied the action of the feeding instrument. To show that he invented this feeding apparatus,
and reduced it to practice within the meaning of those terms, the plaintiff introduced the
“old red” machine, as it was called throughout the trial. Parties are competent witnesses
by the local law, and accordingly the plaintiff was very fully examined upon this subject.
According to the testimony of the plaintiff, his first step toward constructing a sewing
machine was taken in July, 1818, when he made certain patterns for needle bars, and he
states that needle bars were subsequently made from the patterns by his directions. He
arranged them in a temporary frame, and got some gearings made, but they proved not to
be of a character to answer any purpose, except as a basis of calculation for another set of
patterns, and he states that he did not attempt to sew with the machine. Having made his
calculations, he constructed a new set of patterns and sketches, and employed a mechanic
to make another set of needle holders and apparatus for a machine. They were made in
August, 1848, and after they were completed, the plaintiff took them, together with the
shafting and gearing which he had provided, to a cabinet maker, and employed him to
make the frame. That machine had the straight clamp, or what was called the
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“wooden holder,” during the trial, and the witness states that he did sewing enough with
the machine to satisfy himself that it “was going to be a good practical thing.” Intending
to reconstruct the machine more thoroughly, with a view to apply for a patent, he took
the needle holders out of the frame and carried them hack to the machinist, in order to
have another set made with certain additions and alterations. After the needle holders
were completed, and the shafting and gearing had been somewhat improved, he then had
a new frame made for the machine, and put the whole in working order, using for that
purpose the third set of needle holders. About the same time he also had a ratchet clamp
made, but as it was not fully completed, and the arrangement to receive it was not fin-
ished, except on one side of the machine, it could not be used. Castings were also made
by the plaintiff for a rotary clamp holder, but they proved to be too heavy and were never
finished, so that the only device ever used by him, before he went to Washington with
the machine, was a straight clamp, or wooden holder, like the one produced at the trial,
but that was not carried to Washington, and the identical device was not produced at the
trial.

On cross-examination the witness testified in substance and effect that he used the
straight clamp to try the machine and see what the effect would be as a feeder, and that
the afterward arranged the wheel or circular clamp to make the machine automatic, and
that the other was given up, adding, in the same connection, that he did not consider that
the straight clamp was very curious or patentable. Short pieces of canvas and padding
were sewed by the plaintiff in the ma-chine before he went to Washington, and he states
that he used the straight clamp or wooden holder for that purpose, and that he some-
times sewed the length of the piece, and then around the edge, and back again in various
forms. He started for Washington on October 27, 1848, having completed the machine a
few days before, taking with him the patterns for the rotary clamp, but leaving behind the
castings and the wooden holder. After his arrival in Washington, he employed a patent
solicitor, and soon learned that some parts of his invention had been anticipated by oth-
ers, and that his model was too large, and would not be received at the patent office on
account of its size. Forwarded as this machine was, by the merchandise train, he arrived
in Washington several days before the machine came to hand, and during that period
he constructed a rotary damp, which was made of mahogany. Injury had been done to
the machine on the route, but he repaired it and fitted in the rotary clamp for the first
time. Up to that period of time he had never used any other than the straight clamp or
wooden holder, and, in point of fact, could not do so because he had not constructed
any rotary clamp, and one of the necessary arrangements for the ratchet clamp had not
been completed. Having fitted in the rotary clamp, he says he operated the machine in
the presence of his patent solicitor, but he does not state that he used it to sew seams.
When he found he could not patent the machine, he decided, under the advice of his
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solicitor, to file a caveat, and his solicitor also prepared another paper, in the nature of a
petition for a patent, but it was never presented at the patent office. His patent solicitor
prepared the caveat, and it was duly executed and filed on November 7, 1848, and was
accompanied with a drawing to illustrate the invention. Nothing further was done by him
toward procuring a patent. On the contrary, having executed those papers, and filed the
caveat, he took the machine out of the frame, leaving the frame there, put the parts of
the machine into a trunk, which he purchased for the purpose, and on the same after-
noon left Washington to return to his home. All those parts of the machine remained in
the trunk, in his house at New Hartford, until he removed to Granville, when he put
them into a box, and, with the exception of some few parts, which he afterward used
in other machines, they remained in the box until the first part of January, 1853. During
the period, from November 7, 1848, when he left Washington, to the last of December,
1852, or the first part of January, 1853, he did nothing to perfect or construct any needle-
feed apparatus for feeding the material to be sewn in a sewing machine. Taking his own
statement as true, he commenced soon after he returned from Washington to make the
preparatory investigation to accomplish what is called the Grover & Baker stitch, and, in
the course of that month, or the month following, he made a model. While he was at
work on the model, and within eight or ten days after he returned, he wrote to his patent
solicitor respecting the same, stating, among other things, that “the needles cross each oth-
er and catch the thread from each needle, in the same manner as they do when both pass
through the cloth, the object being to have all the looping on one side, and on the other
side leave but one thread the same as in common back stitching by hand.” In the same
letter he also stated that “the only disadvantage (if it may be called a disadvantage) in this
arrangement of the needles, will be in the necessity of moving the wheel, on which the
work is placed, by means of a feeder, as I had designed to move the bar, which is very
easily done.” Some time in January following he sent a rough model of that machine to
his patent solicitor, and it remained in his possession till October or November, 1852.
Little or nothing was done by him after that toward constructing any model or machine,
except to make some patterns, till June or July, 1852, when he went to Springfield and
had some gearings, castings, and shafting
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made for a sewing machine, and shortly afterward went to Granville and employed a me-
chanic to help him make the machine. Both parties conceded that these were models of
what is called the Grover & Baker stitch, with a rotary clamp, and the witness stated that
he completed the invention in September, 1852, and carried the model to Washington
and filed an application in the patent office, with a view to patent the invention. But a
patent had been issued to Grover & Baker for the same stitch, on February 11, 1851, and
they had an application pending, or one was shortly afterward presented, for a reissue of
the patent. Upon the presentation of the application an interference was declared by the
patent office, and notice was given to the applicants. Where upon they sent their agent to
adjust the controversy with the plaintiff. They first met at Hartford, and there the plaintiff
saw and examined the Grover & Baker machine. Two or three other interviews were
had, and an arrangement was made whereby the plaintiff assigned to the agent of the oth-
er parties all his interest and claim in the stitch, and perhaps in the needles. Under the
arrangement, the patent for the stitch, etc., was to issue in the name of Mr. Bates, and it
was accordingly granted to him on February 22, 1853, and on the twelfth day of April fol-
lowing, a patent issued to the plaintiff for the rotary clamp. None of these transactions had
any relation to any apparatus for feeding the material to be sewn in a sewing machine, and
they are of but little importance in the case, except as showing the nature of the plaintiff's
employment, and that he had an opportunity to examine the Grover & Baker machine.
Drawings for a needle feed were commenced by the plaintiff about January 3, 1853, and
in the spring of that year he had the frame of the old red machine constructed, as it was
exhibited at the trial. Some changes, however, were made in the parts of the machinery,
as, for example, the cams are not the same, and other needles have been supplied. Most
of the parts, as the plaintiff states, are the ones that he brought back from Washington,
but the crank and one pulley he had used in getting up one of the other models, and
the rotary clamp and the fly wheel are also new. His application for a patent was filed
March 31, 1853, and on March 7, of the following year, the original patent was issued. To
account for the delay, from November 7, 1848, when he left Washington, until January
3, 1853, when he commenced to restore the machine, he introduced testimony tending to
show that during a part, or all of that time, he was in poor health, and that he was some-
what embarrassed in his circumstances. On the other hand, the defendant introduced
testimony tending to show that his general health was not seriously impaired, and that
his pecuniary circumstances were such that he was able to purchase a farm worth some
fifteen hundred dollars, and that he had about the usual amount of stock on the farm.
Nothing need be said respecting the caveat, as the statement of the case already exhibited,
shows that it expired without any thing being done to restore the machine. On this state
of the case the jury were instructed, that if the plaintiff did not make any such invention
as is described in the third claim of his reissued letters patent in 1848, or if he did, that
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he did not reduce the same to practice, in the form of an operative sewing machine, then
they were not authorized to find that his patented invention takes date prior to the time
when he filed his application for his original patent Two other instructions, applicable to
this state of the case, were also given by the court, which it becomes important to notice.
Of these the first was, that if the jury find that the plaintiff invented the needle feed,
which is in the old red machine, in 1848, embodying the same in a machine, of which the
old red is a true representation (excluding the rotary clamp), and operated it with the sta-
tionary holder, as he has described in his testimony, and carried it to Washington, leaving
the stationary holder at home, and there constructed, and fitted in the rotary clamp, and
operated it there, as he has stated in his testimony, and on November 7, 1848, filed his
caveat in the patent office, still, if they also find that the plaintiff, on the same day that
he filed the caveat, took the machinery out of the frame in Washington, and brought the
parts home, leaving the frame there, and laid them aside as something incomplete, and
requiring more thought and experiment before he restored the invention in the form of
an operative machine, although not with a definite intention of abandoning what he had
accomplished, yet not with any determinate intention of resuming the same, but really for
the purpose of preserving the parts, to be used by him, or not, as he might thereafter
determine, and suffered his caveat to expire, and did nothing to restore the invention in
the form of an operative machine, or to mature the needle feed, from the time he left
Washington to the last of December, 1852, when he commenced to make a model with
a view to apply for a patent, and, in the mean time, A. B. Wilson, without knowledge of
what the plaintiff had accomplished, invented the same thing, and reduced the-same to
practice, in the form of an operative-machine, filed his application for a patent after the
plaintiff's caveat had expired, and then obtained letters patent for the same, and that A.
B. Wilson, or his assigns, manufactured machines under that patent for practical use as
sewing machines containing the same feed, and that the machines so manufactured were
sold in the market and went into practical use before the plaintiff commenced to restore
his invention, or to make-his model with a view of obtaining his original patent, then the
jury are instructed.
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that if the defendant's machine was made under the Wilson patent, and the defendant
sold the same by the authority of Wilson or his assigns, the plaintiff cannot carry back his
invention to any period prior to the time he commenced to make the model for his original
patent, provided the jury also find that the Wilson patent embodies the same needle feed
as that of the plaintiff's patented invention. Secondly, they were also instructed that if they
found that the plaintiff, after having taken the machinery out of the frame, in Washington,
and brought it home, leaving the frame there, laid the machinery aside as something in-
complete, and requiring more thought and experiment, and never intending to reconstruct
the machine, or to restore the needle feed in the form of an operative sewing machine,
without material modifications or alterations, but only to preserve the parts to be used
in other inventions as circumstances might arise, then the jury were instructed that they
would be fully warranted in finding that he deserted and abandoned the invention so far
as respects the needle feed, provided they also found that he did nothing to restore the
needle feed in the form of an operative machine, from November 7, 1848, to the last of
December, 1852, or the first of January, 1853.

I. Extended argument upon the several propositions, arising out of the proper applica-
tion of these instructions to the evidence in the case, will not be attempted; as I am of the
opinion that the jury erred in respect to them all; and that if they had properly applied
any one of them to the evidence, their verdict must have been for the defendant. They
were told, in addition to the first instruction referred to, that it was necessary for them
to inquire and determine what if any thing, the plaintiff invented and reduced to practice
in the form of an operative sewing machine, so far as respected the feeding apparatus,
prior to his application for his original patent, and if any thing, whether the same, or a
substantial and material part of the same, was embodied in the reissued letters patent, as
construed and defined by the court. As already appears, the court had construed the third
claim of the reissued letters patent, and instructed the jury that there was included in it,
not only the vibrating piercing instrument, substantially as described, but, also, whatever
other parts necessarily acted in connection therewith, to feed the material to be sewed in
a sewing machine, so far as the functions performed by such other parts modified the
action of the feeding instrument. Applying those instructions to the evidence, it is obvious
that the jury must have found as follows: First. That the plaintiff invented and reduced
to practice in 1848, an operative sewing machine, which contained embodied therein a
needle feed, which is the same, or substantially the same, as that described in the third
claim of his reissued letters patent. Second. That the old red machine, made in 1848,
was an operative sewing machine, and that it contained the needle feed described in the
third claim of the plaintiff's reissued patent as construed and defined by the court, includ-
ing the pressure foot and table, or equivalent devices. Third. They must have found that
the plaintiff, on his return from Washington, did not lay aside the parts of the machine
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brought home as something incomplete, and requiring more thought and experiment, be-
fore he attempted to restore the invention in the form of an operative machine, as that
element of the instruction, in the main aspect of the case, was the only one that properly
admitted of any dispute. Fourth. They must have found that the plaintiff did not desert
and abandon the invention, so far as respects the needle feed, and, consequently, that
after having taken the machinery out of the frame and brought the parts home, leaving the
frame in Washington, he did not lay the machinery aside as something incomplete, and
requiring more thought and experiment, but that he laid it aside without any intention of
abandoning the same, and with the intention of constructing a new frame, and of restoring
the invention, including the needle feed, in the form of an operative machine. 1. Giving
full effect to all the testimony of the plaintiff, it does not show, and in the judment of
the court does not tend to show, that he invented in 1848, and reduced to practice in the
form of an operative machine, any needle feed which included a pressure foot and table,
or any equivalent devices, and unless the needle feed included these devices, the jury
were not authorized, under the instructions of the court, to find a verdict in favor of the
plaintiff. His own testimony shows indubitably, that the straight clamp or wooden holder
was a mere experiment and as such, was left at home, when he went to Washington,
with a view to apply for a patent; and in point of fact, the clamp was never restored until
near the close of the first trial to the jury. Argument upon that subject is unnecessary, as
the testimony of the plaintiff upon the point is full and explicit. He never completed the
ratchet clamp, and it will hardly be pretended that the rotary clamp is, or can be to any
practical extent, an equivalent for the pressure foot and table, to be found in the patented
invention. Unfinished and incomplete as the machine was, it is impossible to hold, on the
evidence exhibited, that it was reduced to practice in the form of an operative machine,
without departing from the well settled rules of law, uniformly recognized and approved
in all the courts of the United States. Gayler v. Wilder, 10 How. [51 U. S.] 498; Reed
v. Cutter [Case No. 11,645]; Curt. Pat. § 43; Woodcock v. Parker [Case No. 17,971];
Washburn v. Gould [Id. 17,214].

II. Further explanations are not necessary to show that the verdict could not have been
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for the plaintiff, unless the jury found that the old red machine was an operative sewing-
machine, and that it included the equivalents of the pressure foot and table, so far as
those devices in the patented machine modified the action of the feeding instrument. Ev-
idently the finding of the jury on that point is against the evidence, as already explained,
or it is entirely opposed to the charge of the court.

III. Taking the uncontradicted testimony of the plaintiff as true, he did nothing during
the period, from the seventh day of November, 1848, to the last day of December, 1852,
or the first part of January, 1853, to construct or perfect, any needle feed apparatus, for
feeding the material to be sewn in a sewing machine. Evidence explanatory of the delay
was wholly wanting at the time, except that offered as to the health of the plaintiff and
his pecuniary condition, and the evidence on that point was conflicting, and the plaintiff's
own testimony showed that he was able, and found the means to work at other inventions
within that period. Considering all the circumstances, and giving them all due weight,
still the inference was a clear one that the plaintiff, on his return from Washington, had
laid aside the materials as something incomplete, and which required more thought and
experiment before he attempted to restore the invention. Regarding the inference to that
effect as a clear one, and wholly unopposed by other evidence of any importance, I am
of the opinion that the verdict, in this view of the case, was clearly against the evidence.
Wilkinson v. Greely [Case No. 17,671].

IV. When the plaintiff returned from Washington, he laid the parts of the machine,
brought home, aside, as before explained, and never attempted to restore the invention
until an opportunity was afforded him to examine the Grover & Baker machine.

Prior to that time, there is not, in the view of the court, a circumstance in the case
that does not appear to indicate that he had utterly deserted and abandoned the old red
machine. He had devoted all of his time and attention to the construction of models for
other inventions; and as circumstances had rendered it convenient and useful, he had ap-
propriated a certain portion of those materials to other machines. Except the fact that he
did ultimately reproduce the machine, or a representation of it, there does not appear to
be the slightest evidence to warrant the conclusion, that when he laid the materials aside,
he had any expectations whatever that he would ever attempt to restore the invention.
For these reasons, I am of the opinion that the finding of the jury on this point was un-
deniably against the weight of the evidence.

V. Nominal damages only were claimed by the plaintiff in the opening of his case, and
the evidence showed that the defendant sold but one machine, and that was admitted by
the defendant at an early stage of the trial. When the subject of damages was alluded to in
the closing argument, it was again stated that the plaintiff only claimed nominal damages.
Such damages only being claimed, and there being no sufficient evidence to show that
more than one machine was sold, the court instructed the jury if their verdict was in favor

YesWeScan: The FEDERAL CASESYesWeScan: The FEDERAL CASES

1717



of the plaintiff, to find nominal damages; but they returned a verdict in his favor assessing
damages in the sum of five hundred dollars. Errors of this description may sometimes be
obviated by allowing the prevailing party to remit the excess, and that course is frequently
adopted in cases where the court is satisfied that the error has resulted from oversight
or mere inadvertence; but where, as in this case, the finding is not only contrary to the
evidence, but in direct contravention of the charge of the court, the difficulty can not in
general be remedied in that way. Parties have a right to an impartial trial according to law;
and where it appears to the court that the requirement of the law in that behalf has not
been fulfilled, it is the duty of the court, on motion to that effect, to set the verdict aside
and grant a new trial.

VI. Misconduct of the party and of the jury is also alleged; but having already reached
the conclusion, upon grounds connected with the merits of the controversy, that a new
trial must be granted, it is not deemed necessary to reproduce the evidence offered by the
defendant in support of the motion. Irregularity on the part of the party charged, or of the
jury, must be satisfactorily proved in order to lay the foundation for the interposition of
the court; but when the irregular conduct is established, it is not necessary that it should
certainly appear that it influenced the jury. In that state of the case, it is sufficient that the
irregularity appears to be of such a character that it might have affected the impartiality
of the proceedings. Such was the rule laid down in Com. v. Roby, 12 Pick. 520, and
it appears to be correct. In that case the court says that “where there is an irregularity
which may affect the impartiality of the proceedings, as where meat and drink, or other
refreshments have been furnished by a party, or where the jury have been exposed to
the effect of such influence, as where they have improperly separated themselves, or have
had communications not authorized, there, inasmuch as there can be no certainty that the
verdict has not been improperly influenced, the proper and appropriate mode of correc-
tion or relief is by undoing what is thus improperly and may have been corruptly done.”
Text writers usually state the rule as follows: “That whenever it is made satisfactorily to
appear that the jury were influenced by improper motives, or that they acted corruptly or
under a mistake, or it clearly appears that a fair trial has not
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been had, the verdict will be set aside and a new trial granted.” Any improper interference
with the jurors may afford sufficient ground for granting such a motion, and it is not nec-
essary that the attempt to influence the jurors should be made by one of the parties, nor
even by his agent. It is sufficient if it clearly appear that it was done in his behalf, and it is
never necessary to show that the misconduct controlled or determined the verdict, provid-
ed it was of a character that it might have had an undue influence. Taken as a whole the
evidence shows very unusual and, in the opinion of the court, culpable conduct on the
part of Thomas J. Herring, which can not but be regarded as an irregularity, and which,
in point of fact, affords strong grounds to conclude, that he must have learned from some
one of the jury the result of their deliberations, before that result was announced in court
Strong ground to conclude, also, that the plaintiff knew what the result would be several
days before the verdict was rendered, is also furnished by the testimony taken in the mo-
tion.

Those facts and circumstances must be weighed, in connection with the conduct of
the jury, in disregarding the instructions of the court in respect to the merits of the con-
troversy; and when viewed in that connection, they produce full conviction, in the mind
of the court, that the parties have not had an impartial trial according to law. Courts of
the United States have power to grant new trials in cases where there has been a trial
by jury, for reasons for which new trials have usually been granted in courts of common
law; and where, as in this case, it is fully made to appear that the trial has not been an
impartial one, it is the duty of the court to exercise the power conferred by the judiciary
act. Verdict set aside and new trial granted.

1 [Reported by Samuel S. Fisher, Esq., and by William Henry Clifford, Esq., and here
compiled and reprinted by permission.]

2 From 2 Cliff. 108.]
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