
Circuit Court, Pennsylvania.2 Oct. Term, 1821.

ISAACS V. COOPER ET AL.

[4 Wash. C. C. 239;1 1 Robb, Pat. Cas. 332.]

PATENTS—IMPROVEMENTS—EQUITY PRACTICE.

1. Rules of the courts of equity, as to granting injunctions in patent cases.

2. A patent for an improvement on a horizontal wheel invented by the patentee, without saying, what
the original invention was, or referring to any thing for information, makes the patent so defective
that the court will not grant an injunction for an alleged invasion of it

[Cited in Foster v. Moore, Case No. 4,978: Hovey v. Stevens, Id. 6,745; Hogg v. Emerson, 6 How.
(47 U. S.) 485; Motte v. Bennett Case No. 9,884; Buchanan v. Howland, Id. 2,074; Hat-Sweat
Manuf'g Co. v. Davis Sewing-Machine Co., 32 Fed. 403; Wirt v. Hicks, 46 Fed. 71.]

In equity.
WASHINGTON, Circuit Justice. This case comes before the court upon a motion

for an injunction. The plaintiff, by his bill, claims to be the proprietor of “an improvement
on the horizontal circular plane or wheel, invented by him, for the purpose of gaining
power by applying animal weight to the propelling of boats on water, or to machinery on
land;” which, the bill charges, was secured to him by a patent dated the 17th of Novem-
ber, 1819, and that the specification was filed in the patent-office on the 13th of April,
1818. The specification states, that “the method used in this new invention is to have
the animals harnessed to any particular part of the boat, or machinery, and to have them
acting, or walking on the deck, or on a movable or fixed platform, square, circular, or of
any other shape—the same being fixed to a perpendicular shaft and connected by cog-
wheels, so as to act on the water-wheel. By which new position or place in the boat, on
which the animals are kept in action, two or four horses will perform, and save the labor
of from twelve to twenty when kept moving in the ordinary method at present used in
team-boats.” The bill sets forth a certificate of the secretary of state that the specification
on which the plaintiff's patent was issued, dated New York, April 9th, 1818, was received
and filed in the patent-office, on the 13th of April, 1818.

The bill charges that the defendants have in use team-boats upon the construction
stated in his patent, and prays for an injunction against their continuing to use the same.
The answer of four of the defendants admits that the defendants use team-boats on the
Delaware, under a license from a Mr. Langdon, dated 2d of September, 1820, to use
boats constructed according to the plan and improvement secured to the said Langdon by
patent dated the 5th of June, 1819, and that they have had the said boats in use since the
date of their license. It denies that the plaintiff has used or sold his alleged improvement
or that he, or any other person, has practically tested the use or value of his asserted dis-
covery; that the boats used by the defendants do not interfere with the plaintiff's patent;
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and finally, that the plaintiff's patent is void, on account of the defective description given
of the alleged improvement in the specification. After the coming in of this answer, and
an unsuccessful motion for an injunction, because the bill did not state that the plaintiff
had ever sold or used his improvement, the plaintiff, having obtained leave for that pur-
pose, amended his bill by stating that the plaintiff was, and is, in the actual and profitable
enjoyment of his said improvement and has constructed, and caused to be constructed,
several boats upon the principles of his said improvement, and has sold four of them for
valuable consideration. No answer has been put in to the amended bill. The practice of
the court of equity, upon motions of this kind, is to grant an injunction upon the filing
of the bill, and before a trial at law, if the bill state a clear right, and verify the same by
affidavit. If the bill states an exclusive possession of the invention, or discovery for which
the plaintiff has obtained a patent, an injunction is granted, although the court may feel
doubts as to the validity of the patent. But if the defects in the patent, or specification, are
so glaring that the court can entertain no doubt as to that point,
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it would be most unjust to restrain the defendant from using a machine or other thing
which he may have constructed, probably at great expense, until a decision at law can be
had. The possession of the patentee against all mankind is stated by Lord Eldon, in Hill
v. Thompson, 14 Ves. 132, note, to have been the ground on which the injunction was
granted in the disputed patent of Watts. But, says the same judge, where the patent is
modern, and an injunction is applied for, and objections are made to the specification, or
to the validity of the patent, the court will not, from its own notions respecting the matter
in dispute, act on the presumed validity, or invalidity of the patent, without the right hav-
ing been previously ascertained at law; and will not grant the injunction till the plaintiff
has established the validity of his patent at law, which the court will order. 3 Mer. 624,
628; 6 Ves. 707; Coop. Eq. Pl. 158.

The objections to the interposition of the court, by injunction, in this case, are nu-
merous and insurmountable. The following are the most prominent. 1. It appears by the
answer, that Langdon's patent was prior in date to the plaintiff's, and that he was in the
full enjoyment and possession of it, by the sale of licenses, and the use of boats construct-
ed upon the plan of his patent and specification. It is true that the secretary of the state
has certified that the plaintiff's specification was filed in the patent-office in April, 1818.
But that specification cannot possibly be the one upon which the patent stated in the bill
was granted, because that is without date, and the specification mentioned in the certifi-
cate is described as being dated at New York, April 9th, 1818. 2. The bill, even with
the amendment, does not state an exclusive possession of the plaintiff's discovery at any
time since the emanation of his patent. The amended bill charges that the plaintiff was
and is, in the actual enjoyment of his improvement; that he has constructed boats upon
the principles of it and has sold four of them. But when were these acts performed? For
aught that appears, they may have been subsequent to the practical employment by the
defendants and others of the right acquired under Langdon's patent 3. The answer posi-
tively denies that allegation in the bill which charges that the defendants have in use boats
upon the plan of the plaintiff's asserted improvement and avers that the boats which they
have in use do not interfere with the plaintiff's patent 4. The last and by no means the
least fatal objection, is to the patent and specification, which are so manifestly defective,
that the court ought not to interpose until the plaintiff shall have established his right at
law, if he can do so. The patent is for an improvement on the horizontal wheel, invented
by the plaintiff. But what the nature of the invention was upon which this is alleged to
be an improvement is not stated. Was it patented; and if not, is there any other source
of information to which others can resort, in order to find it out, so as to enable them
to distinguish the improvement from the original invention, and, in mat way, to discover
in what the improvement consists? Neither the patent or spec-nation affords the slightest
information upon those points. The invention alluded to may, for aught that appears, be
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known to no other person than the plaintiff. How then can any human being, however
skilful in the art, find out, with certainty, or even conjecture, in what the improvement
consists, from the patent itself, or from the records in the patent office? If the original
invention had been patented, the specification should at least have referred, and plainly
described it. If it was not, it should have stated what that invention was, and in what the
improvement consists. As the matter stands, the nature of the improvement is altogether
unintelligible.

The injunction is denied.
1 [Originally published from the MSS. of Hon. Bushrod Washington, Associate Jus-

tice of the Supreme Court of the United States, under the supervision of Richard Peters,
Jr., Esq.]

2 [District not given.]
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