
Circuit Court, N. D. Illinois. Oct. Term, 1856.

FOSS ET AL. V. HERBERT.

[1 Biss. 121; 2 Fish. Pat. Cas. 31.]1

PATENTS—CLAIM FOR ENTIRE MACHINE AND SEPARATE
PARTS—INFRINGEMENT—IMPROVEMENT OF PATENTED MACHINE BY
STRANGER—MECHANICAL EQUIVALENTS.

1. A claim in a patent for an entire machine does not deprive the patentee of his right to claim the
parts also.

[Cited in Leach v. Dresser, 69 Me. 132.]

2. It is not necessary, to constitute an infringement, that the whole machine should be used. If either
one of the parts claimed is used in substantially the same manner in a similar machine, it is an
infringement.

3. It is not material what the theory of the patentee, in regard to his invention, may be; but, the
question is, do the tools used by the defendant act substantially in the same manner, and produce
substantially the same result as those of the plaintiff?

[Cited in Hamilton v. Ives, Case No. 5,982.]

4. The drawings are a part of the description of the thing patented, and are to be considered with
the specification.

5. A man may improve a patented machine so as to entitle him to a patent for his improvement; but
that will not give him the right to use the invention of the first patentee without his license.

6. The question to be determined on the issue of infringement, is whether under a variation of form
or, by the use of a thing which bears a different name, the defendant accomplishes, in his ma-
chine, the same purpose or effect as that accomplished by the patentee, or
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whether there is a real change of structure and purpose.

7. If the change introduced by the defendant (as for instance, the substitution of the spring for the
roller) constitutes a mechanical equivalent in reference to the means used by the patentee; and if
besides being an equivalent, it accomplishes something useful beyond the effect or purpose ac-
complished by the patentee, (as, for instance, the effect claimed in its action on winding or warped
boards,) it will still be an infringement, as respects what is covered by the patent, although the
further advantage may be a patentable subject as an improvement on the former invention.

[Cited in Converse v. Cannon, Case No. 3,144.]

8. It is of no consequence, with respect to the question of infringement, whether the cutters of the
defendant are like or unlike the plaintiffs' in respect to their cost, adjustability, mode of sharp-
ening, or any other peculiarity of construction, provided that, notwithstanding such difference of
construction, they are in their mechanical action, operation, and effect in the combination, the
same with those of the plaintiffs.

This was a special issue out of chancery [in the suit of Robert H. Foss and others
against George Herbert], tried by Judge DRUMMOND and a jury, to determine the
question of the infringement of the tonguing and grooving combination set forth in letters
patent granted to William Woodworth, December 27, 1828, for a “new and useful im-
provement in the method of planing, tonguing, grooving, and cutting into mouldings, of
either plank, boards, or any other material, and for reducing the same to an equal width
and thickness, and also for facing and dressing brick and cutting mouldings on, or facing
metallic, mineral, or other substances;” extended by the board of commissioners for sev-
en years, from December 27, 1842, extended by special act of congress passed February
26, 1845 [6 Stat 936, c. 27], for seven years from December 27, 1849, and reissued July
8, 1845. The defendant's machine was known as the “Norcross Tonguing and Grooving
Machine,” employing a pressure spring, bearing down upon the face of the board at points
between the axes of the tonguing and grooving cutter wheels, together with front and rear
rollers for feeding, which rollers were pressed down with adjustable springs or screws.
The cutter wheels consisted of circular plates cut as one plate out of the solid metal, and
secured together upon the spindle with four, six, ten, and twelve teeth projecting from the
periphery of the plate, (called, by the defendant, circular saws) and designed for cutting
the tongue and groove.

S. A. Goodwin and E. C. Lamed, for plaintiffs.
George Herbert and Grant Goodrich, for defendant
DRUMMOND, District Judge (charging jury). This case comes before you on an is-

sue from the chancery side of the court, to determine a question of infringement. Only
one question is submitted to you by the court.

This is the sole question you have to consider, and in this respect you have no dis-
cretion. It is whether the machine of the defendant is an infringement on the machine
of the plaintiffs', and if so, in what particular? You will therefore throw out of view all
questions as to the originality or novelty of the Woodworth machine. These questions are
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not before you, and are not left to you, and you must pay no regard to them. They were
not left to you, because they had been tried over and over again in nearly all the circuits
of the United States, and as far as the novelty and originality of the patent are concerned,
have been in every instance decided in favor of the patent, and it seemed an unnecessary
consumption of time to investigate these matters again.

The defendant has used a machine which the plaintiffs allege is an infringement in
whole or in part of the Woodworth patent. The first point to determine is the proper
construction of the patent and specifications. This is matter of law, and you are to take the
law as laid down by the court, as obligatory and controlling upon you whatever your own
opinions may be in regard to it The original patent was granted in 1828. In the original
specifications, Woodworth disclaims the invention of circular saws or cutter wheels. He
claimed his improved method of cutters for tonguing and grooving. In 1845, the patent
was re-issued with amended specifications.

It is this amended patent which governs the rights of the plaintiffs and defendant. In
this re-issued patent the invention is described as a machine for planing, tonguing, and
grooving boards. The patentee claims as his invention: First. The planing cylinder in com-
bination with the pressure rollers. Second. The combination of the planer with the re-
volving cutter wheels for tonguing and grooving. With these two claims we have nothing
to do, as it is admitted that the planer is not used by the defendant in his machine. Third.
The combination of the tonguing and grooving cutter wheel with the pressure rollers, so
as to tongue and groove boards in one operation, as described. Fourth. The combination
of either the tonguing or grooving cutter wheel with the pressure rollers as described. It is
in relation to these two claims that the controversy arises. My views of the law governing
the construction of this patent are expressed in Moody v. Fiske [Case No. 9,745.]

I understand that Woodworth claimed an entire machine, and certain combinations of
parts of it which went to make up the entire machine. And for the purpose specified, it
is a valid claim. The third and fourth claims are valid claims under this issue, being parts
of the combined machine specifically claimed, and a claim of the whole did not deprive
him of his right to claim the
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other parts also. He claims combinations of different things which go to make up the en-
tire machine, which entire machine consists of various parts, and each and all of which
he claims as his invention.

Now, it is not necessary that the entire machine should be used to constitute an in-
fringement of the patent; if any one of the parts claimed is used in substantially the same
manner in a similar machine, it is an infringement No person could take out the planer
and use the rest, and thereby escape a violation of the patent

There still remains, after the planer is removed, combinations which Woodworth
claims to have invented, and although the planer is gone, it is still the Woodworth ma-
chine, shorn only of its planer, and the Woodworth combination for tonguing and groov-
ing, remains.

Is the defendant's machine substantially like the plaintiffs' after the planer is removed
from the latter? If it is, it is an infringement. In a patent for a combination there can be
no infringement, unless all the material parts entering into the combination are used. You
may use the parts provided you do not use the combination.

Thus there is in this case no infringement by using the cutters or the rollers alone, but
they must be used in the same combination as in the Woodworth machine, as described
in the patent,—that is the one in combination with the other,—to constitute an infringe-
ment There are two particulars in which the alleged infringement consists. I do not see
that there can be any controversy in regard to the two outside rollers, in either machine.

The fact that one is weighted with levers, and the other with springs, makes no dif-
ference,—they both operate as feed and pressure rollers. The two particulars in which the
alleged infringement is claimed to ‘consist are: First In the use of cutter wheels. Second.
In the use of the spring.

Now it is not necessary that the defendant should use the entire machine. It is only
necessary that he should use the combination as it is described in the patent, but it must
be the identical combination described. With this view other machines have been admit-
ted in evidence. If prior machines were in existence at the time of the Woodworth patent,
the only ground on which that patent could be good would be that it was different from
such prior machines. It is for you to say whether the machine of the defendant is identical
with those prior machines or not Woodworth does not claim the art or result of tonguing
and grooving boards, but only the mode in which he did it. Any person can use any other
machine not identical with Woodworth's.

His claim is limited to the method described. The patent claims that the pressure
rollers in this combination have the effect to hold the board steady and prevent its being
drawn into the axes of the cutters. It is not material what the theory of the patentee was
on this point
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Do the tools used by the defendant act substantially in the same manner, and produce
substantially the same result as those of the plaintiffs? If the springs do produce sub-
stantially the same result, so that one is a mechanical equivalent for the other, then they
infringe, and the same rule applies to the cutters. If the cutters of the defendant produce
substantially the same result, in substantially the same way, so that the one is a mechanical
equivalent for the other, then it is an infringement

If you believe that the defendant's cutters operate differently on the boards from the
Woodworth, that is an important consideration with reference to the question of their
identity with those of the plaintiffs. They must not only produce the same result of tongu-
ing and grooving, but they must do it in substantially the same way. You will determine:
First Whether these springs are mechanical equivalents for the pressure rollers of the
plaintiffs. Second. Whether the cutters or saws of the defendant are mechanical equiva-
lents for the cutter wheels of the plaintiffs, and whether the two are used in combination
with each other in substantially the same manner as in the Woodworth machine. The
drawings are a part of the description of the thing patented, and are to be considered in
connection with the specifications.

An infringement of a patent takes place whenever a party avails himself of the inven-
tion of the patentee without such variation as will constitute a new discovery. A man may
improve a patented machine so as to entitle him to a patent for his improvement, but that
will not give him a right to use the invention of the first patentee without his license.

A machine is an infringement of another if it incorporate in its structure and operation
the substance of the invention,—that is, by an arrangement of mechanism which performs
the same service, or produces the same effect in the same way, or substantially the same
way. Mere colorable alterations, or adroit evasions, by substituting “one mechanical equiv-
alent for another in the combination which constitutes the machine, should never be al-
lowed to protect a party.

The question whether one thing is a mechanical equivalent for another is a question
of fact, depending on the testimony of experts, on an inspection of the machines, and it is
an inference to be drawn from all the circumstances of the case by attending to the con-
sideration, whether the contrivance used by the defendant is used for the same purpose,
performs the same functions, or is applicable to the same object as the contrivance used
by the patentee.

The question to be determined is, whether, under a variation of form, or by the use of
a
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thing which bears a different name, the defendant accomplishes, in his machine, the same
purpose, object or effect, as that accomplished by the patentee, or whether there is a real
change of structure and purpose.

If the change introduced by the defendant (as, for instance, the substitution of the
spring in the place of the roller) constitutes a mechanical equivalent in reference to the
means used by the patentee, and if besides being an equivalent, it accomplishes as is
claimed, some other advantage beyond the effect or purpose accomplished by the paten-
tee,—as for instance the effect claimed in its action on winding or warped boards, it will
still be an infringement as respects what is covered by the patent, although the further ad-
vantage may be a patentable subject as an improvement on the former in vention. It is of
no consequence with respect to the question of infringement, whether the cutters of the
defendant are like or unlike the plaintiffs' in respect to their cost, adjustability, mode of
sharpening, or any other peculiarity of construction, provided that, notwithstanding such
difference of construction, the cutters of the defendant's machine are, in their mechanical
action, operation and effect in the combination, the same with those of the plaintiffs.

The only question for you to decide is, whether there has or has not been an infringe-
ment on the principles laid down by the court. You can find that the defendant has not
infringed, in any respect, or that he has infringed, and in what particulars he has infringed.

The jury found a verdict that the defendant infringed the combination of Woodworth
for tonguingand grooving in the use of the pressure springs, and the rear rollers in com-
bination with the cutters described.

[NOTE. For other cases involving this patent, see note to Bicknell v. Todd, Case No.
1,389.]

1 [Reported by Josiah H. Bissell, Esq.; reprinted in 2 Fish. Pat. Cas. 31; and here re-
published by permission.]
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