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Case No. 4,788. FINCH v. RIKEMAN ET AL.

(2 Blatchf. 301.}*
Circuit Court, S. D. New York. Sept. 1851.

PRODUCTION OF BOOKS AND PAPERS—AUTHORITY OF FEDERAL
COURTS—ACT OF SEPT. 24, 1789—LIABILITY OF DEFENDANT TO PENALTY.

1. Under section 15 of the act of September 24, 1789 (1 Stat 82), the courts of the United States
have power, on the application of a party to an action, to require the production of books or
writings in the possession or power of the adverse party, which contain evidence pertinent to the
issue, only in cases and under circumstances in which a court of chancery, by the ordinary rules
of proceeding in that court, would compel the production of the same.

{Cited in U. S. v. Younge, Case No. 16,783.}

2. The authority conferred by the act can be exercised, therefore, only in cases where the relief might
have been had by a bill of discovery, and as a substitute for that proceeding.

{Cited in Kirkpatrick v. Pope Manuf‘g Co., 61 Fed. 47.]

3. Where, in an action at law for the infringement of a patent, the plaintiff applied to this court for
an order requiring the defendant to produce his books, for the purpose of enabling the plaintiff
to establish therefrom the quantity and value of certain machinery made by the defendant, which
the declaration charged to have been made in violation of the patent: Held, that the application
could not be granted, because the direct consequence of the evidence, if obtained, would be to
subject the defendant to a penalty under section 14 of the act of July 4, 1836 (5 Stat. 123), and
the plaintff had not relinquished his claim to the penalty.

4. A bill of discovery will not be allowed in any case where the discovery will subject the defendant
to a penalty, unless the bill relinquishes all claim to the penalty.

This was an action on the case, to recover damages for the infringement of letters
patent for an improvement in railroad cars. The plaintiff {Reuben R. Finch] set forth, by
affidavit, that the action was at issue; that the defendants {Cornelius Rikeman and David
L. Seymour] had made the patented cars in whole and in part, and had sold the same to
various persons in different states, and had kept books of account, in which were entered
the numbers of cars or parts of cars sold by them; and that the production of those books
would show the extent of the damages or loss sustained by the plaintiff, for which the ac-
tion was brought. On this affidavit, the plaintiff moved, that the defendants be ordered to
produce, under oath, their books of account; that the plaintiff have leave to take copies of
such parts thereof as related to the matters stated in his affidavit; and that, on the failure
of the defendants to produce their books, final judgment be rendered against them in the
action. The defendants, by affidavit denied the infringement complained of, and set forth
that they were iron-founders and machinists by trade, and kept only one set of books, in
which were entered all charges for goods sold and work done in their line of business,

and that they kept no separate entry or account of any particular jobs of work or articles

sold.
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BETTS, District Judge. The provisions of the act of congress under which this motion
is made are, that the courts of the United States shall have power, in the trial of actions
at law, on motion and due notice thereof being given, to require the parties to produce
books or writings in their possession or power, which contain evidence pertinent to the
issue, in cases and under circumstances where they might be compelled to produce the
same by the ordinary rules of proceedings in chancery. Act Sept 24, 1789 (1 Stat. 82, §
15). It is plain, from the language of this statute, that congress did not intend to vest in
parties litigant an unrestricted right to all written evidence in the possession of an adverse
party, which might be pertinent to an issue in a trial at law; the qualification being explicit,
that the right is allowable only in cases and under circumstances in which the court of
chancery, by the ordinary rules of proceeding in that court, would compel the production
of books and documents.

We find no decision of the courts of the United States upon the effect of this qualify-
ing clause in the statute. The practice in this court, so far as it has come to our knowledge,
has been uniform, to regard the summary authority given by this statute as one to be ex-
ercised only in cases where the relief might have been had by a bill of discovery, and as
a substitute for that proceeding. This act of congress was probably the earliest regulation
of the subject, within the United States, by positive law. The substance of its provisions
has since been adopted in most of the states, either by express legislative enactments or
by rules of court authorized by existing laws or usages. The English practice, however,
obtained in some of the states long after the passage of this act, and the party claiming
to use the contents of papers in the hands of his adversary, was obliged to resort to a
notice to produce them, and, on non-compliance, to secondary evidence of their contents;
or, under particular circumstances, he might have an order of the court compelling their
production. 1 Tidd, Pr. 639; 1 Greenl. Ev. §§ 559, 560. But the practice in England and in
the state courts did not enable one party to bring from the possession of the other party,
as a matter of course, documents to be used on a trial, nor to compel the latter to disclose
whether they were in his hands or under his control. The relief proposed to suitors by
that practice was, however, more especially defective in affording no summary sanction to
an order to produce papers, which should apply to and affect the cause itself. The act of
congress remedies this deficiency, by authorizing a final judgment or a judgment of non-

suit, as the case may require, so that the
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rights of the party in the suit are made dependent on his compliance with the order
against him to produce the books or papers. These are stringent conditions, and require
from courts a careful consideration of the provisions of the act, before enforcing them.
The plain limitation to the right to the interposition of this court by giving final judgment,
is, that the application by a party for the production of papers be one which a court of
equity would sustain on a bill of discovery. The right, in our opinion, rests entirely on that
condition.

This motion demands the production of the defendants’ books, to establish the quan-
tity and value of the manufactures of machinery made by the defendants, which manufac-
ture is charged in the declaration to be an infringement of the plaintiff's patent. The effect
of the evidence sought for will be not only to enable the plaintiff to recover his entire
damages, but its direct consequence will be to subject the defendants to a penalty of three
times the amount of those damages, under section 14 of the act of July 4, 1836 (5 Stat
123). We think it against the rules of equity, to allow a bill of discovery in such a case,
unless the bill relinquishes all claim to the penalty which may be superinduced by the
production and exhibition of the books, and, for that cause, the motion must be denied.

2 Story, Eq. Jur. § 1494; Story, Eq. PL. § 575, and notes; 2 Daniell, Ch. Pr. 625, 821.
1 {Reported by Samuel Blatchford, Esq., and here reprinted by permission.]
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