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EDGARTON V. BRECK ET AL.

[5 Ban. & A. 42.]1

PATENTS—NECESSARY PARTIES TO SUITS FOR INFRINGEMENT—REMEDY FOR
MISJOINDER OF PARTIES.

1. All parties having title to a patent are necessary parties to a suit for its infringement. If the title is
undisputed, they may all he joined as complainants, but, if disputed, those whose title is ques-
tioned should be made defendants.

2. If parties who have no title to the patent are joined as complainants, the remedy is not a dismissal
of the bill, but merely of their names as parties to it.

3. The fourth and fifth claims of reissued letters patent, number 2,994. dated June 16th, 1868, grant-
ed to George Whitcomb for an improvement in horse-rakes held to be infringed by the defen-
dants.

[Cited in Edgarton v. Frust & Bradley Manuf'g Co., 9 Fed. 452; Green v. City of Lynn, 55 Fed.
519.]

Bill in equity [by Charles A. Edgarton, administrator, and others, against Charles H.
B. Breck and others] for infringement of the reissued patent No. 2,994, dated June 16th,
1868, granted to George Whitcomb for an improvement in horse-rakes. The original
patent was dated October 5th, 1858 [No. 21,712], and was extended for seven years in
1872, to October 5th, 1879. It expired after this suit was brought.

On May 31st, 1858, Whitcomb, reciting that he had invented a new and improved
horse-rake for which he was about to apply for a patent, and that Elbert White had agreed
to purchase “one undivided half of all the
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right, title and interest which I have or may have in consequence of the grant of letters
patent therefor,” granted to said White the full and exclusive right to one-half of all the
improvements, as described in the specification already prepared for the patent office, to
be held and enjoyed “to the full end of the term for which said letters patent may be
granted as fully as the same would have been held and enjoyed by me, if this assignment
and sale had not been made.” In February, 1864, Whitcomb and White jointly granted to
L. G. Kniffen all their “right, title and interest in and to said invention, with full power to
make, construct, use and vend to others to be used the said improved horse hay-rake for,
to and in the state of Massachusetts,” and some other states, to hold during the continu-
ance of said patent. Kniffen afterwards conveyed all his interest to Alzirus Brown, one of
the plaintiffs.

The patentee assumed that the grants before mentioned were for the term of the orig-
inal patent only, and he granted to said Alzirus Brown one-third of his interest in the ex-
tended term, and one-third to said Elbert White; and these three, Whitcomb, Brown and
White, united in conveying one-fourth interest to Thomas H. Dodge. The three persons
last named and Whitcomb's administrator were the complainants in this suit. The answer
set up that the assignments by Whitcomb to White, and by these two to Kniffen, and by
Kniffen to Brown, conveyed the exclusive interest for Massachusetts and the other terri-
tory mentioned therein for the extended, as well as the original term of the patent, and
that for this reason the complainant Brown was the only plaintiff who had any interest in
the suit. The defendants gave a very full history of the art, as shown by the patents which
had been granted before 1858, and upon the facts thus proved, denied the validity of the
Whitcomb patent, and that the defendants infringed it.

Thos. H. Dodge, for complainants.
W. B. H. Dowse and Alexander Selkirk, for defendants.
LOWELL, District Judge. I do not conceive it to be my duty to decide whether the

assignments of Whitcomb to White, and of Whitcomb and White through Kniffen to
Brown, conveyed, in advance, an interest in the extended term of the patent, or not. The
parties interested treated them as conveying only the original term, and when the exten-
sion was dealt with, the plaintiff Brown, who is now said by the defendants to be the sole
owner for a large part of New England, accepted a deed of one-third of the whole interest
from the original patentee, White accepted another third, and the three conveyed one-
fourth part of the whole patent to Dodge. Under these circumstances, the complainant
Brown cannot set up that he is the sole owner of the patent for Massachusetts, nor has
he asserted such a pretension. The defendants need not be solicitous for Brown's inter-
ests. They are safe in any event, since Brown is a plaintiff, and whatever his title may be,
his whole damages will be forever disposed of by the decree. Dodge is a proper party
plaintiff under any construction of the deeds, because he claims title under Brown. If the
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other complainants, Whitcomb and White, had no scintilla of interest, the remedy would
not be a dismissal of the bill, but merely of their names as parties to it. But, since these
persons insist that they have a title, and the records of the patent office show it, they are
necessary parties, either as plaintiffs or defendants; and if they had not been joined, the
present defendants might well have objected; and, since Brown and Dodge admit their
title, they are proper plaintiffs; if there had been a dispute between them on this point,
they should have been made defendants. The bill, then, is not objectionable in respect to
the parties plaintiff.

In Brown v. Whittemore [Case No. 2,033], the second and fourth claims of this reis-
sued patent were sustained by this court. In the present case, a large number of patents
have been referred to, some of which were not before us at the former trial. The most
important of these, that granted to Nathan Martz, was set up in the answer in Brown v.
Whittemore, but how much it was relied upon in argument I do not recollect. My impres-
sion is that Whitcomb was proved to have preceded Martz as an inventor in all respects,
and the only real question was whether plaintiff had not used or sold his invention for
a longer time than the law permits. Whitcomb has died, and there is no proof in this
case that his invention was earlier than his application; so that we must compare the two
patents, assuming Martz to be the first inventor of what he describes. The record makes
it evident that there were many inventors in this class of machines, and that the various
parts of a horse-rake, such as the wheels, thills, rakehead and teeth, with levers to raise
and lower the teeth, had been combined in many ways. The plaintiffs' rake appeared to
us in the former case, and still appears to me, to be a decided improvement upon the
older forms. It had greater capacity and a more useful operation, depending upon the
mode in which the rakehead was hinged, and that in which it was raised and lowered,
and the relative position of teeth to the line of the wheels. Martz's drawings undoubtedly
show a rake resembling Whitcomb's; but its organization is such that it was not capable
of doing such a variety of work, if indeed it would work at all. Its mode of holding the
teeth down to the work was by coiled springs, which must have interfered seriously with
the full oscillation of the rakehead, and which could not possibly be adapted, in the
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same rake, to do work upon different qualities of hay and grain; if the springs were strong
enough for one sort of work, they would be too strong or too weak for other sorts. It is
plain, therefore, that Martz does not anticipate all the claims of the reissued patent. It is
admitted by the plaintiffs that the first and third claims, which are for the combination
and arrangement of the rakehead and axle, and of rakehead, shafts, hinges and axle, must
be narrowly construed in order to be valid, and are not infringed.

The second claim is for “the combination and relative arrangement of the hinged rake-
head with the supporting axle and carrying wheels, substantially as shown and described,
whereby the head is supported above the rear upper edge of the axle, as shown, and the
lower ends of the teeth, when gathering the hay, occupy positions in rear of the head of
the wheels, and forward of a vertical plane on a line with the rear edge of the wheels,
substantially as shown in the accompanying drawings.” The defendants attach the upper
ends of their tines or teeth to a rod, stretched parallel with and, behind the axle; the rod
turns in sockets and carries the teeth upward when the load is dumped; the teeth are
attached firmly to the rod only at their ends, and have a little vertical play which enables
them to avoid slight inequalities in the ground or other obstructions; at some distance
behind and a little above this rod, and firmly attached to it in two or three places, is a
bar with staples on its under side, through which the teeth are passed, and which are
large enough not to interfere with the play of the teeth above mentioned. One of the dis-
puted questions is whether this rod and bar together make a rakehead. The defendants
show that constructions like this were known before Whitcomb's patent was issued, one
of which is found in the Randall Pratt patent; and there is evidence that the parts are
called in the trade a thimble rod and a staple bar respectively; and that a bar with the
teeth firmly attached or coiled round it, so that they must move in all directions with it, is
called a rakehead. Whether such a discrimination was made at the date of Whitcomb's
patent, I do not know; nor is it important, because he was describing a certain thing which
is plainly shown in his description and drawings, and the name he gives it is of no con-
sequence. It seems to me that the rod and bar of the defendants' rake together perform
the functions of the plaintiffs' rakehead. Martz's device, which the defendants admit to
be a rakehead, was divided into two bars attached to each other, and working together to
hold, raise and lower the teeth. It is an old form of rakehead which the defendants have
substituted for that of the claim. If better in some respects, still it was a known substitute.

The difficulty with the second claim of the reissue, as applied to this case, is that the
patentee has seen fit, for some reason, to describe his rakehead as “supported above the
upper edge of the axle,” and the defendants' rakehead is on a line with the axle. It may
be that this limitation was unnecessary; but it is found in the second claim, and I do not
feel at liberty to disregard it. The defendants' machine, therefore, is not within this claim.
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The fourth and fifth claims appear to me to be infringed. The defendants use the hand
and foot levers and their connections for holding the teeth down and for raising them,
though in a somewhat different form. They have added an ingenious piece of mechanism,
by which the levers are connected with the whiffle-tree, and by this means the horse in
walking draws up the teeth when the load is to be discharged; but I understand the wit-
nesses on both sides to say that this additional mechanism cannot be relied on to do all
that is necessary at all times, but must often, if not usually, be helped out at some point
by the action of the foot or hand, or both. It does not enable the defendants to dispense,
wholly, with any part of the plaintiffs' combinations; and I understand from the record
that they do, in fact, use them to a certain extent.

Decree for an account.
[NOTE. For another case involving this patent, see note to Brown v. Whittemore,

Case No. 2,033.]
EDGELL, In re. See Case No. 6,285.
1 [Reported by Hubert A. Banning, Esq., and Henry Arden, Esq., and here reprinted

by permission.]
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