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Case No. 1,528.
THE RE BLANDY.
{1 MacA. Pat. Cas. 552.]
Circuit Court, District of Columbia. Jan. Term, 1858.

PATENTS—-IMPROVEMENT IN PORTABLE STEAM  ENGINES-DOUBLE

USE—SUFFICIENCY OF INVENTION.

{1. The application of a hollow bed-plate attached to a boiler and portable engine for the purpose of

{2.

(3.

(4.

relieving the operative parts of the latter from the contraction and expansion of the boiler, and the
boiler from the direct strain of the engine, is a mere colorable variation or double use of similar
bed-plates in prior use, and is not patentable.} {Cited in Smith v. Thomson, 38 Fed. 606.]

The new application of the principle of an alleged invention, which has been discovered and
applied before, is a double use.}

Though the new application possess some degree of novelty, unless the new occasion on which
the principle is applied leads to some kind of new manufacture or to some new resul, it is but a

double use.}

If the same purpose has in other instances been accomplished by substantially the same means,
the use of those means on a new occasion does not constitute a sufficiency of invention.)

{Appeal from the commissioner of patents.}

{Application by Henry and Frederick 1. L. Blandy for a patent for an improvement
in portable steam-engines. From a decision of the commissioner refusing the application,
June 15, 1857, the applicants appeal: Affirmed.}

P. Hannay, for appellants.

MORSELL, Circuit Judge. The claim as amended is described in the following terms:
“Having thus described our improvement, what we claim as new, and desire to secure
by letters patent, is the application to portable steam-engines of a hollow bed-plate, in the
manner substantially as described, for the support and attachment of the operative parts
of the engine, whereby the latter in working is rendered independent of the contraction
and expansion of the former, and the boiler relieved from the direct strain of the engine,
as set forth.” On the 15th of June, 1857, the commissioner says: “Your application for im-
provement in portable engines has been examined under rule 114, and a patent thereon
refused.”

Three reasons of appeal are assigned: First Because the office has failed to give a ref-
erence showing the device applied in the same manner and for the same purposes as that
claimed by the applicants. Second. Because the reference given to the engine described
in Lardner, and shown in plate 12 of the same, cited in the commissioner's decision as
an apposite reference, cannot be considered as a reference at all, as it is not used as a
support for the working parts of the engine, but merely as a heater to economize the

heat of the waste steam. Third. The opinion of the office, to wit, “the necessity for some
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provision to accommodate contraction and expansion in machines requiring an extended
metallic surface, is so perfectly familiar to every good mechanic that no structure of such
material that had to encounter great changes of temperature would be attempted without
some such accommodating provision,” cannot be considered as a just cause for refusing a
patent to the applicants; as, first, the law does not recognize a necessity for the invention

of a machine, 8c, to effect a useful result, as a reason for refusing a patent on the same

{when invented]l and second, a mere belief or reason on the part of the office, without
assigning proper references to substantiate the same, is not a reference, as contemplated
by law, and hence is not a lawful reason for refusing the patent.

The commissioner states as the general ground for his decision “that, as in the con-
struction of every character of steam-engine no more metal is used than in the sound
judgment of the builder is required to give it strength and durability and adapt it to its
particular position, it will readily be seen that the making of one part of the engine sol-
id and another part hollow must be of common consideration, arising out of the various
circumstances of locality, use, durability, and economy. Certain references have been giv-
en to this position which show, from an early date to the present time, that not only in
portable but in all classes of steam-engines the hollow or tubular character of the structure
has been made of importance, and such parts of the engine as were thus made have been
used for various purposes; to show which, particular references are given to Lardner on
the Steam-Engine, plate 12, p. 148, in 1802, where the hollow or tubular quality is fully
employed, the tubular part of the structure serving to sustain the smoke-stack of the boil-
er, the exhaust pipe, and part of the valve gear, while it is made to serve the very useful
purpose of a feed-water heater. In Repertory of Patents (2d S. vol. 2, p. 175) is shown
an engine, the entire base of which is hollow and used as a water reservoir—invented in
1802. Herbert's Encyclopaedia (volume 2, p. 701) shows the hollow bed-plate used for
two purposes, where compactess appears to have been a prominent intention of the in-
ventor, two of the compartments being for the working cylinders and the third designed
for the condenser.” The commissioner then passes on to more recent dates, and says:
“The references in the descriptive catalogue of the London exhibition (page 375) show

portable engines



YesWeScan: The FEDERAL CASES

with hollow supports sustaining different parts. Burrell's (page 368) shows the cylinder
and valve gear sustained on a hollow frame or box placed above the furnace of the boiler,
with the bearing of the flywheel upon another box near the smoke-box of the boiler. The
same may be said of Barrett's engine, illustrated on page 377. Though the box supporting
the cylinder on the boiler in this engine is shallow, it is evidently not solid, but hollow.
The same is evident in Turner's engine, illustrated on page 391, and Homby's, on page
396.” As tending to prove the same position, the commissioner refers to the files of the
office, showing a number of cases particularly stated by him, from all which the commis-
sioner says: “Is it not very clearly and fully shown that there is no novelty in constructing
engines of any special character with hollow bet-plates or supports? * * * The applicant
insists, notwithstanding this mass of strong and pertinent evidence, that he is entitled to a
patent on this application, because the references do not show that the hollow bed-plate
was designed by others for the same purposes and for fulfilling the same intentions con-
templated by him. It is not proposed to show that the position assumed by the appellant
is incorrect; that is, that others have not used the hollow bed-plate for the same purpose
and with the same intentions, for the great reason that his premises are without any sup-
port derived either from the enactments of congress concerning patents, from the practice
of the patent office, or from the decisions and rulings of the courts. It is therefore of no
moment whether he is the first to use hollow bed-plates for the purposes and with the
intention named by him or not. The laws do not in any degree whatever set out purpose
or intent as a cause for granting a patent. Only a few rulings and opinions will therefore
be quoted. Reference is given to Phil. Pat 106; Curt. Pat. p. 4, § 4; Bean v. Small-wood
{Case No. 1,173); Winans v. Providence E. Co. {Id. 17,858}; and the opinion of Judge
Cranch in the appeal case of John F. Kemper from the decision of the commissioner of
patents {Id. 7,687].

This was the state of the said case brought before me on the day and place appointed
by me for the hearing thereof, at which time and place an examiner on the part of the
office appeared, with all the papers, &c, in said case, and on the part of the appellant
his attorney appeared, and upon his application was allowed to propound certain inter-
rogatories to said examiner in explanation of the principles of the said improved machine,
according to the provisions of the act of congress, which said examination will be here-
with sent, (reference thereto will fully appear.)

In answer to the first interrogatory, the examiner says: “I have frequently seen engines
running with hollow bed-plates.”

Fourth interrogatory: “Does the working of portable engines strain the boilers?” An-
swer: “It depends altogether on the strength of the boiler and the power of the engine; it

has no tendency to strain it if the boiler is sufficiently strong.”
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Sixth interrogatory: “Is the power of the engine usually proportioned to the capacity of
the boiler?”” Answer: “The boiler is usually adapted to the engine.”

Ninth interrogatory: “Will the expansion and contraction of the boiler, as its temper-
ature is varied and lowered, strain the working parts of the engine if attached directly to
it?” Answer: “That depends in a great measure upon the construction and arrangement of
the engine and the kinds of metal used in its various parts.”

Tenth interrogatory: “How? What different kinds of metals effect this?” Answer: “All
metals do not expand equally by heat, and hence an engine might be injured more or less
by expansion when constructed of different kinds of metals.”

Eleventh interrogatory: “Will the expansion and contraction of the boiler as its tem-
perature varies strain the working parts of the engine if attached directly to it, both being
constructed entirely of the same metal?”” Answer: “I should think not.”

Twelfth interrogatory: “Will the appellant's improvement have a tendency to prevent
the straining of the engine and boiler, as arranged and combined, the engine and boiler
being of the same metal?”” Answer: “Not as little as if there was not any cylinder or bed-
plate interposed.”

Thirteenth interrogatory: “If the boiler and engine be made of different metals, how
then?” Answer: “If made of different metals, there would be more injury from expansion
and contraction.”

Fourteenth interrogatory: “Will the appellant's improvement have a tendency to pre-
vent the straining of the engine and boiler, as arranged and combined, the engine and
boiler being both made of different metals?” Answer: “I should think not.”

Fifteenth interrogatory: “When two pieces of the same kind of metal are secured to
each other, and are unequally heated, will they have a tendency to strain and burst from
each other?”” Answer: “Yes.”

The case was then submitted on the written argument of the appellant's counsel and
the proceedings aforesaid in the cause.

For the purpose of considering the subject of controversy before me on this appeal in
the fullest manner, those parts of the argument of the appellants' counsel above alluded
to, which may be thought necessary, will be noticed. Counsel supposes “that the office
have totally misunderstood the nature and scope of the claim (of the appellant), and have
given all their references with a view of showing that hollow supports for engines had
been used before. This (he says) we have never presumed to deny; but these references

are necessarily predicated upon the



YesWeScan: The FEDERAL CASES

supposition that we claim a hollow bed-plate of itself, without reference to the manner
in which it is constructed, applied, arranged, and combined with the boiler, which is not
the case. This (he says) forms the grounds for his first and second reasons of appeal; * *
* appellant's claim consists of a plan for a peculiar arrangement and combination—an in-
terposition of a single hollow, continuous bed-plate between the boiler and engine, upon
which and to which the entire working parts of the latter are supported and attached,
the bed-plate being mounted upon and secured to the boiler, by which certain new and
beneficial results are obtained.” Further, it is contended that by the device a single hollow
bed-plate is used, instead of two or three, for the support of the entire working parts of
the engine; that thereby a new and beneficial result is produced, which cannot be effected
by the use of two or more hollow supports arranged in the same manner; that it costs less,
and is more economical. Whether the references are pertinent or not, must depend upon
a comparison between them and the invention in this case, as it is described and claimed
and set forth in the specification hereinbefore recited; that is to say, “the application to
portable steam-engines of a hollow bed-plate, in the manner substantially as described,
for the support and attachment of the operative parts of the engine, whereby the latter in
working is rendered independent of the contraction and expansion of the former, and the
boiler relieved from the direct strain of the engine, as set forth.” The references are in-
tended to show that the alleged invention is merely a colorable variation or a double use,
and not a substantial invention. The purpose and object in view, as very clearly appears,
was, by a proper regard to the portableness of the engine, by an isolated, independent
condition of the engine and the working parts of the boiler, to secure them from being in-
juriously affected by the contraction and expansion of the boiler, and to secure the boiler
from any consequent strain from them. Assuming that such would be the effect by the
contrivance and plan described, will it be new? The references are given to show that it
would not.

As a guide in the investigation, it will be proper to state some of the rules of patent
law applicable to the subject. It must involve a new principle. Where the principle of the
alleged invention has been discovered and applied before, the application will be what is
called a double use. In such cases, although there may be in the new application some
degree of novelty, something may have been discovered or found out that was not known
before, yet, unless the new occasion on which the principle is applied leads to some kind
of new manufacture or to some new result, it will be but a double use. Again, if the same
purpose has in other instances been accomplished by the same means substantially, the
use of those means on a new occasion does not constitute a sufficiency of invention. See
Curt. Pat. § 27. Again (Curt Pat. § 40), there must be some new process or some new

machinery used to produce the result.
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[ will now consider the objections made by the counsel on behalf of the appellants
to the references before mentioned. In doing so, however, I shall only notice a few, all
the others having been offered as tending to-sustain the same thing. The first I notice is
the objection to Burr ell's Catalogue of London Exhibition, 368. This, as stated in the
commissioner's report, shows, the cylinder and valve gear sustained on a hollow frame or
box placed above the furnace of the boiler, with the bearing of the fly-wheel upon an-
other box near the smoke-box of the boiler. The objection to this, in the language of the
counsel, is that “supposing, for the sake of argument, each of these parts-are supported
upon separate hollow standards or bed-plates secured to the boiler, the same effect will
be produced with these as if the various parts of the engine had been secured directly
to the boiler, because, as-the boiler contracts or expands, the hollow bed-plate will neces-
sarily move with it in those movements, and produce precisely the same effect as if the
engine had been secured directly to the boiler, for as they move, the parts of the engine
secured to them must also move, thus destroying their proper relative position.” If this
reasoning be correct, as perhaps it is, is it not applicable as an objection to the scheme of
the appellants? Their bed-plate, on which the working parts are supported, is secured to
the boiler at one or perhaps two points; that is, at each end. If, therefore, any such disaster
should occur, it is difficult to conceive how the peculiar contrivance or fastenings of the
continuous hollow bed-plate of appellants* alleged invention should effectually save said
parts from like effects of the shock.

The next which I shall notice is to be found in the Repertory of Patents (2d S. vol. 2,
pp. 175, 176): an engine the entire base of which is hollow, and used as a water reservoir,
invented in 1802. It is objected that the hollow cistern forming the entire base of the en-
gine “is not supported upon and secured to the boiler, but is stationed upon the ground,
and therefore cannot be in point.” Considering, as I have done, that the principal feature
in the alleged invention of the appellants claimed by them as new was the independent,
isolated contrivance of their hollow continuous bed-plate, I am utterly at a loss to perceive
the weight of this objection in support of that idea, or how it can be consistently recon-
ciled with what appears to be insisted on in the objection just before mentioned. If it is

intended to be used to show the want of portableness,
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judging from the only evidence before me—that of the description given in the book
referred to—I am not satislied that it warrants me in drawing any such conclusion. It is in
these words: “Its combination of parts form a perfect engine without requiring any fixture
of wood or any other kind of framing than the ground it stands upon, and is transfer-
able without being taken to pieces.” The same objection is urged to the reference given
in Herbert's Encyclopaedia (volume 2, p. 701): an engine (as stated by the commissioner)
which shows the hollow bed-plate used for two purposes, where compactness appears to
have been a prominent intention of the inventor, two of the compartments being for the
working cylinders and the third designed for the condenser. The same reply may be made
to this objection as to the preceding one.

The next objection I shall notice is the one taken to the case of Barrett, to be found in
the Descriptive Catalogue of the London Exhibition, p. 373. The objector says that is is
mounted and supported in precisely the same manner as that of Burrells, before alluded
to; that is to say, the various parts of the engine are supported upon several stand-aids or
bed-plates, and not upon one, which alone can effect the purpose and remedy the defects
designed by the appellant's improvement. The description given of it by the inventor is:
“The engine is fitted and fixed to a separate cast frame, relieving the boiler from all vi-
bration or strain.” The specific objection to this seems to be that by appellant's invention,
his one bed-plate alone affects the whole that the several standards or bed-plates of this
machine can do, and dispenses with them. This involves a separate principle from a mere
analogous use, and will be hereafter considered.

It will appear, I think, on a review of the case at this stage of it, that in the construction
of the invention by the appellants, although there are differences in point of form from
those which are shown by the references, substantially they are analogous. The principles
of the leading contrivances appear alike; for instance, they are substantially alike in the
independent isolated hollow plate—their mode of operation answering the purposes of
preventing any injurious effects that might be occasioned by an immediate contact of the
working parts of the engine with the boiler. In one of them it is expressly stated as the
purpose and effect “to secure and relieve the boiler from all vibration and strain.” They
are used or applied in the same kind of combination. As to the matter respecting the
portableness, I have already said enough to show that this point is not materially affected
by it. The case, therefore, falls within the principles of law as stated by me hereinbefore.

The claim of right to the patent is, however, supposed to be sustained upon the ground
“that as by using a single hollow bed-plate, instead of two or three as formerly, for the
support of the entire working parts of the engine, a new and beneficial result is produced,
being more economically or beneficially enjoyed by the public.” For this position Curt.
Pat. § 401, is referred to as authority. It is there said: “The claim may be for the use of a

known thing, in a known manner, to produce effects already known, but producing those
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effects so as to be more economically or beneficially enjoyed by the public, which the
law decides is a patentable subject.” If the facts be as stated, the rule will be applicable,
and the claim sustainable. The claim was three times examined and rejected. Examiner
Baldwin, to whom it was last referred for revision, says: “The necessity of some provision
to accommodate contraction and expansion in machines requiring an extended metallic
surface is so perfectly familiar to every good mechanic that no structure of such material
that had to encounter great changes of temperature would be attempted without some
such accommodating provision. To build a portable steam-engine with a view to make it
encounter the changes of temperature which its use involves, is therefore no new inven-
tion. “The testimony of Doctor Everett, on oath, examined before me on the hearing of
this cause, at the request of and by appellant’s counsel, to interrogatories propounded by
him, is very strong against this branch of the claim, and his answers being in response
to questions put by appellant's counsel must be received and respected according to the
legal rule of evidence on the subject I will repeat a part of what has been before stated.
The eleventh interrogatory put to him was: “Will the expansion and contraction of the
boiler, as its temperature varies, strain the working parts of the engine if attached directly
to it, both being constructed entirely of the same metal?” Answer: “I should think not.”
Twelith: “Will the appellant's improvement have a tendency to prevent the straining of
the engine and boiler, as arranged and combined, the engine and boiler being of the same
metal?” Answer: “Not as little as if there was not any cylinder or bed-plate interposed.”
Fourteenth: “Will the appellant’s improvement have a tendency to prevent the straining of
the engine and boiler, as arranged and combined, when both are made of different met-
als?” Answer: “I should think not.” The proof derived from these two gentlemen—experts
of great respectability, as they must be considered to be—I think must be considered as
preponderating in weight over all that has been produced on the part of the appellant.
From all which my conclusion and opinion is that the claim for a patent as set up by

the appellant in this case has not been sustained; that there is no error in the decision
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of the commissioner, and that the same ought to be affirmed.

{NOTE. For suit for infringement of letters-patent No. 21,059, granted to Henry and
Frederick I. L. Blandy for an improvement in “steam-engines,” see Blandy v. Griffith, Case
No. 1,529. For application to file a supplemental bill in the nature of a bill to review the
decision in the foregoing case, see Blandy v. Griffith, Id. 1,530.]
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